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Abstract 

                     In a report provided by the European Chamber of Commerce in China, the problem with 

bad faith trade mark applications was highlighted. The report concluded that the current 

application of the law, combined with the procedural background constitutes an incentive 

rather than a deterrent for bad faith trade mark applications in China. The issue originates 

in Chinese defrauders conducting research among foreign companies with the intent of un-

lawfully registering their trade marks in China. Since China apply a ‘first-to-file’ system, un-

registered trade marks enjoy very little protection. Companies, and foreign companies in 

particular, are therefor often forced to rebuy their trade marks from the bad faith filers. 

The Chinese government are, however, not blind to this issue and recently, a draft amend-

ment to the Trademark Law was released, partly aimed at obstructing bad faith filing. In 

remains, however, to be seen whether the amendment will have any great impact on the is-

sue of bad faith trade mark applications.  

                     The purpose of this thesis is to ascertain the core to the problem with bad faith trade mark 

applications and to establish whether the new amendment provides a solution to this issue. 

The thesis uses a comparative method by studying the EU approach to bad faith trade 

mark applications and to put it in relation to the system used in China.  

The analyse demonstrates that the core to the problem with bad faith trade mark applica-

tions in China fall into several aspects significant to the Chinese trade mark system, primar-

ily through the construction of the trade mark application process and the ineffective appa-

ratus operating the Chinese judicial system.  Although the new amendment is a great leap in 

Chinese trade mark development, it does not sufficiently address the issue with bad faith 

trade mark applications. 
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1 Introduction 

1.1 Background 
‘Remarkable achievements were made in the deepening of the National Trademark Strategy implementa-

tion’.1 These words are in the front of the Annual development report of China’s trade 

mark strategy, promoting China’s great development of trade mark protection. At the same 

time, European reports show that there are still major issues in the protection of trade 

marks in China. The European Union Chamber of Commerce in China emphasised the is-

sue with bad faith trade mark applications in its report; ‘The current application of the law, com-

bined with the procedural background constitutes an incentive, rather than a deterrent, for the increase in the 

number of bad faith trade mark applications.’2  

A typical example of this problem was the situation that occurred for a major US compa-

ny3. The company owned a trade mark which it also used as its corporate name. The com-

pany was initially limited to the market in the United States. Some years ago, the company 

started sourcing goods bearing their trade mark from foreign countries, including China. 

However, the company did not file for registration of the trade mark in China until some 

years later. The application was rejected by the China Trademark Office (Trademark Of-

fice) on the ground that an earlier registration for an identical mark had been granted just 

after the US company had started sourcing goods out of China. Eventually, the earlier trade 

mark was recorded with the Chinese Customs. Not long after the recordation, the US 

company was informed that they were no longer aloud to ship goods bearing that particular 

trade mark. The US Company then started negotiation with the owner of the earlier mark 

for the granting of a license. As a result, the US company now has to pay an annual royalty 

of 200.000 US Dollars for the next 10 years to the owner of the registered mark.4 

A part of the key to success for a company is to have a recognisable trade mark associated 

with its products. To put the value of trade marks in context - the world’s most valuable 

                                                

1 China State Administration of Industry and Commerce, Annual Development Report of China’s Trademark 
Strategy, 2010, p. 5.  

2 European Union Chamber of Commerce in China, European Business in China Position Paper 2010/2011, p. 76-
77. 

3 The company was not referred to by name in the article, see Wild Josh, The Truth about Trademarks in China, 
World Trademark Review January/February 2007, p. 55. 

4 The story was discussed by Mr Zhan-ying in Wild Josh, The Truth about Trademarks in China, p. 55.  
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trade mark belongs to Coca-Cola and has an estimated value of 68,734 million US dollars.5 

China has, since some years back, been the country with the far most trade mark applica-

tions, peaking with approximately 1 050 000 applications in 2010.6 The number of trade 

mark applications in 2010 grew globally with 11.8 per cent of which China accounted for 

three-fifths of this total growth.7 The statistics are in no way surprising when considering 

that one in five potential consumers reside in China.8 Hence, trade marks will continue to 

have a great impact in China as well as for companies with a global ambition.   

The current issue with bad faith trade mark applications originates in domestic companies 

filing for a national trade mark with false intentions. Prior to the decision of filing for a 

trade mark, the Chinese applicant has conducted research among foreign companies who 

are likely to apply for a trade mark in China. This phenomenon is known as trade mark pi-

racy and is a lucrative business among Chinese defrauders. Furthermore, cancellation and 

opposition procedures are very time consuming and it can take as much as five years before 

the earlier proprietor is able to enforce its rights.9 The coordination between different ad-

ministrative branches is poor which makes opposition procedures difficult, especially for 

smaller companies. Nor is there a possibility to bring a civil law suit since such cases are 

not accepted in Chinese civil courts.10 The result is that even in cases where the earlier pro-

prietors are successful in their opposition in the administrative courts, they will not be able 

to reclaim full damages. As a consequence of these loopholes in the Chinese intellectual 

property right (IPR) system, many companies choose to make a deal with the bad faith fil-

er, primarily through a license agreement. This is one reason why Chinese bad faith filers 

                                                
5 Interbrand, Best Global Brands, <www.interbrand.com/best_global_brands_intro.aspx?langid=1000>, ac-

cessed on 2012-04-24.  

6 Report from World Intellectual Property Organisation (WIPO), World Intellectual Property Indicators 2011, 
WIPO economic and statistics series, 2011, p. 111.  

7 WIPO, World Intellectual Property Indicators 2011, p. 8.  

8 F.W. Mostert, China and Trade marks, The Trademark Reporter, Vol. 93, Official Journal of the International 
Trade mark Association, 2003, p. 119.  

9 Wild Josh, The Truth about Trademarks in China, p. 54. 

10 European Union Chamber of Commerce in China, European Business in China Position Paper 2010/2011, p. 
76-77. See however Chapter 4.3.2.  
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are increasing and most probably will keep on doing so until China is able to tackle the 

problem.11  

The issue of bad faith trade mark applications has been highly debated, both in China and 

on a global scale.12 However, the Chinese authorities are not blind to this discussion and 

recently, the Legislative Affairs Office of the State Council of the PRC (SAIC) released a 

3rd draft amendment13 (draft amendment) to the Trademark Law of the People’s Republic 

of China (the Trademark Law).14 One of the most fundamental problems that the amend-

ment seeks to solve is the problem with bad faith trade mark applications and numerous 

steps have been taken to tackle the problem. It remains to be seen whether the government 

of the PRC will adopt this amendment although much indicates that they will.15 The ques-

tion is whether the amendment will provide sufficient protection against bad faith applica-

tions and thereby ease the possibilities for foreign companies to take part of the Chinese 

market.  

1.2 Purpose 
The purpose of this thesis is to ascertain the core to the problem with bad faith trade mark 

applications in China by a comparative study with the EU and to establish whether the new 

amendment provides a solution to this issue. In order to provide a sufficient answer to this 

purpose, three sub-questions must be evaluated and examined: 

-‐ What are the differences in the application and opposition procedures between the 

EU and China? 

-‐ How are bad faith trade mark applications regulated in China and the EU today? 

                                                
11 European Union Chamber of Commerce in China, European Business in China Position Paper 2010/2011, p. 

76-77. 

12 IPR2, EU-China seminar on new issues relating to (bad faith) trade mark applications, 2010-10-18. 
<http://www.ipr2.org/index.php?option=com_content&view=article&catid=111:trademark-and-
design&id=1274:eu-china-seminar-on-new-issues-relating-to-trademark-applications&Itemid=268>, accessed 
on 2012-03-02.  
 
13 The State Council Legislative Affairs Office, Trademark Law of the People’s Republic of China (revised), Septem-

ber 1, 2011. See further in Chapter 5.  

14 Trademark Law of the People's Republic of China, revised version adopted on 27 October 2001. 
	  
15 The Trademark Law is still not in full conformity with international treaties, e.g. the Singapore Treaty (Sin-

gapore Treaty on the Law of Trademarks, Singapore March 27 2006). Hence, China is obliged to eventually 
amend its Trademark Law in order to fulfil their international obligations.   
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-‐ What measures are being proposed in the amendment and how do these relate to 

the questions stated above?  

 

The purpose is examined and answered from a foreign company perspective, especially 

from enterprises that are holders of trade marks that do not qualify as well-known trade 

marks as this category is highly vulnerable to bad faith trade mark applications. As indicat-

ed above, the thesis focuses on the Chinese legislation while EU legislation is used as a 

starting point and a comparison throughout this thesis.   

1.3 Method 
This thesis uses a comparative method through a study of one particular question. The 

study is accordingly carried out through a so-called micro comparison16 with the intent of con-

ducting an in-depth study and to reduce possible shortcomings due to the author’s limited 

knowledge of the Chinese legal system. However, there are nevertheless risks of misinter-

pretations and lack of an overall understanding when applying a micro comparison. Alt-

hough the particular question might seem to have been satisfactorily understood, it is often 

connected with other aspects of the law that affects the specific question.17 This thesis is 

carried out with awareness of this difficulty and possible shortcoming. Such difficulties are 

addressed by trying to evaluate sources with an open mind and by putting them in relation 

to each other. Furthermore, this study follows a realistic point of view meaning that the au-

thor has an open mind by evaluating and using sources of all kinds but not having demands 

of understanding all parts of the Chinese legal system.18  

This thesis also uses a problem-oriented19 approach meaning that the stipulated problem is 

used as a starting point. The aim is to provide differences and contradictions between two 

different legal systems, thereby establishing the core to the problem with bad faith trade 

mark applications in China.  
                                                
16 A micro comparison refers to the study of one particular question or subject, see De Cruz Peter, Compara-

tive Law in a Changing World, Cavendish Publishing Limited, 1999, London, p. 227.  

17 This problem has been discussed in several books and articles, see for instance Strömholm Stig, Användning 
av utländskt material i juridiska monografier, 56 Svensk Juristtidning 4, 1971, pp. 251-263.  

18 See Zweigert, Konrad and Kötz, An Introduction to Comparative Law, Oxford, Oxford University Press, 1998, 
p. 36.  

19 A problem-oriented approach normally refers to a study where contradictions and correlations are found 
based on different problems and social society aspects, see further in Westberg Peter, Avhandlingsskrivande 
och val av forskningsansats – en idé om rättsvetenskaplig öppenhet, in Festskrift till Per Olof Bolding, Juristförlaget, Lund 
1992, pp. 421-431.  
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As concerns the study of the EU system, the materials used have been collected by a tradi-

tional legal method. Accordingly, legal texts, preparatory acts, case law and literature are 

studied. Trade marks within the EU have been harmonized to a large extent by the Di-

rective 2008/95/EC of the European Parliament of the Council of 22 October 2008 (the 

Trade Mark Directive) and through the Council Regulation (EC) No. 207/2009 of 26 Feb-

ruary 2009 on the Community Trade mark (CTMR). These will have a great impact on the 

EU study.  

The study of the Chinese system is primarily be based upon Chinese ‘primary’ legislation 

(The Trademark law) as well as ‘white papers’ published by the China State Intellectual 

Property Office (SIPO) and SAIC. The reader shall however bear in mind that the version 

of the Chinese legislation used in this essay is not completely accurate since it has been 

translated into English. Where a possible conflict exists, the Chinese version will prevail.20 

Hence, the legislation used is not primary in the ordinary meaning. Furthermore, it has 

been reported that the level of case law data available might be as low as 20 per cent. The 

problem originates in the law leaving the publication of cases to the local court’s discre-

tion.21 Unfortunately, there is no official or unofficial system for reporting cases in China 

apart from some important cases that are sometimes reported in ‘the Gazette of the Su-

preme People’s Court of the PRC’.22 Hence, the possibility to apply a research based on 

case law is quite low. Accordingly, case law will have a lower impact on this thesis than de-

sired. Most Chinese cases presented in this thesis have been accessed by IPR2, IPR SME-

helpdesk and other soft law.23  

Furthermore, since a substantial part of the documents published by the Chinese govern-

ment is only available in Chinese, soft law24 has been used as a mean of taking part of such 

information. This is a weakness in a methodical sense since the facts presented cannot be 

                                                
20 WIPO, China – Trademark Law of the Peoples Republic of China, 

<http://www.wipo.int/wipolex/en/details.jsp?id=5003 >, accessed on 2012-04-25. 

21 Smith Andrew, A plaintiff’s guide to China: surveying the litigation landscape, World Trademark Review, London 
2010, p. 17. 

22 Liu Joan, Luo Wei, Features – A complete research guide to the laws of the People’s Republic of China, Laws and technol-
ogy resources for legal professionals, 2003, section 2, p. 1.  

23 IPR2 and IPR SME helpdesk are EU funded organisations focused on IPRs in China.  

24 Soft Law in this context refers to articles published by various EU organisations, academic articles and oth-
er documents provided by trade mark organisations.  
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completely objective. As a method of limiting this weakness, the sources used have been 

chosen on a wide basis.  

Soft law25 is also used to a wide extent in order to provide different views on the problem 

with bad faith trade mark applications. Since the draft amendment is open for public com-

ments, soft law is particularly interesting in this respect and is used accordingly. The official 

version of the amendment is only available in Chinese. As a result, a non-official interpret-

ed version will be used when presenting the amendment thus potentially providing a slight-

ly inaccurate presentation as concerns the correct language. In order to provide a sufficient 

answer to the purpose, official statements on the draft amendment by various IP-

organisations are thoroughly reviewed, as these will most likely have an impact on the final 

amendment.26 The reader shall however bear in mind that China is by no means bound by 

the opinions of the invited IP-organisations. Thus the outcome of the final amendment is 

not dependent on their views.   

In addition to being academic, this thesis aims to provide a practical study. The analysis of 

the Chinese and the EU trade mark legislations and the definition of various concepts pro-

vide an academic research while the study of the issues in the procedural process raise 

more of a practical discussion.  

1.4 Delimitation 
The issue of trade mark piracy in China is widespread and could in theory include an abun-

dance of questions and possible problems. Since this thesis primarily seeks to address the 

question on bad faith trade mark applications and the implications of the new amendment, 

delimitations have been made. Some of the most important delimitations are described be-

low.  

This thesis focuses on trade marks with some sort of reputation in their respective industry 

and jurisdiction, as completely unknown trade marks are unlikely to be filed in bad faith.27 

The intention is to demonstrate problems for companies that are highly vulnerable to bad 

                                                
25 Soft Law in this context refers to articles published by various EU-, US.- and International organisations, 

academic articles and other documents provided by trade mark organisations. 

26 Thus, the conclusions found in relation to the new amendment will, to a certain extent, be dependent on 
their views. See Johnson Nadine F., Pursuing Trademark Reform in China: Who Will Benefit – and Are the Proposed 
Changes Enough?, Landslide Volume 3, American Bar Association 2011, pp. 1-3. 

27 Note, however, that the thesis will not primarily discuss well-known trade marks.  
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faith trade mark applications. Furthermore, the protection of trade names and company 

names do not enjoy as high protection in China as in most jurisdictions.28 Although this is-

sue is highly problematic and closely related to bad faith trade mark applications, it is not 

subject to any detailed research in this thesis. Furthermore, the aspect of using unfair com-

petition as a mean of attacking bad faith trade mark applications has lately gained an in-

creased amount of attention.29 Although this thesis touches upon this aspect, the focus is 

primarily set on the Trademark Law and the draft amendment.30  

The protection of unregistered trade marks within the EU has, to a large extent, been left 

to the care of each Member State. This thesis does not discuss the protection offered in any 

of these Member States apart from providing a short example.  

Another problem that is closely related to the issue of bad faith trade mark applications is 

domain name squatting. Although such a research would be interesting, and to some point 

might serve as a good analogy to bad faith trade mark applications, there is simply no room 

for it in this thesis. Nor are any other piracy problems in China, such as counterfeit, a part 

of this thesis.  

Lastly, the issue of bad faith trade mark oppositions is another major concern in China to-

day.31 This thesis discusses, however, only the applications filed in bad faith since the legal 

complications lie within different areas. 

1.5 Outline 
Chapter 2 presents an overview on how the EU has chosen to tackle the problem with bad 

faith trade mark applications, concluded by a short summary where certain key points are 

noted.  

Chapter 3 presents the trade mark system in China. This research starts with a brief histori-

cal presentation on trade marks in China. Furthermore, the chapter explains the process of 

                                                
28 Wang Zhengfa, Protecting your good name in China, Number crunching – Calculating a litigation strategy for 

China, Issue 26, World Trademark Review August/September 2010, p. 25. 

29 See for an example Zhang Guangliang, Curbin Preemptive Registrations of Marks under Unfair Competition Law, 
China Patent & Trademarks NO. 4 2008, pp. 57-62.  

30 Although a detailed research on this subject would be highly useful for the purpose of this thesis, it would 
require an extensive amount of investigation and take up far too much room.   

31 This problem involves the burden of having to defend unnecessary claims, without any legitimate cause, in 
opposition proceedings, see Wong Deanna and Zhen Feng, Hogan Lovells Client Alert: China Releases 3rd Draft 
Amendments to Trademark Law, Hogan Lovells October 2011, p. 2.  
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applying for a trade mark in China as well as providing information on related problems to 

bad faith applications. Although this chapter is not focused on bad faith applications as 

such, it has a clear link since the problem originates, to a great extent, in the application 

procedure.   

Chapter 4 focuses on the Chinese laws and regulations on bad faith trade mark applications 

and examine what actually constitutes preemptive registration as well as other provisions 

linked to bad faith applications. Additionally, the chapter presents shorter case studies as 

well as providing an in-depth analysis of a specific company who have encountered this 

problem.  

Chapter 5 discusses the draft amendment to the Trademark Law. This research focuses on 

amendments relevant for the purpose of this thesis and highlights the prospective measures 

that are intended to solve the current issue.  

Chapter 6 presents a discussion of the questions stated in the purpose and analyses the facts 

previously presented in this thesis. The analysis is conducted by a comparison between the 

EU and China and by applying practical experiences of parties who have encountered the 

problem with bad faith trade mark applications.  

Chapter 7 concludes the thesis by a shorter conclusion in which certain key points are noted 

and the questions in the purpose are answered. The answers are based on an overall as-

sessment of the conclusions found throughout this thesis.  
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2 Bad faith trade mark applications in the EU 

2.1 Introduction 
Trade marks within the EU have been partly harmonized through the Trade Mark Di-

rective and the CTMR.32 Member States are, however, free to adopt further provision that 

strengthens the protection for trade marks.33 While the Directive requires implementing 

corresponding provisions into Member State’s national legislations, the Council Regulation 

constitutes a parallel trade mark system. This Chapter presents the EU assessment on bad 

faith trade mark applications.  

2.2 Function of a trade mark 
As part of understanding the reasons for protecting a trade mark, one must first be aware 

of the function behind a trade mark. Trade marks function as a badge of origin, providing 

the consumer with the possibility to distinguish products of one undertaking from those of 

another.34 They also serve as indicators of quality, which might be the main factor in the 

consumer’s choice to buy the products.35  

Another aspect is the usage of trade marks in marketing. Many companies invest a substan-

tial amount of money and time in advertising their trade marks, thereby making the con-

sumer aware of its products. Such a strategy might serve as an essential tool in a company’s 

selling strategy. Creating a consumer awareness can also lead to a high value in the mark it-

self, making it possible to license the mark and to be the subject of security.36 

Furthermore, the aspect of fairness is a common argument when justifying the protection 

of trade marks. The argument essentially builds on the common value that one person shall 

not take advantage of another person’s investments and success.37  

                                                
32 The CTMR is not, however, intended to harmonize but rather to introduce a unitary supranational right, 

see further in Chapter 2.5.  

33 Preamble 6, The Trade Mark Directive.   

34 Case C-206/01 Arsenal Football Club plc v Matthew Reed [2002] ECR I-10273, para 48. 

35 MacQueen, Waelde and Laurie, Contemporary Intellectual Property: Law and Policy, Second edition, Oxford Uni-
versity Press, Oxford 2008, p. 542. 

36 MacQueen, Waelde and Laurie, Contemporary Intellectual Property: Law and Policy, p. 543.  

37 Bently and Sherman, Intellectual Property Law, Third Edition, Oxford University Press, Oxford 2009, p. 719. 



 

 
10 

2.3 Protection of unregistered trade marks 
As stated, the trade mark system within the EU has, to a great extent, been harmonized 

through the Trade Mark Directive. However, the protection primarily covers registered 

trade marks, thus leaving unregistered trade marks to the care of each Member State. Ac-

cordingly, the protection offered varies from one Member State to another.38 Still, both the 

Trademark Directive and the CTMR do provide some recognition to prior, unregistered, 

rights. According to Article 8.4, specific non-registered earlier rights protected at Member 

State level, i.e. non-registered trade marks and other signs used in the course of more than 

mere local significance can be invoked in an opposition, provided that such rights confer 

on their proprietors the right to prohibit the use of a subsequent trade mark. This is an ex-

pression of the ‘first-to-use principle’ which is highly relevant in relation to bad faith trade 

mark applications.39  

 

2.4 The Trade Mark Directive 
It follows from the Trade Mark Directive that its scope is limited to national laws that di-

rectly affect the internal market.40 Member States should still enjoy the freedom to protect 

trade marks acquired through use.41 Member States should also remain free to fix the pro-

visions of procedure concerning the registration, the revocation and the invalidity of trade 

marks acquired by registration.42 

As concerns the issue of bad faith trade mark applications, the Directive stipulates several 

limitations in getting such registrations granted. Article 3, concerning absolute grounds for 

refusal, states that ‘Any Member State may provide that a trade mark shall not be registered or, if regis-

                                                
38 In the United Kingdom for an example, unregistered trade marks are protected under the law of passing 

off. The system focuses on the actual use of a trade mark as oppose to the first filing of a trade mark meaning 

that the first party that uses a trade mark will prevail in a possible dispute. As a result, the first user can pre-

vent others from registering and using the first user’s trade mark even though the trade mark has not been 

registered. These legislative measures are, among other things, a sword against bad faith trade mark applica-

tions in the UK. See UK Intellectual Property Office, Passing off, 2011. <http://www.ipo.gov.uk/types/tm/t-

about/t-protect/t-protect-unreg/t-protect-passingoff.htm>, accessed on 2012-04-12.  

39 This should be put in relation to the ‘first-to-file’ principle as used in China, see further in Chapter 3.2.1.  

40 Preamble 4, The Trade Mark Directive.  

41 Preamble 5, The Trade Mark Directive. 

42 Preamble 6, The Trade Mark Directive. 



 

 
11 

tered, shall be liable to be declared invalid where and to the extent that: … (4) the application for registra-

tion of the trade mark was made in bad faith by the applicant’.  

Measures against bad faith applications are also provided in the relative grounds for refusal. 

Article 4 reads that ‘Any Member State may furthermore provide that a trade mark shall not be regis-

tered or, if registered, shall be liable to be declared invalid where, and to the extent that:…(7) the trade 

mark is liable to be confused with a trade mark which was in use abroad on the filing date of the applica-

tion and which is still in use there, provided that at the date of the application the applicant was acting in 

bad faith’.  

The reader should note that Article 4 requires no reputation in order for the earlier proprie-

tor to be able to rely on this Article.43  

2.5 The Council Regulation 
The CTMR is not intended to replace national legislations, but rather to work in parallel 

with the national trade mark legislations of the EU Member States. Naturally, the CTMR is 

highly similar to the Trade Mark Directive. An EU trade mark, better known as a Commu-

nity trade mark (CTM), shall have a unitary character and equal effect throughout the 

Community. CTM’s are administered by the Office of Harmonization for the Internal Mar-

ket (OHIM).44 According to Article 4, a CTM may consist of any signs capable of being 

represented graphically, particularly words, including personal names, designs, letters, nu-

merals, the shape of goods or of their packaging, provided that such signs are capable of 

distinguishing the goods or services of one undertaking from those of other undertakings. 

According to Article 6, a CTM can only be obtained through registration. Hence, the 

CTMR primarily regulates registered trade marks.   

Registration of a trade mark may be refused due to absolute grounds for refusal or due to 

relative grounds for refusal. The latter is the most relevant ground in relation to bad faith 

trade mark applications since it protects earlier rights. For instance, a registration shall be 

refused under Article 8.1 (b) if because of its identity with or similarity to the earlier trade 

mark and the identity or similarity of the goods or services covered by the trade marks, 

                                                
43 This should be compared to the requirement of having aquired a ’certain reputation’ in China, see Chapters 

4.2.1 and 4.4.2.  

44 Article 2 of the CTMR.  
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there exists a likelihood of confusion on the part of the public in the territory in which the 

earlier trade mark is protected.  

The CTMR provides one provision that is directly aimed at preventing registrations filed in 

bad faith and has been the Article used in such claims. Article 52.1. (b) states that ‘A Com-

munity trade mark shall be declared invalid on application to the Office or on the basis of a counterclaim in 

infringement proceedings where the applicant was acting in bad faith when he filed the application for the 

trade mark.’ 

Another provision relevant in relation to bad faith trade mark applications is the demand of 

genuine use. If a trade mark has not been genuinely used within a continuous period of 5 

years, it shall be declared invalid.45 Furthermore, according to Article 54.1, no party shall 

have the right to apply for a declaration of invalidation or to oppose another trade mark if 

the earlier trade mark has not been used in the last five successive years. The earlier propri-

etor is however not limited by this rule if the new registration was filed in bad faith.  

2.6 Opposition and declaration of invalidation against trade 
marks filed in bad faith 

In order to cancel a trade mark filed in bad faith, the earlier owner have two options – to 

file for an opposition or to filed for a declaration of invalidation.46 The facts stated in this 

section are based on the CTMR. Grounds for oppositions are stipulated in Article 8 (4) 

CTMR where it is stated: 

 

‘Upon opposition by the proprietor of a non-registered trade mark or of another sign used in the course of 

trade of more than mere local significance, the trade mark applied for shall not be registered where and to 

the extent that, pursuant to the Community legislation or the law of the Member State governing that sign: 

 

(a) rights to that sign were acquired prior to the date of application for registration of the Community 

trade mark, or the date of the priority claimed for the application for registration of the Communi-

ty trade mark.’ 

                                                
45 Article 15.1. of the CTMR. A CTM may, however, under certain circumstances still remain in force if there 

are particular reasons for non-use.  

46 The choice depends on where in the process the registration currently is. In many cases in the EU, OHIM 
will send a notice to the earlier proprietor in order to give him the chance to oppose the registration. How-
ever, if the opposition is not filed within three months from the publication he must file for a declaration of 
invalidation.    
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Once a trade mark registration has been published, there is a three-month opposition peri-

od before the trade mark proceeds to final registration. An opposition procedure at OHIM 

can take up to 2 years, depending on whether the conflicting parties are negotiating during 

the ‘cooling off’ period.47 

 

Should the time period for opposition have expired, the applicant may file a declaration of 

invalidation if the CTM was registered in breach of Article 7 and 8 of the CTMR. Bad faith 

is an absolute ground according to Article 7. The deadline for filing a declaration of invalid-

ity is normally 5 years, but CTMs filed in bad faith are excluded from this time limit.48  

Article 8.4. contains the criterion ‘used in the course of trade’. OHIM will request proof of 

actual use when filing an opposition on this ground and this proof of use must be genu-

ine.49 In addition, Article 8.4. also requires that this use must be of more the mere local sig-

nificance. Consideration will be given to the intensity of the use; the length of the use; to 

the advertising under the sign in media used for advertising which includes the distribution 

of such advertising; and to the diversity of the goods or services for which the sign is 

used.50 The Article does not demand use in more than one Member State. It is sufficient 

that a trade mark is used in two major cities of the same Member State over several years.51 

The burden of proof is placed upon the opposing party and it is up to him to present the 

allegations, facts and arguments.52 However, in the EU the courts do have the possibility to 

order the accused bad faith filer to provide information and evidence supporting his 

cause.53 

 

                                                
47 As concerns the length of the opposition period at Member State level, the length vary. However, in many 

countries the estimated length is approximately 1 year. See Focucs on Europe – How does the basis of trade mark 
opposition vary between Member States?, IP/IT Newsletter, March 2010. <http://www.ashurst.com/publication-
item.aspx?id_Content=5032>, accessed on 2012-03-12. 

48 Article 53 of the CTMR.  

49 OHIM, Guidelines concerning proceedings before the office for harmonization in the internal market (trade marks and design) 
- Part B, April 2008, p. 62. 

50 OHIM, Guidelines Concerning proceedings before the Office, p. 62.  

51 OHIM, Guidelines Concerning proceedings before the Office, p. 62. 

52 Article 74.1. of the CTMR.  

53 CHINA IPR SME Helpdesk, Issue 6 – Focus on Trade marks, Helpdesk update, p. 3.  
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An opposition is first filed to OHIM and is than subject to appeal by the OHIM’s Boards 

of appeal. This may than be appealed to the Court of First Instance of the European 

Communities and ultimately to the European Court of Justice.54  

2.7 OHIM guidelines on bad faith 

2.7.1 General  

OHIM has no authority to declare a filing invalid under the examination phase but will take 

measures if an opposition is filed based on the ground that the application was filed in bad 

faith.55 OHIM has stated that bad faith can be considered to mean ‘dishonesty which would fall 

short of the standards of acceptable commercial behaviour’ but this is not a comprehensive defini-

tion. Other behaviour may be considered in the determination of bad faith.56 Conceptually, 

bad faith can be understood as a ‘dishonest intention’.57 In general the OHIM criteria for 

determining bad faith are assessed by looking at the lack of use; intent to gain; and 

knowledge of the applicant.58  

2.7.2 Lack of use 

Although lack of genuine use is an important factor in determining whether or not the 

trade mark was registered in bad faith, it is not evidence of bad faith by itself. Under EU 

law59, contracting parties can consider use as a requirement for registration. Such a re-

quirement is, however, not possible in the application stage. The applicant has 5 years to 

show use, or intended use, from the date that the application took place. The aim with the 

provision is to prevent applicants to register trade marks that are not intended to be used in 

trade but rather to extort money from other, legitimate, trade mark owners.60 Similarly, ap-

plying for protection across a broad range of goods and services does not by itself consti-

tute bad faith.61 

                                                
54 OHIM, Opposition, <http://oami.europa.eu/ows/rw/pages/CTM/regProcess/opposition.en.do>, accessed 

on 2012-03-15.  

55 OHIM, Guidelines concerning proceedings before the Office, p. 62.  

56 OHIM, Guidelines concerning proceedings before the Office, p. 62. 

57 Decision of the Cancellation Division of 10 October 2004 (CTM ER No 2386126) 

58 OHIM, Bad faith case study (Final version), Alicante 2003, p. 2-5.  

59 This requirement is, in turn, based on Article 15.3 of TRIPS.   

60 OHIM, Bad faith case study, p. 2.  

61 Decision of the Cancellation Division of 14 December 2004 (CTM NAKED No. 1628395) 
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2.7.3 Intent to gain 

Another criterion that is applied in the assessment of establishing bad faith is to determine 

whether the applicant had the intent to gain from the other party. Evidence of another par-

ty’s intent to gain can be the obstruction of a trade mark, seeking to prevent the earlier 

proprietor from using his own trade mark. Although such situations sometimes occur, it is 

far from always the case with trade marks filed in bad faith. In several cases, it takes the 

form of extortion of money through warehousing and claiming compensation for a trans-

fer.62  

2.7.4 Knowledge 

Another step in the process of establishing bad faith is whether the applicant knew, or 

should have known, that another party used the trade mark. This shall be determined ob-

jectively, looking at the factual circumstances such as both parties using the products in the 

same fair, if the legitimate owner is using a large-scale marketing strategy or if there has 

been a previous relationship between the parties. In its report, OHIM refers to guidelines63 

provided by WIPO who stress that this determination shall be by made by considering 

whether the accused party ‘could reasonably have been aware of that right’. However, there is no 

obligation for the applicant to conduct a search prior to the filing. Again, the fact that the 

applicant knew, or should have known, is not enough to prove bad faith but all factors 

must be taken into account.64 

2.8 Case Law 

2.8.1 The Lindt case  

A leading case in relation to bad faith trade mark applications within EU law is the Lindt 

case65. The case involved the selling of chocolate bunnies produced by the Austrian compa-

ny Lindt since the 1950s. Lindt registered its trade mark, a three-dimensional CTM viewing 

a chocolate bunny, in 2000. Another company, Franz Hauswirth Gmbh, had produced 

chocolate bunnies since 1962, similar to the CTM registered by Lindt. After Lindt had sued 

Franz Hauswirth Gmbh for trade mark infringement, the defendant counterclaimed on the 

ground of bad faith.  
                                                
62 OHIM, Bad faith case study, p. 4.  

63 WIPO on bad faith, <www.wipo.org/sct/en/documents/session_6/index.htm>, accessed on 2012-04-12.  

64 OHIM, Bad faith case study, pp. 4-5.  

65 Chocoladefabriken Lindt & Sprungli AG v Franz Hauswirth GmbH, C-529/07, [2009] ETMR 56, 2009.  
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The Austrian Court was unsure of the correct interpretation of Article 52.1 (b) and referred 

the case to the Court of Justice of the European Union (COJ) for a preliminary ruling.  

The COJ stated that whether the applicant is acting in bad faith, within the meaning of Ar-

ticle 52.1. (b) of the Council Regulation, must be the subject of an overall assessment, tak-

ing into account all the factors relevant to the particular case.66 The following factors must 

in particular be examined: 

• the fact that the applicant knows or must know that a third party is using, in at least 

one Member State, an identical or similar sign for an identical or similar product 

capable of being confused with the sign for which registration is sought; 

• the applicant’s intention to prevent the third party from continuing the use of such 

a sign;  

• the degree of protection enjoyed by the third party’s sign and by the sign for which 

registration is sought.  

A presumption of knowledge may arise from general knowledge in that particular industry. 

Such knowledge can be demonstrated, for an example, from the duration of such use. The 

longer the use can be demonstrated, the more probable it is that the applicant will have 

knowledge of it.67 

However, the Court concluded that the mere fact that the applicant has knowledge that a 

third party has long been using its trade mark is not sufficient, by itself, to permit the con-

clusion that the trade mark was filed in bad faith.68 In order to determine whether there was 

bad faith, consideration must also be given to the intention of the applicant at the time 

when the application was filed.69 In that regard, the Court noted that the applicant’s inten-

tion at the relevant time is a subjective factor. This must be reviewed by reference to the 

objective circumstances of the particular case.70 Furthermore, the Court declared that the 

filing date is critical when applying the key factors.71  

                                                
66 C-529/07, Lindt, para. 37.  

67 C-529/07, Lindt, para. 39.  

68 C-529/07, Lindt, para. 40. 

69C-529/07, Lindt, para. 41.  

70 C-529/07, Lindt, para. 42 

71 C-529/07, Lindt, paras. 35-36.  
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The Court also pointed out that in a case where the sign for which registration is sought 

consists of the entire shape and presentation of a product, the establishment of bad faith 

shall be conducted in relation to the competitors’ possibilities to choose the shape by look-

ing at the technical and commercial restrictions. The assessment can not be not be con-

cluded so that the earlier proprietor may not only prevent competitors from using an iden-

tical or similar sign, but also so he can prevent others from using comparable products in 

their marketing.72 

2.8.2 Feng Shen Technology  

A recently settled case by the General Court concerns the Taiwanese company, Feng Shen 

Technology (Feng Shen).73 Feng Shen is a distributor of various types of products. This 

dispute concerned a trade mark used in relation to zip fasteners. The other party, Mr 

Jarosław Majtczak, was a Polish national who had previously carried out business activities 

with Feng Shen.  Mr Jaroslaw Majtzcak had, in an e-mail, made references to the zip fas-

teners bearing the trade mark together with the symbol ®. The cooperation ended in Janu-

ary 2005. Later the same year, Mr Jarosław Majtczak filed an application for registration of 

a CTM similar to the one used by Feng Shen and was granted registration in 2006. After 

Feng Shen had their goods seized at the Polish border, Feng Shen filed a declaration of in-

validity on the ground that the trade mark had been filed in bad faith.74  

The Court held that it had not been proven that the trade mark had been filed in bad faith. 

In its grounds for decision, the Court referred to several circumstances contended by the 

defendant. For example, Mr Jaroslaw Majtczak himself had marketed zip fasteners in Po-

land in 2000, while using the contested trade mark allegedly filed in bad faith.75 Further-

more, the applicant had not demonstrated any attempt of marketing the trade mark in the 

EU during the period between 2000 and 2005.76 Nor had the applicant shown any interest 

                                                
72 C-529/07, Lindt, para. 50.  

73 Feng Shen Technology v OHIM v Majtczak (FS), T-227/09, (2009/C 193/40). 

74 T-227/09Feng Shen Technology, para. 22.  

75 T-227/09Feng Shen Technology, para. 17.  

76 T-227/09Feng Shen Technology, para. 49.  



 

 
18 

in protecting the contested trade mark in the EU before the other party had filed its appli-

cation for the disputed trade mark.77  

The Court also referred to the Lindt case and held that an overall assessment must be 

made, taking all considerations into account. The Court also noted that the factors set out 

in Lindt only constituted examples of factors and was not an exhaustive list.78  

2.9 Concluding remarks 
Bad faith within the EU does not have, as stated, a comprehensive definition. However, it 

is clear that it involves a dishonest intention of some sort. Furthermore, the degree of 

knowledge, the intent of the accused bad faith filer and the lack of use are the criteria gen-

erally assessed by the courts. It is also clear that these must be evaluated by an overall as-

sessment, looking at the facts objectively.  

Although the problem with bad faith trade mark applications exists in the EU and creates 

much additional work for companies who have encountered the problem, it is not some-

thing a company would be likely to come across. One essential aspect that halts bad faith 

filers is that the EU applies a first to use principle, thereby offering protection to unregis-

tered parties. Furthermore, trade mark holders have a requirement of using their marks 

within a five-year period in order for them not to be declared invalid. In addition, the fact 

that the CTMR offers multi-class registration makes it easier to acquire a broad protection. 

That is, however, not to say that a CTM will enjoy full protection.  

Although the definition of bad faith within the EU is not completely clear, both OHIM 

and the COJ have provided quite extensive guidelines on when a registered trade mark shall 

be deemed to have been filed with bad, or with dishonest, intentions thus leaving compa-

nies with something concrete to rely on. When considering that the EU assessment of es-

tablishing bad faith focuses, to a great extent, on the intention of the applicant, it seems un-

likely that a party could develop a lucrative business activity as in China.  

Furthermore, the procedural process is relatively fast and the requirements of evidence are 

not entirely depending on the party who filed for a cancellation. The result is that compa-

                                                
77 T-227/09Feng Shen Technology, para. 51.  

78 T-227/09Feng Shen Technology, para. 36.  
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nies are more willing to initiate judicial proceedings and to enforce their rights rather than 

making a deal with the bad faith filer.  
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3 The trade mark system in China 

3.1 Introduction 
This chapter introduce the trade mark system in China. The chapter primarily presents the 

application system, which is highly important in understanding why bad faith trade mark 

applications are possible in the first place and demonstrates how the system benefit bad 

faith filers.   

3.2 The Trademark Law of the PRC 
Shortly after the inauguration of the PRC government in 1949, the first national system of 

trade mark registration was implemented in ‘the promulgation of the Provisional Regula-

tions on Trademark Registration’. The system merely protected registered trade marks and 

the exclusive right to use them while unregistered trade marks enjoyed no protection.79 

In 1956, the socialist reform had reached its top and a system where all materials and in-

dustrial products should be administrated in accordance with the national plan was intro-

duced. This national plan also established that both domestic and international trade should 

prevail under the principle of centralism. As a result, a new trademark regulation was 

adopted which established that all goods appropriate for trade mark registration must be 

labelled with a trade mark. All trademarks were to be registered while unregistered trade-

marks were prohibited from being used.80  

After the trade mark development had been halted by the Cultural Revolution in the 1960’s 

and 1970’s, the Chinese trade mark system developed quite rapidly. In 1983, the first intel-

lectual property law of the PRC came into force, namely the Trademark Law of the PRC. 

By this time, China had joined several international conventions and organisations, includ-

ing WIPO and the Paris Convention81, and in 1988 China started using the international 

classification of goods and services. As protection of trade marks constantly developed 

globally, China revised its Trademark Law twice in 1993 and then in 2001. Shortly after the 

last revision, China also adopted ‘The implementation Regulations of the Trademark Law 

                                                
79 Prof GUO Shoukang, Dr. Huang Hui and others, China Trademark Laws & Cases – A summary of the trade-

mark system and comments and analysis of Trademark and Unfair Competition cases in China, EU-China IPR2 2010, p. 
10.  

80 Prof GUO Shoukang, Dr. Huang Hui and others, China Trademark Laws & Cases – A summary of the trade-
mark system and comments and analysis of Trademark and Unfair Competition cases in China, p. 10.  

81 Paris Convention for the protection of industrial property.  
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of the PRC’.82 Succeeding this development, trade mark protection of the PRC reached a 

new level the following years with specific regulation for areas within trade mark law such 

as protection for well-know trade marks, collective- and certification marks and measures 

for the printing and production of marks.83  

3.3 Definition of a trade mark in China 
A trade mark is defined in Article 8 of the Trademark Law where it is stated: 

‘In respect of any visual sign capable of distinguishing the goods or service of one natural person, legal entity 

or any other organisation from that of others, including any word, design, letters of an alphabet, numerals, 

three-dimensional symbol, combinations of colours, and their combination, an application may be filed for 

registration’  

 

Article 9 of the Trademark Law also require that a trade mark seeking registration shall be 

so distinctive as to be distinguishable and shall not infringe upon the prior legitimate rights 

of others. 

 

Hence, there are three criteria stipulated for the granting of a trade mark: 

• The mark must be a sign; 

• The sign must be visual; and  

• The mark must be capable of being distinguished from those of others. 

Furthermore, in order for a trade mark to be registered it must pass the grounds for refusal 

established in Articles 10-13 in the Trademark Law. The most relevant for the purpose of 

this thesis is the ground of refusal established in Article 13: 

‘Where a trademark in respect of which the application for registration is filed for use for identical or simi-

lar goods is a reproduction, imitation or translation of another person's trademark not registered in China 

and likely to cause confusion, it shall be rejected for registration and prohibited from use.’ 

                                                
82 The implementation Regulations of the Trademark Law of the PRC (Promulgated by Decree No.358 of 
the State Council of the People's Republic of China on August 3, 2002 and effective as of September 15, 
2002).  

83 Prof GUO Shoukang, Dr. Huang Hui and others, China Trademark Laws & Cases – A summary of the trade-
mark system and comments and analysis of Trademark and Unfair Competition cases in China, p. 11.  
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However, this provision only provides protection against registration for identical or simi-

lar goods, i.e. registration in the same class. Considering that China applies single class reg-

istration and offers registration in sub-classes, this provision is quite easy to circumvent.84 

Only proprietors of well-known trade marks enjoy cross-class protection meaning that no 

other party shall be allowed to register an identical or similar mark regardless in which class 

registration is sought.85   

3.4 Unregistered trade marks 
Trade marks in China are generally protected through registration. There are two types of 

unregistered trade marks in China – type A is a trade mark not registered whatsoever in 

China; and type B is a trade mark registered in certain classes and sub-classes in China but 

not in the classes concerned in the particular dispute.86 

As will be further explained later on in this thesis87, there are some exceptions to the stand-

ard of non-protection for unregistered trade marks. First of all, well-known trade marks are 

protected even without registration.88 Articles 13 and 31 of the Trademark Law also pro-

vide protection to unregistered trade marks with a certain reputation from being preemp-

tively registered.89 Furthermore, Article 15 of the Trademark Law stipulates that the owner 

of an unregistered trade mark may prevent its agent or representative from unauthorized 

usage or registration of its trade mark.  

3.5 Well-known trade marks  
As stated, China does have an obligation to protect well-known trade marks even if they 

have not been previously registered since this is a requirement in the Paris Convention 

which China is obliged to follow.90 This obligation has been implemented into Articles 13-

                                                
84 See further in Chapter 3.6.3.  

85 See further in Chapter 3.5.  

86 Kangxin Partners, Two types of trademark – Comparing the two types of unregistered trademark in China and the diffe-
rent remedies they provide, World Trademark Review December January 2011, pp. 74-75.  

87 See Chapter 3.5 and 4.  

88 See Chapter 3.6.  

89 See Chapter 4.2. and 4.3.  

90 See Article 6bis of the Paris Convention. 
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14 of the Trademark Law. The burden of proof is placed upon the applicant who must 

prove that the trade mark is well-known by showing91: 

• reputation of the mark to the relevant public; 

• time for continued use of the mark;  

• consecutive time, extent and geographical area of advertisement of the mark;  

• records of protection of the mark as a well-known mark; and  

• any other factors relevant to the reputation of the mark. 

Furthermore, any records of the trade mark being protected as a well-known elsewhere, 

sales volume, profits and taxes, market share, the geographical range of sales of the prod-

ucts bearing the mark, market survey reports, market value reports issued by professional 

assessment agencies and documentation provided by industry associations, will be consid-

ered in the assessment. Still, the possibilities to show sufficient evidence of well-known 

marks in China are very scarce.92 For instance, in Min Shen Zi, the Court held that the Chi-

nese characters for ‘VIAGRA’ did not constitute an infringement since it had not previous-

ly been used within the territory of China.93 One of the main difficulties for earlier proprie-

tors is to provide evidence of sufficient recognition of fame within China as most foreign 

trade marks are not considered famous for linguistic reasons. It shall be noted that this cri-

terion is China’s own interpretation of a well-known trade mark and is not a stipulated re-

quirement in the Paris Convention.94  

3.6 The Application 

3.6.1 Registering a trade mark in China 

As stated above, a trade mark may be registered if it complies with the requirements set up 

in Article 8 of the Trademark Law. Before applying for registration of a mark, it is recom-

mended that the applicant conduct a research at the Trademark Office in order to ascertain 

                                                
91 Article 13 of the Trademark Law.  

92 Provisions for the Establishment and Protection of Well-Known Trademarks (Draft issued by the State 
Administration for Industry and Commcerce on 17 April 2003).  

93 (2009) Min Shen Zi No. 312.  

94 Lin, Maria C.H., China after WTO: What You Need to Know, Practicing Law Institute, 2001, p. 187.  
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whether any similar or identical signs have been registered or applied for.95 The applicant is 

obliged to complete all official forms and documents necessary.  

Upon submission to the Trademark Office for examination, the examiner will decide 

whether the registrations shall be granted or rejected. If the applicant meets the require-

ments of the Trademark Law and other rules96 stipulated by the Trademark Office after a 

preliminary examination, it will be published in ‘the Trademark Gazette’ where other par-

ties are provided with a chance to file an opposition. The opposition period is 3 months.97 

If no opposition is filed within this period, the trade mark registration will be granted.98 

Where the application or opposition is rejected, the applicants can appeal to the Trademark 

Review and Adjudication Board (TRAB) within 15 days after receiving the notice.99 If any 

party are dissatisfied with the decision of TRAB, the applicant may, within 30 days, file an 

administrative appeal to the People’s Court.100 

Although it is not mandatory to register a trade mark in most cases101, history shows102 that 

it is strongly advisable to do so. The costs are still fairly low, especially when considering 

the possible consequences that can rise if a company neglects the possibility to register. 

Any natural person, legal person or any group of persons, are allowed to register a trade 

mark at the Trademark Office. Foreigners103 are however not allowed to register a trade 

mark but are obliged to use a qualified trade mark agency recognised by the State.104 The 

                                                
95 This is particularly recommended in order to avoid an application for a trade mark to be cancelled due to 

prior rights since TRAB does not await the decision in the opposition procedure. See INTA Bullentin, How 
to challenge a refusal decision before the appeal boards in China and Japan – a comparative study, Vol. 65, No 19, No-
vember 1 2010 and Li Robert, Trademark right enforcement in China? Comparing with US trademark right enforce-
ment, Unitalen Law Office 2011, p. 4. 

96 Other rules refer to formal requirements such as completing all official documents and filling them in cor-
rectly. 

97 Article 30 of the Trademark Law. 

98 Article 27 of the Trademark Law. 

99 Article 32 of the Trademark Law.  

100 Article 33 of the Trademark Law.  

101 Article 6 of the Trademark Law demands registration for certain goods.  

102 There are a substantial amount of cases demonstrating the importance of registering a trade mark in Chi-
na, see Chapter 4.5.  

103 A foreigner is, according to Article 7 of the Implementing Regulations of the Trademark Law of the PRC, 
‘any foreign person who or any foreign enterprise which does not have its habitual residence or place of business in China.’  

104 Article 4,5 and 18 of the Trademark Law.  
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registration is valid for 10 years and can be renewed if desired. If so, the renewal must be 

filed within 6 months before the expiry.105  

3.6.2 The first to file system 

As opposed to the common western principle of a ‘first-to-use’ system, China applies a 

‘first-to-file’ system. In Article 29 of the Trademark law it is stated that where two or more 

persons apply for registration of identical or similar trade marks for the same or similar 

goods, the earlier application will be preliminarily examined/approved and published. If the 

two applications are filed on the same day, the one with a prior use history will prevail. Ac-

cordingly, a European company with a recognised trade mark can be infringing a Chinese 

right if the earlier proprietor has not registered its trade mark in China. Such a system is 

very unfamiliar to most foreign companies and is one of the reasons that many suffer great 

problems in China.106  

Adding to the complexity, it can take as much as 2 to 3 years before a trade mark is finally 

registered.107 During this time, the trade mark will be a pending trade mark.108 A pending 

trade mark is not protected under the Trademark Law and parties involved in bad faith fil-

ing often seize the opportunity to take advantage of this time lag.109  

It is highly recommended that the applicant register their trade marks in Chinese.110 In or-

der for a western brand to be successful and to limit the possibilities for bad faith filers to 

exploit foreign trade marks, it has to entail three marks - the original; the sound-alike name; 

and a mandarin definition of the meaning behind the trade mark.111 It has been reported 

                                                
105 Article 37 and 38 of the Trademark Law.  

106 See for an example China’s twist on trademarks: Three marks for every brand, Special Report: Trademarks in Chi-
na, Thomson Reuters 2011, p. 7. 

107 Article 35 of the Trademark Law stipulates that ”Any application for trademark registration and trademark reex-
amination shall be examined in due course”. 

108 Article 51 of the Trademark Law regulates the time for when a trade mark shall be deemed to be pro-
tected: ”The exclusive right to use a registered trademark is limited to the trademark which has been approved for registration 
and to the goods in respect of which the use of the trademark has been approved.” 

109 China’s twist on trade marks: Three marks for every brand, p. 7. 

110 China’s twist on trade marks: Three marks for every brand, p. 6. 

111 China’s twist on trade marks: Three marks for every brand, p. 6. 
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that bad faith filers take advantage of the linguistic complications and infringe foreign trade 

marks by manipulating the form, sound or meaning of the marks.112 

3.6.3 Single class system 

Another aspect that contributes to the difficulties in protecting a trade mark against bad 

faith application is the fact that China applies a single class system when registering a trade 

mark.113 Most jurisdictions require that a trade mark must be filed in different classes de-

pending on what type of goods or services that the trade mark is used in connection 

with.114 China uses the International classification system (The Nice Classification) in which 

registration may be sought in 45 different classes.115 A trade mark may only be registered in 

one class at a time.  

If a party intends to register its trade mark in more than one class, he must file several ap-

plications in order to enjoy protection.116 Thus, no multi-class applications are permitted 

under the Trademark Law.117 Since a trade mark must be renewed after 10 years, extensive 

paperwork is required as companies must register in several different classes in order to en-

joy a broad protection. In addition, there are several sub-classes available in each of these 

45 classes. Registration in one sub-class does not protect a trade mark in other sub-classes 

within the same class.118 If a company only register in certain classes, bad faith filers are 

likely to apply for the categories left open.119  

                                                
112 China’s twist on trade marks: Three marks for every brand, p. 6. 

113 Article 20 of the Trademark Law: ‘Where a trade mark registrant intends to use the trade mark in different classes, an 
application shall be filed for each class based on the presribed schedule of classes of goods.’ 

114 Most countries apply the Nice Classification system, including China and the EU. Each of the countries 
parties to the Nice Agreement are obliged to apply the Nice Classification in connection with the registra-
tion of marks, either as the principal classification or as a subsidiary classification. See WIPO, Nice classifica-
tion – preface, < http://www.wipo.int/classifications/nivilo/nice/index.htm?lang=EN>, accessed on 2012-
03-16.  

115 See Chapter 3.6.3. 

116 WIPO, Nice classification – preface.     

117 Article 20 of the Trademark Law, See further in Chapter 3.6.3. 

118 Article 20 of the Trademark Law.  

119 Translating a western trade mark to Chinese can, however, include some difficulties. An example of this 
was given in the establishment on the Chinese market of the fast food company, KFC. When translating its 
famous slogan ‘finger lickin’ good’, the literal Chinese translation was ‘eat your fingers off’. See China’s twist 
on trade marks: Three marks for every brand, p. 7.  
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The single class system has resulted in a heavy workload for the examiners as well as a lim-

ited protection for trade mark owners. In the EU, the option of multi-class applications is 

available meaning that a single application can cover several classes of goods and ser-

vices.120 Such a system eases the burden on the administrative authorities and makes it 

more manageable for enterprises to enjoy a broad protection.  

After a trade mark has been registered, the owner is entitled to all protection offered, in-

cluding the use of the trade mark, usage in business ventures and to prohibit others from 

using identical or similar trade marks.121  

3.6.4 Necessity to use  

One reason to the problem of bad faith trade mark applications is the absence of rules re-

lating to intended use. Currently, there is no obligation to have a real intent to use a trade 

mark. This allows bad faith filers to apply for dozens of trade marks.122 However, in order 

for a natural person to have the authority to apply for a trade mark he must be the principal 

of an industrial household, a partner of a partnership, the contractor of a rural production 

project or be in any other position that puts him or her in the capacity to engage in produc-

tive activities. Furthermore, the applier must have a business licence for the products 

sought.123As previously explained, legal persons may also register a trade mark.124  

Although there is no requirement for intent to use, the trade mark owner is obliged to 

make open, genuine and legitimate commercial use of its registered trade mark within a pe-

riod of three years.125 In this assessment, it is fundamental of being able to associate the 

origin of goods and services with the registered trade mark.126 Although the Trademark Of-

fice is obliged to cancel trade marks for non-use according to Article 44.4. of the Trade-

                                                
120 Article 28 of the CTMR by reference to the Implementing Regulations.  

121 Article 7 of the Trademark Law  

122 Prof GUO Shoukang, Dr. Huang Hui and others, China Trademark Laws & Cases – A summary of the trade 
mark system and comments and analysis of Trade mark and Unfair Competition cases in China, p. 13.  

123 The Trademark Office, 2007 Guidelines for Natural Persons Applying for Trademark Registration, 2007.  

124 See Chapter 3.6.1.  

125 (2009) Yi Zhong Xing Chu Zi No. 936.  

126 (2004) Gao Xing Zhong Zi No. 463.  
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mark Law, non-used trade marks are not automatically declared invalid.127 Such trade marks 

will, at least in most cases, only be cancelled as a result of an opposition filed by another 

party.128 However, if a party files an opposition on this ground the registrant is provided 

with a two-month period to submit evidence that says differently. The opposing party is 

not entitled to see or to take part of the submitted evidence. As a result, oppositions are of-

ten rejected due to fabricated evidence compiled by the registrant.129  

                                                
127 This is, at least, the experience of the Husqvarna employee; see Interview with Ms. Lena Kåhre, Trade-
mark Administrator at Husqvarna AB, completed in Huskvarna, Sweden in 2012-04-18.  

128 In the United States, for an example, trade mark owners must submit declaration of use every fifth year in 
order for the trade mark not to be cancelled, see Trademark Act of 1946, 60 Stat. 427, as amended, codified 
in 15 U.S.C, Section 8 (15 U.S.C. §1058) 

129 This problem was highlighted in another EU report, see European Union Chamber of Commerce in Chi-
na, European Business in China Position Paper 2011/2012, pp. 41-42. 
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4 Bad faith trade mark applications in China 

4.1 Introduction 
It has been reported that up to 12 per cent of all trade mark applications in China are filed 

in bad faith.130 As owner of the earlier proprietor’s trade mark, the bad faith filer is entitled 

to several tools in preventing the usage of the other party’s products on the Chinese mar-

ket. The bad faith filer may stop the earlier proprietor from selling products in China131 as 

well as stopping the manufacturing of products in China for export.132 As a consequence, 

the bad faith filer can cause severe injuries if the legitimate trade mark owner does not re-

buy his trade mark or files an application for an opposition or adjudication of cancellation 

against the trade mark filed in bad faith. This chapter analyzes the Chinese laws applicable 

in relation to bad faith trade mark applications. Although the chapter focuses on the 

Trademark Law and its provision in relation to bad faith trade mark applications, the Un-

fair competition Act will also be briefly explained.  

4.2 Legal framework 

4.2.1 Under the Trademark Law 

There is no particular provision stipulated in the Trademark Law, expressly aimed at pre-

venting bad faith trade mark applications. There are, however, several articles closely relat-

ed to the problem and has been used by the opposing party when combating a bad faith 

trade mark application. The most central provision in this respect is Article 31 which seeks 

to protect parties with prior rights.  

‘An application for the registration of a trade mark shall not create any prejudice to the prior right of an-

other person, nor unfair means be used to pre-emptively register the trade mark of some reputation another 

person has used.’  

The provision establishes that trade mark registrations shall not be approved if the trade 

mark is obtained by ‘unfair means’. The provision does not define what type of means 

should be considered to be unfair. Nor does the Article define what constitute ‘a prior 

right’ or what should be considered to have acquired ‘some reputation’. However, the SPC 

                                                
130 ChinaWhys, Trademark Protection Service, <http://www.chinawhys.com/services_6.htm>, accessed on 2012-

04-24.  

131 Article 41 of the Trademark Law 

132 Article 41 of the Trademark Law.  
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has provided some guidelines133 in order to give clarity to these concepts which is further 

explained later on in this thesis.134  

As previously explained, a party may file an opposition to the Trademark Office within the 

stipulated time period of 3 months. Should this time period be due, a party is provided with 

another cancellation procedure. Article 41.2. of the Trademark Law regulates the opposing 

party’s possibilities to revoke a bad faith registration: 

 

‘Where a registered trademark stands in violation of the provisions of Articles 13, 15, 16 and 31 of this 

Law, any other trademark owner concerned or interested party may, within five years from the date of the 

registration of the trademark, file a request with the Trademark Review and Adjudication Board for adju-

dication to cancel the registered trademark. Where a well-known mark is registered in bad faith, the genu-

ine owner thereof shall not be restricted by the five-year limitation.’ 

 

The provision stipulates a five-year time limit for a request of a cancellation from the own-

er or the ‘interested persons’ of the trade mark. There is no definition on who shall be con-

sidered to be an interested person. It should also be noted that only holders of well-known 

trade marks are excluded from the time limit where the trade mark was registered in bad 

faith.   

4.2.2 Under the Unfair Competition Act 

An alternative ground for attacking a trade mark filed in bad faith is offered in the Law of 

the People’s Republic of China against Unfair Competition135 (Unfair Competition Act).136 

Article 5.2.  states that “a business operator shall not harm his competitors in market transactions by 

resorting to any of the following unfair means:…(2) using for a commodity without authorization a unique 

name, package, or decoration of another’s famous commodity, or using a name, package or decoration simi-

lar to that of another’s famous commodity, thereby confusing the commodity with that famous commodity 

and misleading the consumers to take former for the latter”.  
                                                
133 China Supreme People’s Court, The SPC’s Opinion about certain issues relating to the hearing of adminitrative cases 

about trade mark grant or validation (Mainland China), 2010. 

134 See Chapter 4.3.  

135 Law of the People’s Republic of China against Unfair Competition, adopted at December 1 1993.  

136 In addition to relying on Article 5.2. of the Unfair Competition Act, some parties have used Article 5.3. 
which states that ’a business operator shall not harm his competitors in market transactions by resorting to any of the 
following unfair means: (3) using without authorization the name of another enterprise or person, thereby misleading the con-
sumers to take their commodities for those of the said enterprise or person’.  
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The key in having a successful claim under this Article is proving a ’famous commodity’.137 

The assessment is similar to the determination of a well-known trade mark. However, 

when relying on unfair competition, an additional criterion of competition must be met, i.e. 

there must be some form of competition between the accused bad faith filer and the accus-

ing party. This is determined by looking at similarities in the products sold and whether 

these are sold within the same, or at least similar, industries.138 

Although relying on the Unfair Competition Act is possible, the bar is set higher and par-

ties have previously relied on the Trademark Law rather than unfair competition.139 The 

reader shall however bear in mind that it is highly unclear to what extent a party may rely 

on unfair competition in a case of a bad faith trade mark application. The only reason for 

parties to sue on the ground of unfair competition is that the earlier proprietor will be able 

to make a civil suit, thereby having the right to claim damages.140 The SPC have, however, 

declared that a party may make a civil suit where the use of another party’s trade name in 

bad faith is extremely likely to cause misidentification to the relevant public and is the only 

available way to stop such effects.141  

4.3 Enforcement of prior rights  

4.3.1 Administrative enforcement 

When having had a trade mark registration rejected due to the presence of an identical 

mark filed in bad faith, two parallel procedures must be launched. The legitimate applicant 

must launch a review of the rejection and an opposition against the bad faith trade mark 

application. This procedural process has received criticism due to its ineffectiveness. The 

criticism is not without a legitimate cause, considering that a process often takes as long as 

                                                
137 Kangxin Partners, Two types of trademark – Comparing the two types of unregistered trademark in China and the diffe-

rent remedies they provide, p. 75.  

138 Kangxin Partners, Two types of trademark – Comparing the two types of unregistered trademark in China and the diffe-
rent remedies they provide, pp. 74-75. 

139 It shall be noted that the author have not been able to locate any cases where a trade mark owner has 
made a suit on the ground of unfair competition in a case of a bad faith trade mark application. Rather, the 
alternative have been presented in several articles in China. See for instance Zhang Guangliang, Curbin 
Preemptive Registrations of Marks under unfair competition Law, China Patent & Trademarks NO. 4 2008, pp. 57-
62 and Kangxin Partners, Two types of trademark – Comparing the two types of unregistered trademark in China and the 
different remedies they provide, World Trademark Review December January 2011, pp. 74-75. 

140 See further in Chapter 4.3.2.  

141 (2008) Min Shen Zi No. 982.  
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5 years.142 Naturally, a party may also file an opposition without simultaneously applying for 

a trade mark registration.  

In order for the rejected application not to be cancelled, a review of the rejection must be 

initiated. In Article 32 of the Trademark Law it is stated:  

‘Where the application for registration of a trademark is refused and no publication of the trademark is 

made, the Trademark Office shall notify the applicant of the same in writing. Where the applicant is dissat-

isfied, he may, within fifteen days from receipt of the notice, file an application with the Trademark Review 

and Adjudication Board for a review. The Trademark Review and Adjudication Board shall make a deci-

sion and notify the applicant in writing. Any interested party who is not satisfied with the decision made by 

the Trademark Review and Adjudication Board may, within thirty days from receipt of the notice, institute 

legal proceedings in the People's Court’. 

This procedure is completely dependent on the opposition procedure since this is often the 

only way to eliminate the reason for the rejection, i.e. the illegitimate registration filed in 

bad faith. Hence, in order for the earlier proprietor of the trade mark to have a successful 

claim, it is necessary that the opposed decision is declared before TRAB makes its decision 

on the applied review. However, reports show that TRAB’s decisions are often declared 

before the opposition procedures are completed. The applicant’s request for a review is 

therefore often pointless.  As a result, the applicant has no other choice but to appeal be-

fore the Court in order for the case not to be cancelled. This is both costly for the appli-

cant and creates a heavy workload for the administrative authorities.143   

4.3.2 Civil and criminal remedies  

In the event that a party has been able to gather enough evidence or if the case is unlikely 

to be successful in the administrative procedures, a party may normally make a civil suit in 

the People’s Court. However, in the case of bad faith applications, the courts will not ac-

cept such an action. As a consequence, even in cases where the opposing party is successful 

in the administrative procedures, he will be unable to obtain full compensation due to the 

lack of civil enforcement. This has been pointed out as one of the major problems with 

bad faith trade mark applications in China since it results in enterprises making a deal with 

                                                
142 Tillväxtverket, Försvagat immaterailrättsskydd i de globala värdekedjorna – En global utblick från USA, Japan, Kina 

och Indien, Working Paper 2011:26, p. 17.  

143 European Union Chamber of Commerce in China: European Business in China Position Paper 2010/2011, p. 76-77. 
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the bad faith filer, thereby keeping their activities lucrative.144 Nor can the bad faith filer be 

faced with any criminal charges. The Trademark Law establish that a party may only be 

charged with criminal proceedings where the case is so serious as to constitute a crime, e.g. 

counterfeit or if a party makes, without authorisation, representations of a registered trade 

mark of another person.145  

If a party were to rely on unfair competition, however, several legal scholars contend that a 

party should be able to claim damages by applying Article 20 of the Unfair Competition 

Act.146 Here it is stated: 

‘A business operator who violates the provisions of this Law and thus causes damages to the infringed busi-

ness operators, shall bear the liability of compensation for the damage. If the losses of the infringed business 

operator are difficult to estimate, the damages shall be the profit derived from the infringement. And the in-

fringer shall also bear the reasonable expense paid by the infringed business operator for investigating the in-

fringer’s unfair competition acts violating lawful rights and interests. A business operator whose lawful 

rights and interest are infringed upon by unfair competition acts may bring a suit in a people’s court. 

As have already been stated, it is unclear to what extent a party may rely on the Unfair 

Competition Act in the case of a bad faith trade mark application.  

4.4 Assessment of preemptive registration 

4.4.1 Using unfair means 

Article 31 requires the courts to cancel a registration if the trade mark was obtained by un-

fair means. According to the SPC, the subparagraphs147 of Article 41 shall be used in this 

determination when the case merely involves the undermining of specific civil rights, e.g. in 

a case of a bad faith trade mark application. In all other cases, the courts shall consider if 

                                                
144 European Union Chamber of Commerce in China, European Business in China Position Paper 2010/2011, p. 

76-77. 

145 Article 59 of the Trademark Law.  

146 See Zhang Guangliang, Curbin Preemptive Registrations of Marks under unfair competition Law, China Patent & 
Trademarks NO. 4 2008, pp. 57-62.  

147 More specifically, the SPC are referring to if a trademark was acquired by fraud or any other unfair means 
or stands in violation with articles 10, 11, 12, 13, 15, 16 or 31 of the Trademark Law.  
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the applicant has undermined public interests or if the trade mark was registered by other 

unjustified means.148  

In the application of Article 31 and the subparagraph of Article 41.2, SPC declares that if 

the applicant was clearly aware, or should have been aware, that such a trade mark has been 

used by another person and has created certain influences149, it has been registered by un-

fair means.150 For instance, if the illegitimate owner is registered within the same industry as 

the opposing party, it will indicate that the illegitimate owner was aware of its existence.151  

Other factors to consider, according to the SPC, are if the disputing parties have had some 

form of cooperation and whether they are active in the same region.152 Given the reported 

problem by bad faith filers actively searching for foreign trade marks, this criterion pro-

vides little comfort as the two parties are often completely separated and, in many cases, do 

not have any previous cooperation. 

4.4.2 Certain reputation 

Article 31 of the Trademark Law establishes that an application shall not be made with the 

intent to register a trade mark which is used by another person and enjoys ‘certain reputa-

tion’. TRAB considers the following factors in this determination:153  

• The degree of knowledge of the relative public of a trade mark 

• The duration of use of the trade mark and its geographical scope 

• The duration, mode, extent and geographical scope concerning any advertisement 

of the mark 

• Other material proving that the trade mark has certain influence 

The evidence will be based on data attributable to the date before the application was 

filed.154 In Gao Xing Zhong Zi155 the Court stated that a certain reputation normally refers to 

                                                
148 SPC, The SPC’s Opinion about certain issues relating to the hearing of administrative cases about trade mark grant or vali-

dation (Mainland China), section XIX. 

149 See Chapter 3.4.5.  

150 China Supreme People’s Court, The SPC’s Opinion about certain issues relating to the hearing of administrative cases 
about trade mark grant or validation (Mainland China),, XVIII. 

151 (2007) Gao Xing Zhong Zi No. 16.  

152 (2007) Gao Xing Zhong Zi No. 592.  

153 Xiang Gao, Trade mark Cancellations and Oppositions in China, Peksung Intellectual Property Ltd, pp. 5-7 
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Mainland China when applying the provision where the plaintiff had used its trade mark in 

Hong Kong. Still, the Court held that the trade mark had been acquired in bad faith and 

should be revoked under Article 31.156 Hence, the rule that having a certain reputation only 

refers to Mainland China seems to be somewhat flexible. In this respect, SPC has stated 

that if the opposing party can provide evidence of earlier continuously use under a period 

of time in certain regions and with certain sales volume, advertisements or promotions, 

they do have certain reputation.157 Some claim that the assessment should be done in a sim-

ilar manner as establishing a well-known trade mark. If so, the burden of proof should 

however be set much lower than required for establishing the existence of a well-known 

trade mark.158 

Showing a certain reputation is not easy in a country with such a diversity and size as Chi-

na. The wine industry has in particular suffered from trade marks filed in bad faith.159 Es-

tablishing a certain reputation within the wine industry is extremely difficult since the aver-

age consumer is rarely familiar with foreign wines. Rather, such products are intended for a 

small group of wine enthusiasts and these do not make up to a relevant part of the public. 

Hence, in many industries this criterion is very difficult to fulfil.160   

4.4.3 Prior Rights 

In Article 31 of the Trademark Law it is stated that an application for registration of a trade 

mark shall not infringe upon the existing ‘prior rights’ of another person. In this assess-

ment the authorities considers the following factors:  

• the date of use in China and whether this was prior to the application date of the 

challenged mark. 

                                                                                                                                          
154Xiang Gao, Trade mark Cancellations and Oppositions in China, p. 5.  

155 (2007) Gao Xing Zhong Zi No. 16.   

156 (2007) Gao Xing Zhong Zi No. 16.   

157 SPC, The SPC’s Opinion about certain issues relating to the hearing of adminitrative cases about trade mark grant or vali-
dation (Mainland China), section XVII. 

158 Liao Fei (King and Wood), Yearbook 2011/2012 – A global guide for practitioners, World Trademark Review 
2011, p. 59.   

159 Ranjard Paul, Trade Mark Quality – A few suggestions from the EU industry, European Chamber 2010, p. 6.  

160 Jean Baptiste Thial de Bordenave, China: A Hanging Threat over your Trade marks, IP-talk 2011, < 
http://www.ip-talk.eu/index.php?option=com_content&view=article&id=560:china-a-hanging-threat-
over-your-trademarks&catid=40:lexwine&Itemid=67>, accessed on 2012-03-12.  
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• the possibility of causing confusion between the two marks among the relevant 

public which might harm the owner of the prior right in the sense that the public 

might believe that the goods and services originates from the same undertaking or 

has a certain connection.161   

When doing this assessment, the courts will generally treat the application date of the trade 

mark at issue as the basis. If the prior right did not exist at the time of registration it will 

not be treated as an infringement.162 Rights in these circumstances refer to rights acquired 

by another party such as the rights to one’s name, portrait, company name, industrial de-

sign and copyright.163 In the absence of specific requirements, the courts are required to 

protect prior rights in accordance with general principles of the civil law and other laws.164 

Indeed, the protection of prior rights under general principles of civil law and legal princi-

ples as stipulated by the SPC provide quite a vague ground of protection and leaves room 

for interpretation.  

4.5 Case Study – Husqvarna AB 
This section is intended to provide an in-depth study on the situation that occurred for the 

Swedish company Husqvarna AB (Husqvarna), a global leader in outdoor power products. 

The facts presented below have been gathered through an interview with Ms. Lena Kåhre 

(hereinafter the employee), trade mark administrator at Husqvarna.165  

In 2005, Husqvarna became aware, through a monitoring watch service, of three different 

trade mark registrations which were all identical to marks used an owned by Husqvarna. In-

itially, Husqvarna sent a warning letter, trying to persuade the filer to revoke his registra-

tions. Husqvarna did, however, not receive any response and filed an opposition against 

the trade mark registrations in 2007 accordingly.166 However, the filer had registered the 

                                                
161 Xiang Gao, Trademark Cancellations and Oppositions in China, p. 5.  

162 SPC, The SPC’s Opinion about certain issues relating to the hearing of adminitrative cases about trade mark grant or vali-
dation (Mainland China). section XVII. 

163 Xiang Gao, Trademark Cancellations and Oppositions in China, p. 6.  

164 SPC, The SPC’s Opinion about certain issues relating to the hearing of adminitrative cases about trade mark grant or vali-
dation (Mainland China). section XIX. 

165 Interview with Ms. Lena Kåhre, Trademark Administrator at Husqvarna AB, completed in Huskvarna, 
Sweden in 2012-04-18. 

166 The opposition could not be filed until to 2007 since the registration must first be published by the 
Trademark Office which often takes as long as 3 years.  This required additional fees for monitoring the pub-
lications.  
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trade marks in different classes from those of Husqvarna’s. As a result, the Trademark Of-

fice did initially not grant their oppositions. To Husqvarna, it was obvious that the trade 

marks had been filed in bad faith since the applicant had registered around 150 trade marks 

in China within a wide range of industries. Furthermore, the applicant did not seem to be 

involved in any legitimate business activities.  

Since Husqvarna were not alone in their situation, they joined a coalition with other com-

panies within the same industry who had encountered similar problems with the same ap-

plicant, with the intent to persuade the authorities to cancel all of these trade marks. How-

ever, the action primarily had the objective of being a formal protest rather than having ex-

pectations of attaining any real results.  Husqvarna then initiated a process of collecting ev-

idence, trying to demonstrate their fame and the fact that the applicant had obviously filed 

the trade marks in bad faith. This process lasted from 2007 to 2009 and required an enor-

mous amount of resources. The evidence included compiling catalogues, demonstrating 

how their trade marks had been used and by collecting advertisements from several years 

back. The submitted evidence included certifications of approval, business license, import 

license application letters, sales contracts and delivery notes, invoices, marketing material 

and lists of registrations. Eventually, Husqvarna had gathered evidence from all over Asia 

and had a whole  box with material. This process was both time-consuming and very cost-

ly. Apart from using the resources in Sweden, they had to hire lawyers in China who spent 

many hours on the case.  

In 2011, Husqvarna received the decision from the Trademark Office. In two of the three 

cases, the Trademark Office found that the opposed trade mark was identical with their 

trade mark. They also noted that the applicant had filed several trade marks that were iden-

tical with prior trade marks and the applicant had not been able to provide any reasonable 

explanation for filing the trade marks. Consequently, Husqvarna was able to cancel two of 

the three trade marks registered in bad faith. Furthermore, the Trademark Office declared 

that a registration of the said trade marks would create market chaos and cause negative so-

cial influences. In Husqvarna’s third opposition, their trade mark did not have enough 

fame on the relevant part of the public and their opposition was rejected accordingly.  

Although Husqvarna was partly successful, it was a very time consuming and costly win. 

They did not receive any monetary compensation. However, the employee at Husqvarna 

says that this is what it takes in order to be successful in these types of cases. They would 
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not have been able to initiate an opposition without having quite large amounts of re-

sources. Since these cases took place, Husqvarna have applied for an international registra-

tion (via the Madrid Protocol167), thereby enjoying a much broader protection. However, 

this is rather costly and the employee says that a trade mark proprietor must make a con-

sideration between the risks of having its trade mark pirated and to register on a large scale.  

Husqvarna work quite closely with OHIM. They report that the cooperation and dialogue 

with OHIM is far more accessible compared to the authorities in China. Furthermore, 

Husqvarna have never encountered the problem with bad faith trade mark applications in 

Europe or the United States. The Husqvarna employee believes that OHIM would never 

allow a bad faith registration to pass registration where a company already has an establish 

trade mark within their territory. If someone were to file a trade mark which was identical, 

or very similar, to one of theirs, they would immediately receive a notice from OHIM.168 

Husqvarna received no note from the Trademark Office.   

The employee believes that the bad faith filers are changing tactics and are aiming for 

smaller companies who lack the resources necessary. A company of Husqvarna’s size will 

not give up their trade mark without a fight. 

4.6 Additional case studies 

4.6.1 Introduction  

In order to demonstrate how bad faith filers operate and use various methods, several cases 

are examined under this section. Some cases involve European companies who were de-

nied a registration of their trade marks. As a result, they sought review of their decision and 

opposed the registered trade mark on the ground that the trade marks had been filed in bad 

faith. One case demonstrates how a European company was deprived of its trade mark 

without being able to take any judicial actions.  

4.6.2 FRAPAP 

A case that demonstrates the importance of registering a trade mark in both Chinese and 

Western characters involve the French brand of artist paper, FRAPAP. FRAPAP had regis-

                                                
167 Madrid Agreement concerning the International Registration of Marks, Madrid of April 14, 1891.  
 
168 OHIM is obligated to send a notice to earlier proprietors cited in their search report, see OHIM, Guidelines 
concerning proceedings before the office for harmonization in the internal market (trade marks and design) - Part B, p. 22.  
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tered its trade mark in China but had neglected to register its Chinese transliteration. Once 

FRAPAP realised the importance of applying for its trade mark in Chinese, another party 

had already filed an application for the same characters and products. Since Chinese char-

acters can often be pronounced in a similar manner but hold different meanings, they 

could not rely on its earlier registered trade mark in roman letters.169  

FRAPAP was a well-established brand in France. However, its reputation in China was lim-

ited and they could not rely on having a well-known trade mark in China. FRAPAP still de-

cided to file an opposition and started conducting its own investigation of the Chinese 

company. The investigation revealed that the Chinese company was active in the electronic 

industry and was registered in Shenzhen. FRAPAP also learnt that the Chinese company’s 

registered address was the same as FRAPAP’s main competitor. Furthermore, both these 

companies had the same General Manager.170 

As a result of FRAPAP’s prudent investigation, the Court revoked the Chinese company’s 

trade mark registration as it had been filed with the purpose of blocking another party’s 

business. However, the outcome would most likely have been different if FRAPAP had not 

carried out a diligent investigation.171  

4.6.3 MUJI  

Another case that involves a bad faith trade mark application concerns the Japanese com-

pany, Ryohin Kikaku, famous for its trade mark ‘MUJI’. Ryohin Kikaku had registered 

MUJI in Hong Kong but not in mainland China. After some years, Ryohin Kikaku learnt 

that another company had registered the very same trade mark in China. Ryohin Kikaku 

filed an opposition and was eventually successful in the SPC. SPC declared that the op-

posed party had preemptively registered its trade mark of another party who had acquired 

some reputation. Accordingly, the bad faith trade mark application was revoked under Ar-

ticle 31 of the Trademark Law.172 

                                                
169 China IPR SME Helpdesk, Trade mark Case Study 7 – A bad faith trade mark application, 2011, pp. 1-2. 

170 China IPR SME Helpdesk, Trade mark Case Study 7 – A bad faith trade mark application, pp. 1-2. 

171 China IPR SME Helpdesk, Trade mark Case Study 7 – A bad faith trade mark application, pp. 1-2. 

172 Debund Law Office, Several Lawyers in Debund join Speciality Research, 
<http://www.debund.com/info/37fbc1d68abb4785837500e5ca7d6de5;jsessionid=4A8254C6D34B473E2
2121F40CF67D8B7> accessed on 2012-04-01.  
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Although Ryohin Kikaku was eventually successful in their claim, their failure to register in 

time in China was costly. The process took 7 years and required an immense amount of 

time and unnecessary costs.173  

4.6.4 MusicNow 

A typical example of how bad faith filers operate is the situation that occurred for the 

Netherlands-based SME called MusicNow. In 2002, MusicNow started producing speakers 

in China with the intent of exporting them for sale in Europe. Since MusicNow was merely 

producing its goods in China and selling in Europe, they did not register their trade mark. 

After a couple of years, MusicNow decided to relocate its production to another China-

based supplier. Once the new shipment of products reached the port, the products were 

seized by the Chinese boarder control and were held by the General Administration for 

Customs.174  

Puzzled by the seizure, MusicNow conducted a research and eventually discovered that an-

other Chinese supplier hade filed a registration of the same trade mark. The Chinese sup-

plier was thereby legally entitled to prevent MusicNow from producing labelled speakers 

bearing ‘their’ trade mark in China.175  

Eventually, the Chinese supplier contacted MusicNow and offered to sell back the trade 

mark for the amount of 4 million Euros. As MusicNow was a small company, they were 

unable to buy back its trade mark. Nor were they able to oppose the trade mark filed in bad 

faith since the time limit of 5 years for cancellation had expired. As a consequence, Mu-

sicNow had to reproduce its speakers without a labelled trade mark. The labelling had to be 

done in Europe after exportation.  MusicNow lost millions of Euros following from the 

seizure and the loss of sales.176 This situation is another example of how foreign companies 

can be attacked without even having the intent of selling its products in China.  

4.7 Concluding remarks 
As in the EU, there is no clear definition in China on what constitutes a bad faith trade 

mark application. However, it is clear that the prohibition to preemptively register trade 

                                                
173 Yusarn Audrey, Igniting Possibilities: a guide to Strategic IP Management, Yusarn Audrey, Singapore 2011, p. 6.  

174 China IPR SME Helpdesk, Helpdesk update, Issue 6 – Focus on Trademarks, p. 2. 

175 China IPR SME Helpdesk, Helpdesk update, Issue 6 – Focus on Trademarks, p. 2. 

176 China IPR SME Helpdesk, Helpdesk update, Issue 6 – Focus on Trademarks, p. 2. 
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marks stipulated in Article 31 of the Trademark Law aim at preventing bad faith trade mark 

applications. As demonstrated, the accusing party must prove that the trade marks hold a 

certain reputation, that he enjoys a prior right and that the applicant used unfair means 

when applying for the trade mark. It is interesting to note that the Trademark Law does 

not, at least not primarily, consider the intention of the accused bad faith filer. This is a 

substantial difference when comparing to the practice in the EU. In China, the assessment 

will rather be conducted by looking at the relationship between the disputing parties and 

whether these two have any type of connection. Furthermore, it is not entirely clear how 

close this relationship must be but the starting-point seems to be set from here. The de-

termination is, however, not particularly specific and there is absence of sufficient guide-

lines on the interpretation of Article 31, let alone that the SPC has provided some guid-

ance. It shall, however, be noted that the Trademark Office did acknowledge the fact that 

the applicant who had filed for the Husqvarna trade marks had filed several applications 

without being able to provide any reasonable explanation. Thus, the intention of the filer is 

not irrelevant in the assessment by the administrative courts, but nor is it one of the primer 

considerations as in the EU.  

When conducting an in-depth analysis of the trade mark system in China, it becomes ap-

parent why Chinese defrauders can spot tempting opportunities. The bad faith filers are 

highly aware of the fact that IPR enforcement is highly problematic for companies, and es-

pecially foreign companies. Furthermore, bad faith filers do not put themselves at risk oth-

er than loosing its trade mark. This is, however, a low price to pay when considering that 

the bad faith filers often has registered over 100 trade marks of which many provide a good 

income on a continuing basis. Thus, the costs connected with handling opposition disputes 

with other parties are a major problem for the earlier proprietors but an easy price to pay 

for the bad faith filers. In fact, the process does not necessarily require any costs for the 

bad faith filer if he simply chooses to accept the decision declared by the Trademark Of-

fice.   

Furthermore, the legislation connected with the application process is the main reason why 

bad faith trade mark applications are possible in the first place. This becomes evident when 

comparing with the EU where there are several differences and where the problem with 

bad faith is, in relation to China, marginal. The first-to-file principle, the lack of control re-

garding non-use and the intricacy in the application itself makes the Chinese market much 

more vulnerable to bad faith trade mark applications. As expressed by the European 
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Chamber of Commerce, the current system causes a deterrent, rather than an incentive, for 

Chinese defrauders to engage in bad faith filing. The uncertainty in the law, the lack of 

IPR-enforcement and the construction of the application system creates an advantage for 

bad faith filers, seeking to extort money from other parties.  
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5 The 3rd draft Amendment 

5.1 Background 
The last amendment177 to the Trademark Law in 2001 was mainly pursued in order to 

comply with the obligations that followed from China’s admission to the WTO.178 Fur-

thermore, it was considered a necessity in the development of the Chinese economy.179 The 

area of trade marks has not been unaffected by the Chinese growth, and besides a downfall 

in trade mark applications in 2009, applications in China keep increasing.180 As a result of 

more and more companies seeking trade mark registration in China, the law simply got in-

effective and somewhat strained. A strengthening of the protection against bad faith trade 

mark applications was also an important reason, especially since the problem was not suffi-

ciently addressed in the last amendment to the Trademark Law. A part of this process was 

to tackle the pure legal problems and the gap in trade mark enforcement.181  

Up to this point, the problem areas that motivated the 2001 amendment were improved, if 

yet far from solved. However, the Trademark Law is still far from international standards, 

both as concerns the law itself in general and the enforcement procedures in particular.182 

Surprisingly enough, the new amendment is evaluated on a global scale. International or-

ganisations such as law firms, the International Trademark Association (INTA) and the 

American Bar Association (ABA) was asked to give their input. This has been received with 

optimism by foreign companies and is allegedly a method to increase foreign trade mark 

protection in China.183 SIPO has also requested an input from local scholars, interested par-

ties and other field experts. 

                                                
177 The State Council Legislative Affairs Office, Trademark Law of the People’s Republic of China (revised), Septem-

ber 1, 2011.  

178  Hui Liang, Recommendations on third amendment to the Trademark Law, China Patents and Trade marks NO 4 
2009, p. 74.  

179 Description about Trademark Law (Amended) (Exposure Draft), State Administration for Industry and Com-
merce, People’s Republic of China, 2010.  

180 Report of the World Intellectual Property Organisation (WIPO), The World Intellectual Property Indicators, 
2010, pp. 78-82.  

181 Description about Trademark Law (Amended) (Exposure Draft), note 5.  

182  Description about Trademark Law (Amended) (Exposure Draft), note 5. 

183 Johnson Nadine, F., Pursuing Trademark Reform in China: Who Will Benefit – and Are the Proposed Changes 
Enough?, pp. 1-3.  
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Since the start of the preparations for an amendment in 2003, two draft amendments have 

been drafted. The latest draft was published in September 2011. The chapter only discuss 

draft amendments that are relevant to bad faith applications. Furthermore, the Chapter fo-

cus on the second draft as the two versions differ quite substantially.  

5.2 Measures specifically aimed at bad faith trade mark appli-
cations 

Article 34 of the amendment sets forth the conditions under which a trade mark can be re-

jected or cancelled due to prior rights. There are two proposals stipulated in the draft.184 

The first proposal suggest to keep the current language of Article 31 whereas the second 

offers a more detailed provision, providing some more guidance as concerns what type of 

circumstances the Article is intended to cover. This guidance can be divided into two in-

stances of protection. In the first part it is stipulated: 

‘Any application for a mark that is identical with or similar to another party’s mark on identical or simi-

lar goods, where the applicants if aware of the existence of the other party’s mark already used in China 

through the applicant’s contractual, business, geographical or other relations with the other party, shall not 

be approved for registration.’   

The second ground takes a more general approach: 

‘Any trade mark that is a plagiarism of another party’s registered trade mark, that has relatively strong 

distinctive characters and certain influence, which is filed for registration on different or dissimilar goods, and 

where the use of the trade mark is likely to mislead the public, shall not be approved for registration.’ 

The Article aim for the protection against bad faith trade mark applications and has been 

frequently discussed since the release of the first draft in 2010.185 Note that the provision 

does not require that the opposing party must have acquired a certain level of fame, when 

the dispute concerns registration for similar goods, in order to rely on Article 34.186 Addi-

tionally, the second ground provides protection in all classes under the conditions that the 

                                                
184 The International Trademark Association, State Council Legislative Affairs Office – People’s Republic of China 

Trademark Law Revision Comments, Submitted by The International Trademark Association (INTA), October 
8 2011, pp. 3-4.  

185 The first draft did not address the problem with bad faith trade mark applications as specifically as the se-
cond version.  

186 This is particularly encouraged by INTA, see INTA State Council Legislative Affairs Office – People’s Republic of 
China Trademark Law Revision Comments, pp. 3-4.  
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trade mark is very distinctive and has acquired certain reputation. Under the current law, 

only well-known trade marks enjoy so-called cross-class protection.187 

Although many encourage the amendment in Article 34, several organisations and legal 

scholars desire a broadening of the concepts stipulated therein. INTA encourage the sug-

gested broadening of the protection for registered marks to different or dissimilar goods by 

not requiring them to qualify as well-known trade marks as provided in the second ground 

of Article 34 in the amendment. However, INTA desire a clarification on the terms ‘certain 

level of influence’, ‘plagiarized’ and ‘relatively strong distinctiveness’.188  

Some suggest the implementation of an exhaustive list when determining ‘contractual or 

business relationship’ and ‘geographical relationship’. In addition, it is highly encouraged to 

implement ‘bad faith’ in this provision as the bad faith filing does not always originate from 

a contractual relationship.189 This would, according to INTA, also provide a solid ground, 

both from the examiners point of view as well as for the opposing party and would lead to 

a more efficient system.190 USCBC (The US-CHINA Business Council) suggest that the re-

lationship shall include, but not be limited to, a contractual or other relationship in order to 

provide the law with some flexibility in protecting trade mark owners against bad faith 

trade mark applications.191  

In the first amendment, Article 9 stipulated that ‘the application for registration, and use, of trade 

mark shall be in accordance with the principle of goods faith’. Several commentators recommends 

the implementation of this provision in the final draft, arguing that it constitutes a clearer 

ground for oppositions against bad faith trade mark applications.192 USCBC also suggest 

that the second ground should include imitations and translations and not merely copies.193  

                                                
187 See chapter 3.6.3.  

188 INTA State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision Comments, pp. 3-
4.  

189 See for an example USCBC, The US-CHINA Business Council Comments on the Revised PRC Trade mark Law, 
2011, p. 4. 

190 INTA State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision Comments, pp. 3-
5.  

191 USCBC, The US-CHINA Business Council Comments on the Revised PRC Trade mark Law, p. 4.  

192 USCBC, The US-CHINA Business Council Comments on the Revised PRC Trade mark Law, pp. 3-5. 

193 USCBC, The US-CHINA Business Council Comments on the Revised PRC Trade mark Law, p. 4. 
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5.3 Measures that affect bad faith trade mark applications 

5.3.1 Administrative changes  

With the intent of simplifying opposition procedures, the draft also propose that TRAB, 

and not the Trademark Office, shall review opposition claims which will hopefully shorten 

the administrative chain. Under the current Trademark Law, any applicant may file an op-

position to the Trademark Office. As previously explained, this process is very time con-

suming and costly. The belief is that the expertise and experience of TRAB will speed up 

the process as well as providing a higher level of quality in the reported decisions.194  

Under the current Trademark Law, any party is allowed to file an opposition.195 Article 36 

in the new amendments suggests that only ‘interested parties’ may file an opposition. An 

interested party is defined as ‘those whose interests have been harmed’. The intent is to 

limit bad faith oppositions in the sense that parties without any interest in the particular trade 

mark are not allowed to interrupt the registration process.196 INTA is concerned about the 

definition of an interested party, claiming that it is too vague and states that ‘Denying access to 

this type of anonymous opposition might outweigh the benefits gained from reducing spurious or frivolous op-

position’197. 

There is currently no requirement for the Trademark Office to notify an applicant before 

his registration is refused. Hence, the applicant has no ability to take part of the grounds 

for which the registration is, or will be, refused. As a result, the applicant’s only remedy is 

to file for a review to TRAB. With the intent of approaching international standards198, the 

new amendment allows the Trademark Office to request the applicant to submit an expla-

nation or amendment to the original application. A direct link between the examiner and 

the applicant will, if adopted, thereby be established.199  

                                                
194 Jones Day, China: Substantial Progress in Place for the Third Amendments to the Trademark Law. < 

http://www.jonesday.com/china_substantial_progress/>, accessed on 2012-03-17. 

195 See Article 30 of the Trademark Law.  

196 INTA State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision Comments, p. 8.  

197 INTA State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision Comments, p. 8. 

198 There has been a discussion whether this violates the Singarpore Treaty on the Law for Trademarks, see 
Jones Day, China: Substantial Progress in Place for the Third Amendments to the Trademark Law. 

199 Jones Day, China: Substantial Progress in Place for the Third Amendments to the Trademark Law. < 
http://www.jonesday.com/china_substantial_progress/>, accessed on 2012-03-17. 
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Another important provision in the amendment is Article 35 which concerns the prelimi-

nary approval of a trade mark application. As opposed to the current system, the Trade-

mark Office has the power to ex-officio withdraw an application on the ground of non-

compliance with the law, deceit, or other unfair means. The provision allegedly covers bad 

faith situations, but INTA requests additional guidelines for clarification purposes.200  

5.3.2 Multi class applications 

Article 22 in the draft amendment establishes that applications in different classes may be 

filed through multi-class applications. The administrative and time-consuming procedure of 

filing an application for each class will thereby no longer be necessary. It shall however be 

noted that the draft merely empowers the State Council to formulate rules relating to multi-

class applications. Hence, there is no specific undertaking to implement the provision any 

time soon.201 Adding to the simplifications, e-filing is a new possibility in the amendment 

with the intent to adapt to the modern trade mark systems around the world.202 Both these 

changes are highly encouraged by international trade mark organisations.203 

5.4 Public views on the amendment 
In general, both international organisations and other legal scholars highly encourage the 

new amendment, contending that it is a significant step forward for the protection of trade 

marks in China. Several of them also stress that the amendment will undoubtedly benefit 

trade mark owners that do not reach the requirements for a well-known trade mark in Chi-

na.204 This general optimism is, however, not without restrictions. Most consider that the 

problem with bad faith trade mark applications are still not firmly addressed in the 

amendment, still leaving trade mark owner’s vulnerable to Chinese defrauders.205 One 

common argument is that the new draft provides slightly better support but still requires a 

                                                
200 INTA, State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision Comments, p. 5.  

201 Deacons, Legal Update, China IP Bulletin, December 2011, p. 2.  

202 Article 21, The State Council Legislative Affairs Office, Trademark Law of the People’s Republic of China (re-
vised), September 1, 2011. 

203 See for instance INTA, State Council Legislative Affairs Office – People’s Republic of China Trademark Law Revision 
Comments, pp. 4-7.  

204 Jones Day, China: Substantial Progress in Place for the Third Amendments to the Trademark Law. < 
http://www.jonesday.com/china_substantial_progress/>, accessed on 2012-03-17.  

205 As previously explained in Chapter 5.2.1. See also Jones Day, China: Substantial Progress in Place for the Third 
Amendments to the Trademark Law, September 2011 and Wong Deanna and Feng Zhen, Hogan Lovells Client 
Alert: China Releases 3rd Draft Amendments to Trademark Law, Hogan Lovells October 2011, p. 1.  
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prior relationship, prior use of a mark in China or a certain level of fame which would not 

be helpful to brand owners that are victims of trademark hijacking.206Others consider that 

the term ‘having a certain influence’ is still to vague, and must be clarified in order to give 

clarity to the laws affecting bad faith trade mark applications.207 

 

There are quite an extensive variety of suggestions as regards the determination of a bad 

faith trade mark application. The International Trademark Association (INTA) recom-

mends the following requirements for identifying bad faith208: 

• Where the applicant knew of the third-party’s rights or legitimate interest in a mark 

identical to or substantially identical to the mark applied for/registered, where such 

knowledge is actual or may be inferred for the surrounding circumstances; and 

• The applicant’s conduct in applying for registering the mark is inconsistent with 

norm of reasonable, honest, and fair commercial behaviour.  

These criteria are accompanied with a non-exhaustive list when conducting the test of in-

consistency, norm of reasonableness and the honest and fair commercial behaviour.209 Alt-

hough INTA’s formulated definition is not included in their submitted comments to the 

draft amendment, there is a general desire for the Trademark Law to broaden the scope of 

Article 34 and to specify certain criterion stipulated therein.210 

 

 

 

 

 

 
                                                
206 See for an example Deanna Wong and Feng Zhen, Hogan Lovells Client Alert: China Releases 3rd Draft 

Amendments to Trademark Law, Hogan Lovells October 2011, p. 1 and Tsoi Annie, Trademark Law Amend-
ments – Latest Round, China IP Bulletin, Issue December 2011 Hong Kong, p. 3.  

207 See for instance Wang Zhengfa, Protecting your good name in China, Number crunching – Calculating a litiga-
tion strategy for China, Issue 26, World Trademark Review August/September 2010, p. 25.  

208 This is not provided in INTA’s comments to the 3rd draft amendment but is their general approach when 
identifying bad faith, see The International Trademark Association (INTA), Board Resolutions – Bad Faith as a 
Ground for Opposition Proceedings, September 2009, pp. 1-2. 

209 INTA, Board Resolutions – Bad Faith as a Ground for Opposition Proceedings, p. 1.   

210 See Chapter 5.2.1.  
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6 Analysis 

6.1 Introduction 
This is an analysing chapter where both the core to the problem with bad faith trade mark 

applications in China and the suggested amendments to the Trademark Law are discussed 

and reviewed. The conclusions found herein are based on the material found in the previ-

ous chapters. Hence, the analysis is conducted by a comparison between the EU and Chi-

na, if yet highly focused on the Chinese system, and by applying practical experiences of 

parties who have encountered the problem with bad faith trade mark applications. 

6.2 Bad faith trade mark applications and its core 
The problem with bad faith trade mark applications has, since some years back, been a 

hanging threat over foreign companies seeking to establish on the Chinese market. Alt-

hough there might be some cultural differences and lack of respect for IPRs in general, 

there are undoubtedly substantial differences between the trade mark systems in China and 

the EU. 

It is apparent that the problem with bad faith trade mark applications in China is two-fold 

– the limited protection of unregistered trade marks; and the sluggish apparatus operating 

the Chinese judicial system. The lack of protection for unregistered trade marks becomes 

evident when studying the application system and the provisions found in the Trademark 

Law, intended to protect prior rights.  

The application system in China entails several elements causing difficulties to foreign trade 

mark holders. The combination of the first-to-file system, the single class registration sys-

tem and the absence of a genuine211 requirement of use seem to be the general problem in 

the views of foreign companies and is confirmed by the employee at Husqvarna. As men-

tioned previously in this thesis, the Trademark Office will not automatically cancel a trade 

mark if it is not used but only if another party can provide evidence of non-use in an oppo-

sition claim. In the United States, for an example, a trade mark proprietor is obliged to file 

a declaration of use every fifth year in order for the trade mark not to be cancelled. Such a 

system would, eventually, cancel the majority of trade marks filed in bad faith. A combina-

tion of these three factors makes it easy for a bad faith filer to register a trade mark and to 

                                                
211 Genuine in the sense that the Trademark Office will not automatically cancel a trade mark that is not con-

tinously used.  
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‘get away with it’. This is, as demonstrated, the main differences between the EU and Chi-

na. The requirements of genuine use, the first-to-use system and the possibility to apply for 

multi-class registrations within the EU cause major barriers for bad faith filers.  

Furthermore, China is highly different when choosing an appropriate and successful trade 

mark in a marketing point of view. Situations might occur where a company’s western reg-

istered trade mark is available but the Chinese name has been occupied. In China, it is cru-

cial to seek a three-fold protection in a bilingual sense. As explained, bad faith filers take 

advantage of the linguistic complications and infringe foreign trademarks by manipulating 

the form, sound or meaning of the marks.  

A classic example on the difficulties for foreign companies to establish in China is the fast 

food company KFC. When translating its famous slogan ‘finger lickin’ good’, the literal 

Chinese translation was ‘eat your fingers off’. Hence, even the largest enterprises have diffi-

culties in the process of translating their roman letter trade marks into Chinese. Neverthe-

less, if a foreign company ignore to seek protection of a Chinese character name, chances 

are someone else will. This process constitutes an additional barrier in acquiring a broad 

trade mark protection in China and has, in many cases, been the reason why bad faith filers 

have been successful.  

A common argument put forward by the Chinese authorities is that foreign companies has 

to take their part of the responsibility by registering their trade marks at an early stage and 

as broad as possible. To do this requires, however, an extensive amount of resources which 

is not something a smaller company would enjoy the benefit of.  

Furthermore, given that the Trademark Law has got a demand of use, if yet a somewhat 

questionable demand, it is practically impossible to register in a vast variety of classes and 

sub-classes while demonstrating a genuine use within these classes. There is a risk that Chi-

nese defrauders would turn the spear around and threaten to file an adjudication for cancel-

lation based on non-use, seeking to extort money from earlier proprietors. In fact, there is 

already a problem in China with bad faith trade mark oppositions meaning that Chinese de-

frauders are filing oppositions without any legitimate conflict of interest, looking to extort 

money. Hence, there is a risk that similar methods would be used in cancellation proceed-

ings based on non-use.  



 

 
51 

It shall however be noted that foreign companies have, previously, been somewhat negli-

gent in registering their trade marks in time. As soon as a company even starts consider of 

establishing on the Chinese market, regardless whether such establishment is conducted via 

production in China or via distribution and sales, they must register immediately. In this re-

gard, the fact that the Chinese market might to be an intended place of sale is irrelevant. If 

China, regardless in which manner, is involved in a company’s process of distributing and 

selling its products, the company must register as early as possible. Foreign companies need 

to understand that Chinese defrauders can attack from several directions which was 

demonstrated in the case study of MusicNow. The costs are still fairly low and it is un-

doubtedly a low price to pay in relation to filing an opposition or adjudication for cancella-

tion later on. Even though foreign trade mark holders find themselves in a vulnerable and 

difficult spot, there must be some self criticism.  

Another aspect that constitutes a deterrent for foreign applicants is that the Chinese au-

thorities are less of a support to trade mark holders when comparing to OHIM, for an ex-

ample. This becomes apparent when speaking with the Husqvarna employee who has regu-

lar correspondence with both OHIM and the Trademark Office. Several of these differ-

ences have already been explained.212First of all, OHIM do have the authority to demand 

the accused bad faith filer to put forward evidence supporting his cause. Furthermore, the 

Trademark Office is more bureaucratic, lacking a direct link to the applicants and having a 

requirement for the majority of documents to be handed in through hard copies. The fact 

that OHIM will send a notice to interested applicants in the event that another party has 

filed for a similar trade mark, thereby giving the earlier proprietor a chance to oppose the 

applied trade mark from being registered, provides a very appreciated support. This is par-

ticularly helpful for smaller companies who might not have the resources necessary to hire 

a ‘watch service’ to spot such applications. Such a watch service is how Husqvarna became 

aware of the three registrations filed in bad faith, thereby giving them a chance to oppose 

the registration within the time limits stipulated in the Trademark Law.  

Although the core to the problem lies in the rules surrounding the application process, the 

Trademark Law itself lacks, in my point of view, precision and deprives trade mark holders 

of legal certainty. The SPC has, however, provided some useful guidelines as concerns the 

interpretation of Article 31 of the Trademark Law. For instance, the SPC declares that hav-

                                                
212 See Chapter 4.6.  
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ing used ‘unfair means’ shall be determined by looking at the contractual relationship. In-

deed, these parameters provides little comfort in relation to the current problem in China 

where Chinese bad faith filers, in many cases, have conducted research among potential 

victims, seeking to extort money rather than gaining a competitive advantage. It is still, 

however, unclear how close this relationship must be. When considering the wording of 

the SPC, establishing bad faith is not limited to a contractual relationship. Rather, it is an 

example of preemptive registration and bad faith can be demonstrated even though there is 

no contractual relationship whatsoever, as was the case for Husqvarna AB. Still, it is not 

clear where the borderline is set. In this regard, the EU assessment on bad faith trade mark 

applications is more specific by looking at the knowledge and intent to gain of the applicant 

rather than focusing on the relationship between the two parties. As a result, companies are 

provided with a higher degree of legal certainty within the EU.  

Another problem for foreign companies is to demonstrate a ‘certain reputation’. The re-

quirements of evidence are set high and are very hard to reach. Not even a world-leading 

company, within their industry, as Husqvarna AB is able to prove such reputation in all 

cases. As mentioned, TRAB and the SPC will determine an earlier proprietor’s reputation 

by looking at the degree of knowledge of the relative public of a trade mark, the duration 

of use of the trade mark and its geographical scope, the duration, mode, extent and geo-

graphical scope concerning any advertisement of the mark and other material proving that 

the trade mark has certain influence.  

For foreign companies, the problem lies within the requirement of proving a certain repu-

tation and submitting evidence of use within the territory of China. Even though Husqvar-

na’s trade marks had a very well-known repute in both Europe and the United States, they 

still needed to provide an enormous amount of evidence of use in China. Naturally, this re-

quirement is very problematic for foreign companies and it is not realistic for a SME to be 

able to compile such an amount of material.  

Showing a certain reputation is very difficult in a country with such a diversity and size as 

China and in particular where the trade mark filed in bad faith is establish in a very specific 

industry, e.g. the wine industry. Establishing a certain reputation within the wine industry is 

very difficult since the average consumer is rarely familiar with foreign wines. Rather, such 

products are intended for a small group of wine enthusiasts and these do not make up to a 

relevant part of the public. Since many companies aim at a specific group of enthusiasts, 
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the requirement of demonstrating a certain reputation causes major difficulties for earlier 

proprietors.  

As concerns the judicial system, it is off course indefensible for an opposition proceeding 

taking as long as up to 7 years. This might be one of the main reasons why foreign compa-

nies chooses to make a deal with bad faith filers rather than taking legal actions. It simply is 

not worth going through such a drawn-out process where a successful claim requires a 

huge amount of resources. As confirmed by the Husqvarna AB employee, an opposition 

claim is very expensive and is rarely possible for a smaller company to be able to manage. 

This is also one reasons why the issue is far more extensive in China compared to the EU 

where an opposition claim, in general, takes up to 2 years and around 1 year in most Mem-

ber States.  

Furthermore, the fact that opposing parties, even in successful cases, are not able to claim 

full compensation is highly problematic. The result is that the bad faith filers do not put 

anything at risk apart from being forced to give up their trade marks which they, in most 

cases, had no intention of using in the first place. In my point of view, it is necessary to es-

tablish quite harsh penalties for bad faith filers in order for the law to be effective. In fact, I 

would go as far as promoting criminal charges in an obvious case of bad faith. This is what 

China has done in order to cope with other type of infringement cases, e.g. counterfeiting. 

Such remedies would create a situation where bad faith filers could actually lose something 

they presumably cherish. When discussing criminal prosecution, such charges can off 

course not be claimed in occasional cases of bad faith. Such a system would cause a reluc-

tance to register trade marks in general. However, in cases of repeated demonstration of 

bad faith where the bad faith filer has developed a clear pattern, it would not be unreason-

able to charge the bad faith filer with criminal charges in my point of view.   

Some argues, however, that a bad faith trade mark application may be attacked on the 

ground of unfair competition. If that would be the case, a party would be able to make a 

civil suit and claim damages accordingly. A research regarding to what extent a case of bad 

faith trade mark application may be accepted under unfair competition goes outside the 

scope of this thesis. Nevertheless, it would be highly useful if the Chinese authorities, or 

courts, provided some guidelines on this subject since there are, in many cases, quite exten-

sive damages to reclaim.  
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6.3 Towards a brighter future?  
Given that the problem with bad faith trade mark applications is extensive in China, the 

draft amendment provides several important changes to the Trademark Law. For an exam-

ple, China seems to have embraced the general criticism regarding the authorities some-

what rigid working methods and has taken numerous steps with the intent of establishing a 

more helpful approach. By making it possible to file multi-class applications and to use e-

filing, companies will be provided with helpful tools in registering their trade marks on a 

broader scale. Furthermore, the new provision allowing the Trademark Office to request 

applicants to submit additional information and evidence, creates a direct link between the 

Trademark Office and the applicants. Such correspondence is similar to the working meth-

od used by OHIM and is, presumably, suggested to ease the burden on trade mark holders.  

The amendment also entails a new provision, allowing trade marks with a ‘certain influence’ 

to enjoy class-crossed protection. What constitutes a ‘certain level of influence’ in this re-

spect213 is not exactly clear but it is certainly a lower threshold than qualifying as a well-

known trade mark. Hence, the scope for cross-class protection has been set much broader 

with the intent of halting bad faith filers. However, the most vulnerable companies, i.e. 

SMEs, will still need to register in all classes they consider necessary in order to enjoy a 

broad protection.  

Another important provision in the amendment is Article 35 which concerns the prelimi-

nary approval of a trade mark application. As opposed to the current system, the Trade-

mark Office has the power to ex-officio withdraw an application on the ground of non-

compliance with the law, deceit, or other unfair means. The provision allegedly covers cas-

es of applications filed in bad faith. In my opinion, the Chinese authorities demonstrate, by 

adding this provision, that they do have an understanding for the difficulties of smaller 

companies to initiate judicial proceedings. If the provision were to cover situations of bad 

faith, it would spare many SMEs of being forced to setting off a great deal of resources and 

time in protecting their trade marks.  

In my point of view, a power of the Trademark Office to withdraw applications ex-officio 

is absolutely necessary in order to come to term with the current issue of bad faith trade 

mark applications and is a much welcomed improvement. This is particularly true when 

                                                
213 It is unclear whether the determination should be conducted in the same manner as in the current applicat-

ion of Article 31 of the Trademark Law, see Chapter 5.2.  
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considering the fact that bad faith filers are partly changing focus from large to small com-

panies who are not able to protect their trade marks in the same sense as, for an example, 

Husqvarna. However, the current wording is very vague. I would encourage the Chinese 

authorities to make a reference to Article 34 of the amendment, i.e. the provision on prior 

rights. It would thereby be clear that the Article covers situations of bad faith and would 

provide certainty to the law. In the current state, however, it is unclear what type of 

grounds the provision is intended to cover.  

As concerns the changes to preemptive registrations in Article 31214, SAIC has attempted to 

provide some more guidelines into the Article itself by implementing a provision that regu-

lates when an applicant should have been aware of a prior right belonging to another party. 

This determination shall be made by looking at the contractual, business, geographical or 

other relationship between the applicant and the other party. Although this is a significant 

improvement in comparison with the former wording, it is not sufficient enough when 

considering the extent of the problem with bad faith trade mark applications in China. Ap-

plicants, and foreign applicants in particular, need something concrete to rely on. I, as 

INTA, encourage the new provision to be accompanied with a non-exhaustive list. Such a 

list could indicate situations where bad faith is at hand and which the administrative courts 

would always need to consider. This list could, for an example, include the following situa-

tions: 

• whether the applicant filed the application with the intent of selling or licensing the 

trade mark to another party; 

• whether the applicant filed the application with the intent of disrupting the business 

of another competitor;  

• whether the applicant had any legitimate interest in the trade mark sought; and  

• whether the applicant has developed a clear pattern in filing such applications in a 

variety of classes. 

Such a list would ease the burden for companies and may also shorten the time period in 

opposition proceedings. Furthermore, if a company is able to prove several of these crite-

ria, it should not be necessary to submit such an extensive amount of evidence of use in 

China. Thus, it would also, presumably, limit the requirement of proving a certain reputa-

                                                
214 See Article 34 in the draft amendment.  
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tion within China This would in particular be welcomed by companies who have very spe-

cific intended users, e.g. the wine industry. It could also serve as a useful tool in the 

Trademark Office’s power to ex-officio withdraw applications on the ground of non-

compliance with the law, deceit, or other unfair means.  

Furthermore, although the Trademark Office and TRAB do put some recognition to the 

intent of the applicant, it is not as dominant in the assessment of establishing bad faith as 

in the EU courts. In most case studies presented in this thesis, the dishonest intent of the 

bad faith filers have been apparent and when studying the cases objectively, it seem quite 

obvious that they were filed in bad faith. The problem has rather been that the earlier pro-

prietors find it difficult to produce evidence of having a certain reputation. A more specific 

focus on the criterion of the intent of the applicant would provide a solid ground for earlier 

proprietors and would not require setting off any huge amounts of resources. This would 

in particular assist smaller companies in combating bad faith trade mark applications. 

Again, adding a complementary list to the provision is one possible method in increasing 

the focus on the intent of the applicant and would provide legal certainty to the law.  

In addition, given the fact that Chinese bad faith filers are actively searching for foreign 

companies likely to register in China, the law needs to be clear that bad faith is not limited 

to a relationship. If not, a substantial amount of the current bad faith cases would not be 

directly affected by the provision. The provisions needs to comprise a combination of be-

ing broad while also being specific which would not be as complicated to achieve as it may 

sound.   

Unfortunately, the new amendment is not likely to have any substantial effect on the prob-

lem with bad faith trade mark applications. The suggested changes do not have any sub-

stantial effect on the foundations of the problem, i.e. the aspects presented in the previous 

section. This is also the general opinion among legal scholars, although international organ-

isations such as INTA and the USCBC are slightly more diplomatic in their judgements. 

Nevertheless, the Chinese authorities do seem to take the problem with bad faith trade 

mark applications seriously and have tried to take measures accordingly.  

It remains to be seen how the final amendment will take its form. However, the chances 

that the final amendment will directly attack the core to the problem with bad faith trade 

mark applications seem very scarce.  Considering that bad faith trade mark applications in 
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China make up as much as 12 per cent of the total number of filed applications, it is a 

problem that China, nor the western authorities, can ignore.  
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7 Final Conclusion 
The problem with bad faith trade mark applications in China is extensive and is, for many 

companies, an inevitable consequence when expanding to the Chinese market. However, 

the problem with bad faith is not merely a problem in the establishment phase. Bad faith 

trade marks applications is a continuous issue where no company, regardless of its size, will 

be guaranteed protection against having its trade mark pirated.  

As have been demonstrated, a comparison between the EU and China shows major differ-

ences, thus providing a quite clear illustration on the reasons why China is such a major 

market for trade mark piracy. China is, off course, the world’s largest market and it is only 

natural that the number of infringement- and piracy cases is high. However, there are sev-

eral legislative aspects that open the gate for bad faith filers of which most would be rather 

simple to overcome. Adopting a first-to-use principle, introducing a system where trade 

marks that are not being genuinely used to be automatically cancelled, to specify situations 

of bad faith and to impose severe penalties for bad faith filers would attack the core to the 

problem and obstruct bad faith filers to a great extent.  

Off course, China has its own cultural background and have, historically, had a completely 

different approach towards IPRs. Furthermore, China has had issues on a vast variety of 

areas within the field of intellectual property law with bad faith trade mark applications be-

ing one of many. Hence, to come to term with bad faith trade mark applications is easier 

said than done and require quite extensive work. It remains to be seen how the final 

amendment will take its form.  

However, the draft amendment confirms that the Chinese authorities are aware of the 

problem and is undoubtedly demonstrating an interest in protecting foreign, and domestic, 

companies. Still, the new provisions in the amendment are not enough and will still leave 

foreign trade mark holders vulnerable to bad faith trade mark applications. Although the 

amendment introduces several positive steps, it does not sufficiently address the problem 

with bad faith trade mark applications. As demonstrated, financially strong companies are 

able to cope with the outdrawn opposition procedures and to assign a massive amount of 

resources to protect their trade marks. Most companies do not, however, enjoy the luxury 

of setting off any resources more than absolute necessary. Accordingly, it would be unfair 

to blame smaller companies for agreeing to the terms set up by Chinese defrauders which 

keeps their activities lucrative. The best advice a small company can be provided with in 
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the current state is for them to register as early and broad as practically possible. If not, 

there is a significant risk that their trade mark will be hijacked.  As a result, companies will 

be forced to make a decision – to fight for their trade mark, to give up their activities in the 

Chinese market or to make an agreement with the bad faith filer.  

 

 

 

 

 

 

  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



 

 
60 

List of references 
 

EU 

The Council Regulation (EC) No. 207/2009 of 26 February 2009 on the Community Trade 

Mark                                          

Directive 2008/95/EC of the European Parliament of the Council of 22 October 2008.  

  

China 

The State Council Legislative Affairs Office, Trademark Law of the People’s Republic of China     

(revised), September 1, 2011.  

Description about Trademark Law (Amended) (Exposure Draft), State Administration for Industry 

and Commerce, People’s Republic of China, 2010. 

China Supreme People’s Court, The SPC’s Opinion about certain issues relating to the hearing of 

adminitrative cases about trademark grant or validation (Mainland China), 2010. 

The Trademark Office, 2007 Guidelines for Natural Persons Applying for Trademark Registration, 

2007. 

Provisions for the Establishment and Protection of Well-Known Trademarks (Draft issued 

by the State Administration for Industry and Commcerce on 17 April 2003). 

Trademark Law of the People's Republic of China, revised version adopted on 27 October 

2001. 

Law of the People’s Republic of China against Unfair Competition, adopted at December 1 

1993. 

 

USA 

Trademark Act of 1946, 60 Stat. 427, as amended, codified in 15 U.S.C.  



 

 
61 

 

International Law 

Singapore Treaty on the Law of Trademarks, Singapore March 27 2006. 

Madrid Agreement concerning the International Registration of Marks, Madrid of April 14, 

1891.  

Paris Convention for the protection of Industrial Property of march 20 1883. 

 

Case Law 

Feng Shen Technology v OHIM v Majtczak (FS), T-227/09, (2009/C 193/40). 

Chocoladefabriken Lindt & Sprungli AG v Franz Hauswirth GmbH, C-529/07, [2009] ETMR 

56, 2009. 

(2009) Min Shen Zi No. 312. 

(2009) Yi Zhong Xing Chu Zi No. 936. 

(2008) Min Shen Zi No. 982. 

(2007) Gao Xing Zhong Zi No. 16.   

(2004) Gao Xing Zhong Zi No. 463. 

Case C-206/01 Arsenal Football Club plc v Matthew Reed [2002] ECR I-10273. 

 

OHIM 

Office of Harmonization of the Internal Market, Guidelines concerning proceedings before the office 

for harmonization in the internal market (trade marks and design) - Part B, April 2008.  

Office of Harmonization of the Internal Market, Bad faith case study (Final version), Alicante 

2003.  



 

 
62 

Office of Harmonization of the Internal Market, Opposition, 

<http://oami.europa.eu/ows/rw/pages/CTM/regProcess/opposition.en.do

>, accessed on 2012-03-15. 

Decision of the Cancellation Division of 14 December 2004 (CTM NAKED No. 

1628395).  

Decision of the Cancellation Division of 10 October 2004 (CTM ER No 2386126).  

 

Books 

Bently and Sherman, Intellectual Property Law, Third Edition, Oxford University Press, Ox-

ford 2009. 

MacQueen, Waelde and Laurie, Contemporary Intellectual Property: Law and Policy, Second edi-

tion, Oxford University Press, Oxford 2008.  

Westberg Peter, Avhandlingsskrivande och val av forskningsansats – en idé om rättsvetenskaplig öp-

penhet, in Festskrift till Per Olof Bolding, Juristförlaget, Lund 1992. 

 

Articles 

Colonel Sanders, March on China, Time, November 17, 2003. 

Deacons, Legal Update, China IP Bulletin, December 2011. 

De Cruz, Peter, Comparative Law in a Changing World, Cavendish Publishing Limited, 1999, 

London.  

Hui Liang, Recommendations on third amendment to the Trademark Law, China Patents and Trade 

marks NO 4 2009. 

Johnson Nadine. F, Pursuing Trademark Reform in China: Who Will Benefit – and Are the Pro-

posed Changes Enough?, Landslide Volume 3, American Bar Association 2011.  



 

 
63 

Kangxin Partners, Two types of trademark – Comparing the two types of unregistered trademark in 

China and the different remedies they provide, World Trademark Review December 

January 2011. 

Liao Fei (King and Wood), Yearbook 2011/2012 – A global guide for practitioners, World Trade 

mark Review 2011. 

Li Robert, Trademark right enforcement in China? Comparing with US trademark right enforcement, 

Unitalen Law Office 2011. 

Lin, Maria C.H., China after WTO: What You Need to Know, Practising Law Institute, 2001. 

Liu Joan, Wei Luo, Features – A complete research guide to the laws of the People’s Republic of China, 

Laws and technology resources for legal professionals, 2003. 

Ranjard Paul, Trade Mark Quality – A few suggestions from the EU industry, European Chamber 

2010. 

Smith Andrew, A plaintiff’s guide to China: surveying the litigation landscape, World Trademark 

Review, London 2010. 

Strömholm, Stig, Användning av utländskt material i juridiska monografier, 56 Svensk Juristtid-

ning 4, 1971. 

Tsoi Annie, Trademark Law Amendments – Latest Round, China IP Bulletin, Issue December 

2011 Hong Kong. 

Wang Zhengfa, Protecting your good name in China, Number crunching – Calculating a litiga-

tion strategy for China, Issue 26, World Trademark Review Au-

gust/September 2010.  

Wang Xiaoqing & Mori Chikako How to challenge a refusal decision before the appeal boards in Chi-

na and Japan – a comparative study, INTA Bullentin Vol. 65, No 19, November 1 

2010. 

Wild Josh, The Truth about Trademarks in China, World Trademark Review January/February 

2007. 



 

 
64 

Wong Deanna and Zhen Feng, Hogan Lovells Client Alert: China Releases 3rd Draft Amendments 

to Trademark Law, Hogan Lovells October 2011. 

Zhang Guangliang, Curbin Preemptive Registrations of Marks under unfair competition Law, China 

Patent & Trademarks NO. 4 2008. 

Zweigert, Konrad and Kötz, An Introduction to Comparative Law, Oxford, Oxford University 

Press, 1998. 

Xiang Gao, Trademark Cancellations and Oppositions in China, Peksung Intellectual Property 

Ltd.  

Yusarn Audrey, Igniting Possibilities: a guide to Strategic IP Management, Yusarn Audrey, Singa-

pore 2011.  

 

Other sources  

CHINA IPR SME Helpdesk, Issue 6 – Focus on Trademarks, Helpdesk update. 

China IPR SME Helpdesk, Trademark Case Study 7 – A bad faith trademark application, 2011. 

ChinaWhys, Trademark Protection Service, <http://www.chinawhys.com/services_6.htm>, 

accessed on 2012-04-24. 

China State Administration of Industry and Commerce, Annual Development Report of 

China’s Trademark Strategy, 2010. 

Debund Law Office, Several Lawyers in Debund join Speciality Research, 

<http://www.debund.com/info/37fbc1d68abb4785837500e5ca7d6de5;jsessi

onid=4A8254C6D34B473E22121F40CF67D8B7> accessed on 2012-04-01. 

European Union Chamber of Commerce in China, European Business in China Position Paper 

2010/2011. 

European Union Chamber of Commerce in China, European Business in China Position Paper 

2011/2012. 



 

 
65 

Foucs on Europe – How does the basis of trade mark opposition vary between Member States?, IP/IT 

Newsletter, March 2010. <http://www.ashurst.com/publication-

item.aspx?id_Content=5032>, accessed on 2012-03-12. 

The International Trademark Association (INTA), Board Resolutions – Bad Faith as a Ground 

for Opposition Proceedings, September 2009. 

Interbrand, Best Global Brands, 

<www.interbrand.com/best_global_brands_intro.aspx?langid=1000>, ac-

cessed on 2012-04-24. 

IPR2, EU-China seminar on new issues relating to (bad faith) trade mark applications, 2010-10-18. < 

http://www.ipr2.org/index.php?option=com_content&view=article&catid=

111:trademark-and-design&id=1274:eu-china-seminar-on-new-issues-

relating-to-trademark-applications&Itemid=268>, accessed on 2012-03-02.  

Jean Baptiste Thial de Bordenave, China: A Hanging Threat over your Trade marks, IP-talk 

2011, 

<http://www.iptalk.eu/index.php?option=com_content&view=article&id=

560:china-a-hanging-threat-over-your-

trademarks&catid=40:lexwine&Itemid=67>, accessed on 2012-03-12. 

Jones Day, China: Substantial Progress in Place for the Third Amendments to the Trademark Law. < 

http://www.jonesday.com/china_substantial_progress/>, accessed on 2012-

03-17. 

Prof GUO Shoukang, Dr. Huang Hui and others, China Trademark Laws & Cases – A sum-

mary of the trademark system and comments and analysis of Trademark and Unfair 

Competition cases in China, EU-China IPR2  2010.  

Report from World Intellectual Property Organisation (WIPO), World Intellectual Property In-

dicators 2011, WIPO economic and statistics series, 2011. 

Report of the World Intellectual Property Organisation (WIPO), The World Intellectual Prop-

erty Indicators, 2010. 



 

 
66 

The International Trademark Association, State Council Legislative Affairs Office – People’s Re-

public of China Trademark Law Revision Comments, Submitted by The Interna-

tional Trademark Association (INTA), October 8 2011. 

Tillväxtverket, Försvagat immaterailrättsskydd i de globala värdekedjorna – En global utblick från 

USA, Japan, Kina och Indien, Working Paper 2011:26. 

UK Intellectual Property Office, Passing off, 2011. <http://www.ipo.gov.uk/types/tm/t-

about/t-protect/t-protect-unreg/t-protect-passingoff.htm>, accessed on 

2012-04-12. 

USCBC, The US-CHINA Business Council Comments on the Revised PRC Trade mark Law, 2011. 

WIPO, Nice classification – preface, 

<http://www.wipo.int/classifications/nivilo/nice/index.htm?lang=EN>, 

accessed on 2012-03-16.  

WIPO on bad faith, <www.wipo.org/sct/en/documents/session_6/index.htm>, accessed 

on 2012-02-12. 

WIPO, China – Trademark Law of the Peoples Republic of China, 

<http://www.wipo.int/wipolex/en/details.jsp?id=5003>, accessed on 2012-

04-25. 

 

Interview 

Interview with Ms. Lena Kåhre, Trademark Administrator at Husqvarna AB, completed in 

Huskvarna, Sweden in 2012-04-18. 


