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Abstract 

As a response to trade marks’ enhanced importance within trade, the EU’s interest in the 

area has increased by proponing a harmonization of the member states’ trade mark pro-

tection so far as needed to preserve the EU’s objective of an internal market. The area is 

therefore regulated by an EU Directive, however allowing some national discretion.  

The purpose of this study was to investigate if a specific part of the trade mark protec-

tion, the assessment-based confusion doctrine, corresponds on a Swedish and EU level. 

The aim was to locate statutory discrepancies in order to stimulate further review of the 

practical application of the doctrine from the analytical perspective of legal certainty. 

A scientifically accepted and traditional legal research method was applied when ex-

amining and interpreting the sources of law. In addition, a comparative study was con-

ducted between the two investigated legal systems to achieve the overall purpose. 

When comparing the results from the investigated sources, the legislations present a sta-

tutory diversity, opening up for practical discrepancies. So was also the case with the 

application at the early stage of national implementation of the EU Directive. The tradi-

tional national confusion doctrine, prescribing a more legal-technical assessment, did 

not correspond to the more flexible and contemporary EU view. Consequently, some 

national courts had to endure criticism for not adjusting to the EU development.  

Later case law however presents a very positive transition to the EU view of the confu-

sion doctrine, suggesting a partial abandonment of the national legal sources of law for 

the benefit of EU law. Conclusion was however that despite this practical transition to 

EU law, statutory changes are necessary in order to safeguard the legal certainty in the 

way of achieving predictability. 
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1 INTRODUCTION 

1.1 Background 

Developments in society require appropriate changes within the legal system, in order to 

apply the law in the society in an adequate manner.
1
 The continuing globalization and 

the nowadays international character of many intellectual properties (IP’s) speak in fa-

vor of harmonizing IP regulations between countries, in order to facilitate cross-border 

transactions. We have thus seen how the IP area is moving towards a pan European 

harmonization.
2
 The trade mark area is no exemption from this development. 

The concept of trade marks has been through a transformation progress the last century.
3
 

Trade marks are nowadays more than an individualization feature. For some companies, 

their trade mark might represent enormous values and constitute great assets in terms of 

goodwill.
4
 The goodwill, and hence the value of a trade mark, increases in line with rec-

ognition in the market. Furthermore, the width of the potential market increases through 

EU and the globalization, hence the value of trade marks seems to have no limitation. A 

functioning regulation is then of great importance in order to manage these values. Nev-

ertheless, a functioning trade mark regulation might not be consistent with other areas 

of law. Inconsistent national trade mark legislations might work against the EU’s core 

objective of creating an internal market, by causing trading obstacles and consequently 

hinder the free movements of goods and services and distort competition.  

By constituting the Trade Mark Directive
5
 (the TMD), the EU set out lines to harmonize 

certain aspects of the national trade mark regulations within the EU in the purpose of 

overcoming threats to the internal market.
6
 Beyond the TMD, the EU introduced the 

Community Trade Mark Regulation
7
 (the CTMR). This regulation maintains the objec-

tive of facilitating cross-border trade marks by providing for the possibility to register a 

                                                 
1
 Levin, ’Ingen Koppling till Rättshavarintressen’ (Stockholm 1 July 2009) 

http://www.svd.se/opinion/brannpunkt/ingen-koppling-till-rattshavarintressen_3145827.svd, accessed 

10 September 2010. 
2
 See eg: the Community Design Directive (Directive 98/71/EC); the Software Patent Directive (Directive 

2009/24/EC); the Biotech Patent Directive (Directive 98/44/EEC) etc.  
3
 Prop 1960:167 p 25/26, this will also be treated more thoroughly below.  

4
 Levin, Wessman, Varumärkesrättens Grunder (1996) pp 26, 28. 

5
 Directive 2008/95/EC of the European Parliament and of the Council of 22 October 2008 to Approx-

imate the Laws of the Member States Relating to Trade Marks. 
6
 The Preamble of the TMD. 

7
 Council Regulation No 207/2009/EC of 26 February 2009 on the Community Trade Marks. 

http://www.svd.se/opinion/brannpunkt/ingen-koppling-till-rattshavarintressen_3145827.svd
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:1998:213:0013:0021:EN:PDF
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trade mark with effect in the whole EU. This is a supplement and a parallel system to 

the national systems, as the later only provides for a national trade mark protection. 

Afar from balancing the trade mark area with other areas is law, there is also a balanc-

ing of internal and divided interests between the different stakeholders of the trade mark 

market. While the EU is working with the trade mark development, there are indications 

showing that national legislations and enforcement of legislations do not follow this de-

velopment. First, there is an ongoing investigation, on the delegation of the EU Com-

mission
8
, aiming to establish the need for further trade mark harmonization within the 

EU.
9
 This potential problem also came to my attention as a result of contacting a trade 

mark law firm
10

. The contact person, together with his colleagues, senses that there 

might be some inconsistency in the Swedish national application of a central part of the 

trade mark protection, compared to the application that the EU has directed. To substan-

tiate this statement, the contact person referred to two national cases
11

 where a declara-

tion on national failure to comply with EU case law was made. The criticism was ap-

pointed more specifically to the application of the confusion doctrine, which is a part of 

the trade mark protection. The trade mark protection is absolute when it comes to others 

use of identical signs for identical goods, but it also provides for a relative protection 

against others use of identical or similar signs for identical or similar goods. The later 

protection can only be invoked if consumers might face the risk of getting confused as 

to whether the merchandises have a commercial link to each other.
12

 

The confusion doctrine is stipulated in article 4.1(b) and 5.1(b) of the TMD. As an EU 

Directive, the TMD is to be implemented into national legislation. The national legisla-

tion however already comprised, before the TMD came into force, an essentially com-

plying confusion doctrine regulated in 4 §, 6 § 1 st and 14 § 6 p of the Swedish Trade 

Mark Regulation
13

 (Varumärkeslagen, the VmL). The national legislator chose to re-

main the mentioned rules in the VmL more or less intact, even after the TMD was im-

                                                 
8
 ‘Study on the Functioning of the European Trade Mark System’ no. MARKT/2009/12/D, undertaken by 

the Max Planck Institute, on commission by the EU Commission, Directorate General for Internal Mar-

ket and Services. 
9
 ‘Study on the Overall Functioning of the Trade Mark System in Europe, Invitation to Tender’ 

MARKT/2009/12/D, see also Levin, ‘Ny VML och Förändringar i Firmalagen’ (2010) NJ [1:10] p 19. 
10

 Mind the Mark, a part of the IP Law Firm Bergenstråhle & Lindwall. 
11

 RÅ 1999 ref 20 (L10, L11 & L12) and RÅ 2003 ref 74 (R1) will be analyzed further on. 
12

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 64. 
13

 Varumärkeslag (1960:644). 
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plemented, as the national rules, and thus the national confusion doctrine, were consi-

dered to be in compliance with article 4.1(b) and 5.1(b) of the TMD.
14

  

Furthermore, the TMD stipulates minimum requirements of trade mark protection, leav-

ing discretion to the EU’s member states to provide for a stronger protection. Any for-

mal wording discrepancies between national and EU legislation might therefore not 

constitute an incorrect implementation of the TMD, or even have a practical relevance. 

Formal discrepancies are however of substance as drawing the attention to what aspects 

of the practical application that justifies a more thorough and critical review. Hence, it is 

necessary to investigate how the confusion doctrine is formally regulated and how it is 

applied in practice, both on national and EU level, in order to determine whether nation-

al law fulfills the requirements of the TMD. This comes down to the question whether 

Swedish legislation and EU legislation have the same view of the confusion doctrine. 

1.2 Purpose 

To investigate whether the Swedish confusion doctrine corresponds to the EU’s confu-

sion doctrine by comparing the two legal systems. The purpose can be divided into the 

following three stages: 

1. To research if there are any formal discrepancies between the two legal systems, 

that stimulates further review of certain aspects of the confusion doctrine. 

 

2. To establish the current law, de lege lata, on the overall confusion doctrine but 

with special emphasis on the findings in stage one. Focus will be on case law in 

order to detect practical discrepancies in the application of the doctrine. 

 

3. Towards the background of stage one and two, what are the consequences of 

such formal or practical discrepancies for the parties involved in the view of le-

gal certainty, and can some sort of improvements to the law, de lege ferenda, be 

established. 

                                                 
14

 Prop 1992/93:48 p 78. 
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1.3 Method  

1.3.1 Investigation Method & Relevant Material 

The purpose of this thesis is to be achieved by starting with comparing how the confu-

sion doctrine formally comes to term in Swedish national legislation and EU legislation. 

Consequently as a first stage, the relevant national and EU legislation that concerns the 

doctrine is to be researched, determined and compared. This is done by objectively in-

vestigating the VmL and the TMD. Potential formal discrepancies will thereby be estab-

lished and analyzed in order to find a basis for further discussions and investigations on 

the substance of the confusion doctrine. The following investigations of the doctrine is 

carried out by applying what is considered to be a scientifically accepted and traditional 

legal research method, starting with the most authoritative source and then working 

downwards in the hierarchy of law. 

The TMD is being analyzed and interpreted together with its preamble and case law. It 

is being taken into consideration that the TMD only sets out a minimum level of protec-

tion. To interpret the national legislation, in terms of determining the meaning of ex-

pressions and principles and also to give guidance as to the application of the law, the 

preparatory work, case law and legal literature are objectively being examined and ana-

lyzed in preceding order. All according to the chosen research method. To determine the 

content of the legislation on a national level it seems particularly important to investi-

gate the preparatory work that preceded the legislative change of VmL in 1994, hence 

this is a direct effect of implementing the TMD.
15

 Also subsequent preparatory work is 

relevant as they might bring forth necessary changes to the VmL in order to adjust the 

legislation to the TMD at a later stage, after experiencing that previous changes were 

not enough. Earlier preparatory work, deriving from time before the TMD came into 

force, is of relevance when determining the content of national law that was not consi-

dered necessary to change due to the TMD. Websites of national and EU IP authorities, 

courts and other authorized organizations are being used as guidance by serving general 

information about the topic. 

To put emphasis on the practical application of the confusion doctrine, a more thorough 

investigation of case law is carried out as a part of the research method. The results 

                                                 
15

 Prop 92/93:48. 
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from the formal and initial investigation are serving as indicators as to what aspects of 

the doctrine that needs to be further investigated in case law. The practical application 

of the doctrine is such an essential feature of this thesis’ purpose that the case law is be-

ing given the weight of, and is being critically analyzed towards the background of, a 

legal theory that implies that the meaning of a rule is determined by its actual use. In 

this case, consequently by its application by legal authorities and courts. This empirical 

legal theory lies within a deeper philosophy that implies that a word gets its meaning 

through use. Thus, a word or a rule can have a different meaning in a different situation, 

which is being held in mind during the research process. The perspective of this theory 

is being used as it is considered to have special relevance in areas where there is a need 

for balancing of interests
16

, which is not rarely being the case in the legislative process 

of trade marks.
17

 

The appropriate decisions and rulings for the case study are inter alia a result of my 

findings in the first investigation stage, when investigating the formal compliance be-

tween the two legal systems. Some of these cases are raised to my attention due to the 

inconsistency with other judgments and other sources of law. Assorted cases are also 

settled by recommendation of my contact person or by reference in subsequent assent-

ing and similar judgments and decisions, and due to miscellaneous relevance for the 

analysis. In order to safeguard the independence and induction of the case study, a 

handpicking of cases are also conducted from official and authorized providers of case 

law, eg databases inter alia. Focal point and purpose of the case study are utterly being 

to establish principal outcomes that serve as guidance as to determining de lege lata, 

and not on the rulings. 

The thesis is demonstrating a descriptive production as well as a consistent analysis of 

de lege lata throughout the presentation. Therefore, some analytical input will be pre-

sented as we go, but emphasis will be put on a deeper comparative analysis concluding 

each chapter that clearly sets aside my findings from the researched material. The inves-

tigations carried out in stage one and two are also being critically proceeded with the le-

gal certainty kept in mind during the entire process, which will be presented in connec-

tion the analytical sections. 

                                                 
16

 Wessman, Varumärkeskonflikter (2002) pp 18-19. 
17

 Se above in relation to interests of the society; the EU, right owners, consumers, investors. 
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1.3.2 Criticism of the Subject, Method & Material 

The subject’s nature may in itself cause difficulties, as markedly including abstract 

components. The nearly exclusively assessment-related elements of the doctrine have 

automatically an inherent subjectivity and stimulates individually-based outcomes, whe-

reby determining a generally applicable de lege lata within the area based on regulation 

seems hard. Present area of law is also governed by many underlying purposes and 

function-based ideologies which are reflected in principles rather than regulation. Addi-

tionally, associated with these circumstances is also a risk of excessive descriptive sec-

tions in an attempt to determine de lege lata within the area. There are further on 

enormous amounts of preparatory work, case law and legal literature treating the sub-

ject, which might rouse delimitation problems to occur.  

Due to how the potential problem was introduced to me, I sense there is a risk of being 

bias. Therefore it has been particularly important to safeguard an impartial deductive 

method throughout this project. One could also question the reliability and accuracy of 

the results, as it has not been possible to investigate the whole area of case law and thus 

not preclude a falsification of my findings. Nevertheless, regarding the reliability of this 

thesis’ outcome, I rely on the chosen methods and sources to the extent that I only bear 

in mind a reservation for a possible forthcoming falsification. To quote Einstein: ‘No 

amount of experimentation can ever prove me right; a single experiment can prove me 

wrong.’
18

  

The selection of sources has been subject to careful consideration. The used material 

must be considered reliable and accurate at the time of its creation, since mostly consist-

ing of primary sources such as regulation and case law originating from, and supplied 

by national and EU courts and authorities. Nevertheless, due to constant and ongoing 

renewals and restructurings within trade mark law, as in law in general, it is nearly im-

possible to ensure the temporal relevance and validity at all times. This potential risk 

has been beared in mind during the process and the best efforts have been made to safe-

guard the accuracy of the material in that aspect. Supplementary legal sources reviewed 

in this investigation, such as literature and journals, are considered valid and reliable, 

since its creators are highly respected as to their great knowledge in trade mark law. 

                                                 
18

Calaprice, Einstein, The New Quotable Einstein (2005) p 291 (the author has translated the original 

quote, which makes this not an exact quotation). 
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Thus literature and journals do not undertake the same procedural genesis as legislation 

to ensure objectivity, the sources have been used but with the reservation of possible 

subjective elements. 

1.4 Delimitation 

The investigations are limited to a Swedish national and EU perspective, whereby only 

legal sources arising from those legal systems are examined. Existing International 

Conventions and agreements, mentioning the Paris Convention
19

, the TRIPS Agree-

ment
20

 inter alia, are not the subject of this thesis, although influencing the area of trade 

mark law. Due to the excessive amount of legal sources in relation to the topic, mainly 

strong authoritative sources are considered. 

With regards to this thesis, the confusion doctrine is only assessed in relation to article 

4.1(b) and 5.1(b) of the TMD and 4 §, 6 § 1 st and 14 § p 6 of the VmL, thus excluding 

other areas of law where the doctrine also applies. Such exclusions would namely be in 

relation to company names, marketing, competition, and domains. The present legisla-

tive limitation thereto means that, as to examined case law, both registration and in-

fringement proceedings are relevant.  

Since both the CTMR and the TMD cope with the same confusion doctrine, it would be 

a duplication to present both legislative acts in this thesis, whereby the TMD will serve 

as a representative of the EU confusion doctrine. The TMD is moreover the act that the 

national courts have to adhere, and not the CTMR, since the CTMR applies to CTM ap-

plications and the TMD relates to the national applications. 

The preparatory work of the VmL 2011 is not further treated, only mentioned, due to 

the minor substantial legislative changes it stipulates. The suggested modifications are 

mainly structural, and hold no relevance with regards to the confusion doctrine.
21

 

1.5 Terminology 

When it comes to conceptual meanings of this essay, the expression identical or similar 

goods, also includes services. In the context of this thesis, the word trade mark, means 

                                                 
19

 The Paris Convention of the 20 Mars 1883 for Intellectual Property Protection. 
20

 Agreement on Trade Related Aspect of IPR. 
21

 Prop 2009/10:225, Report 2010/11:NU6, see also Levin, ’Ny VML och Förändringar i Firmalagen’ 

(2010) N J [1:10] p 8. 



 

 
8 

both registered and acquired, unless noted otherwise. Furthermore, the term national re-

fers to Swedish. The terms sign and mark will be used in parallel, whereas the term 

trade mark provides for a more extensive concept. 

1.6 Structure 

Chapter 1 constitutes the introduction to this thesis by laying down the background, the 

purpose, the method, the delimitation and the forthcoming structure. The following 

chapter (2) will serve as a general introduction to trade marks, mainly viewed from a 

national perspective, including a presentation of the theoretical objectives and the prac-

tical aspects of trade marks. Chapter 3 will present the relevant regulation and its effect, 

resulting in establishing the formal discrepancies. A thorough investigation of the EU 

statutory terms in relation to the confusion doctrine will be conducted in chapter 4. The 

presentation will compare the two legal systems but from an EU perspective. Chapter 5 

will present the national statutory terms and the general framework of the national con-

fusion doctrine. This will also be presented as a comparison between the EU and Swe-

den, but from a national perspective. The distinctiveness will be treated in chapter 6, 

structured as a comparative study from an EU view. Chapter 7 will provide for some 

general and final thoughts about the subject of this thesis. The thesis will then be con-

cluded by answering its purpose in chapter 8, namely as a conclusion. Chapter 2-6 will 

each have analyzing thoughts as a closing stage. Chapter 3-6 will be structured by first 

presenting the two legal systems seperately and then conducting the comparison in the 

analytical sections. 
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2 TRADE MARKS 

2.1 Purpose & Function 

The traditional and historical function of a trade mark was to state the origin of a mer-

chandise, and hence a quality guarantee.
22

 Through society developments such as indu-

strialization, mass production, the EU and information technology the function of trade 

marks became more complex. Due to new trading channels, and hence increased com-

petition, the need to distinguish merchandises has become even more vital than before.  

Nowadays, the main function of a trade mark is still as an individualization feature, but 

also to satisfy more complex purposes such as subjective functions, eg being a symbol 

for values or a lifestyle or by creating an image or an identity among its consumer.
23

 

Trade marks might also be described as having the dual function of monitoring both 

civil and public interests, by protecting consumers against confusing trade marks and 

protecting right owners’ investments in their trade mark.
24

 A trend can however be dis-

tinguished on both national, European and international level towards the function of a 

greater goodwill protection,
25

 which would enhance the protection of the proprietor. The 

TMD is one indication that point towards such a change.
26

 In the earlier versions of the 

TMD’s Preamble, a trade mark was holding the function of an individualization feature 

solely, but in the later versions the function is held to be in particular an individualiza-

tion feature.
27

 The contemporary concept of trade marks therefore fulfills many more 

functions than the traditional one.  

Many established trade marks are nowadays consisting of high values of goodwill. That 

goodwill holds an own value separated from the goods that the trade mark was original-

ly designated to distinguish. Such values have created an own market consisting of 

transactions with solely trade marks, not the underlying goods, in way of transfers, li-

censing agreements and pledging.
28

 Such transactions are examples of when trade marks 

do not mainly state the origin of the goods, but instead fulfilling a symbolic purpose.
29

 

                                                 
22

 See eg Prop 1960:167 pp 25-26, Levin, Wessman, Varumärkesrättens Grunder (1996) pp 21-23, 127.  
23

 Levin, Wessman, Varumärkesrättens Grunder (1996) pp 21-24.  
24

 Wessman, Varumärkeskonflikter (2002) pp 23-24. 
25

 Nordell, Varumärkesrättens Skyddsobjekt (2004) p 156. 
26

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 127ff. 
27

 See the preamble of the TMD rec 11 and Levin, Wessman, Varumärkesrättens Grunder (1996) p 128. 
28

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 193. 
29

 Levin, Wessman, Varumärkesrättens Grunder (1996)  p 127. 
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At the end of the 1800 century, the trade mark legislation was founded. On national lev-

el the first VmL was constituted in 1884. As a logical outcome of the emerging legisla-

tion within the area was the occurrence of trade mark law disputes.
30

 This historical leg-

islative background is a rational development as the importance of a functioning trade 

mark system increases in line with the values of trade marks. The developed purposes 

and functions of trade marks have therefore called for a more developed legal system. 

2.2 The Trade Mark Right 

A trade mark right means an exclusive right to use a sign as an indicator for certain 

goods in commercial contexts. The trade mark protection can be divided into three le-

vels where the first and absolute part of the trade mark protection covers the use of iden-

tical signs for identical goods. The second part, and the subject of this thesis, covers the 

use of identical or similar signs for identical or similar goods, but is only applicable if 

the situation is causing confusion. The third and extended trade mark protection covers 

the use of signs identical or similar to reputed signs, despite not in relation to identical 

or similar goods, if such use is without due cause taking unfair advantage of, or is de-

trimental to, the distinctive character or the repute of the trade mark.
31

 The first part of 

the trade mark protection is rather easy to establish, whereas the second and third part is 

moreover based on an assessment of conditions for applicability of the protection. With-

in the EU’s trade mark harmonization process, the protection is one of those aspects 

where the EU highlights the very need for a consistent meaning, due to the internal 

market.
32

 ’It is fundamental, in order to facilitate the free circulation of goods and ser-

vices, to ensure that henceforth registered trade marks enjoy the same protection under 

the legal systems of all the Member States’.
33

 

The exclusive right covers both use on goods and packaging, and also oral use.
34

 Excep-

tions are however made for private use, hence not constituting unlawful use. The EU 

harmonization also amounts to the exclusive right being extinguished as soon as goods, 

with the trade mark proprietor’s consent, have been placed on the market within EEA.
35

 

                                                 
30

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 22. 
31

 See art 5 of the TMD and 4, 6 §§ VmL, see also the Preamble of the TMD rec 10. 
32

 The Preamble of the TMD rec 1 and 9. 
33

 The Preamble of the TMD rec 9. 
34

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 62.  
35

 Prop 1999/2000:93. 



 

 
11 

Thus, the exclusive right only covers the first transfer and is after that being regionally 

exhausted. After the goods being exhausted, they can be used and resold within the 

EEA without consideration to the exclusive right, unless the goods have been apprecia-

bly deteriorated or changed, or if any other legitimate reasons exist causing the proprie-

tor to oppose such use.
36

 In the aspect of exhaustion, Sweden had to adopt an EU friend-

ly approach, as other solutions with territorial restrictions would provide the proprietor 

with a right to oppose re-import or parallel import from countries outside that region 

where the trade mark is protected. A proprietor can thereby retain some control of the 

goods by separating different regional markets and maintain competition and price dif-

ferentiation between the markets. With the regional exhaustion the EU’s position as a 

common market is strengthened. 

Furthermore, the exclusive right does not contain a right to oppose sales of parts and ac-

cessories
37

 to an original and trade mark protected product, unless such sale amount to 

confusion as to the origin and commercial link between the undertakings providing for 

such products. The identifying features of the original product must therefore not be 

used on the parts and accessories.  The marketing of parts and accessories may however 

state that the products are intended for the original and trade mark protected product.
38

 

2.3 Obtaining the Trade Mark Right 

2.3.1 Registration 

Trade marks shall be registered in order to be accessible to the public, since the public 

must be able to review the occupied trade marks to avoid infringements. Registration is 

also the most secure way of safeguarding a trade mark right. It is a preventative method 

as the founder of the trade mark has the advantage of being able to apply for registration 

prior to introducing the trade mark on the market. There are three methods to apply for a 

registered trade mark: a national application which enjoys national protection; the 

Community-based application for a CTM which enjoys protection within the European 

Union; or an application through the Madrid system, which offers a pick-and-choose-

country solution opening up for a global trade mark protection.
39

 

                                                 
36

 Art 7 of the TMD and 4a § VmL. 
37

 Also reparation services and similar goods/services with connection to the product/trade mark. 
38

 4 § 2 st VmL, art 6.1(c) of the TMD, Levin, Wessman, Varumärkesrättens Grunder (1996) pp 63-64. 
39

 1 § VmL and Levin, Wessman, Varumärkesrättens Grunder (1996) p 30. 
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2.3.2 Requirements to Register a Trade Mark 

Graphical representation and distinctiveness is the two formal conditions in order to 

register a trade mark, as set out by 1 § and 13 § VmL. Therefore, it is necessary that the 

trade mark is feasible to reproduce graphically on paper. The underlying purpose of 

graphical representation is to keep a public register, and thereby give access to vital in-

formation on existing trade marks in order to facilitate for other undertakings when fo-

recasting their business strategies. Both time and money may be shattered if a company 

produces an identical or similar trade mark infringing an already existing trade mark 

right. The requirement for distinctiveness fulfills the purpose of a need for consumers to 

distinguish good of one undertaking from those of another, and by doing so linking the 

trade mark to the origin of the goods. Distinctiveness can be achieved by an inherent 

distinctiveness or by acquisition.
40

 

Furthermore, the law imposes negative requirements for registration. Ergo, trade marks 

cannot withhold any of the legislative characteristics in order to attain registration. The 

first part consists of the absolute grounds for refusal of registration and is motivated by 

public consideration. It includes the absence of distinctiveness inter alia.
41

 The second 

part is in the interest of prior IP rights and is called the relative grounds for refusal, 

which includes the concept of confusion inter alia.
42

 

2.3.3 Registration Offices 

The Patent and Registration Office (Patent- och Registreringsverket, the PRV) is gener-

ally referred to as the national registration authority. Applications for registrations, op-

positions, renewals etc are within the scope of the PRV’s activities. The PRV’s opera-

tion of trade marks is conducted through classification of goods. The applicant refers to 

one class or more when applying for registration. Consequently, an approved registra-

tion enjoys protection within the class, or classes, assigned for.
43

 The purpose of this 

classification is to simplify the PRV’s administrative proceedings, but it does per se 

meet a protective purpose as well. Sweden, as well as the majority of countries, is con-

nected to a system providing for a common classification of goods, which amounts to 

the same classification in all the connected countries. 

                                                 
40

 13 § VmL. 
41

 14 § p 1-3 VmL. 
42

 14 § p 4-9 VmL. 
43

 16 § VmL. 
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The PRV ex officio
44

 assess all the statutory grounds for refusal prior to a registration, 

including the relative grounds stated in 14 § 6-9 p VmL, that explicitly concern confu-

sion with prior IP rights. The assessment in registration proceedings evaluate whether 

the applicant’s trade mark might be confused with other registered or acquired trade 

marks. Due to natural causes, there are limitations in the capacity of the authorities to 

investigate the acquired trade marks, since the authorities cannot possibly be aware of 

all acquired trade marks. Practically, the most established trade marks are the ones that 

will be included in the authorities’ ex officio assessment in registration proceedings.
45

 

The appeal instance to PRV’s decisions is the independent special court, the Patent 

Court of Appeal (Patentbesvärsrätten, the PBR). The need for their activities has how-

ever been questioned and there are proponents for a transfer of their activities to the 

General Courts, or the introduction of a special court within the IP area, dealing with 

both registration and infringement proceedings.
46

 The last national body in registration 

proceedings is the administrative Supreme Court (Regeringsrätten, the RegR), provided 

that a special permit, a leave to appeal, is obtainable.
47

   

The infringement proceedings are presented before another system of courts, the Gener-

al Courts, operating all civil criminal proceedings and thus not possessing special exper-

tise within the IP area. The number of instances and the procedure of appeal remains the 

same in both proceedings. As there already is a complainant and a defendant in in-

fringements proceedings and the dispute is accordingly related only to their respective 

trade marks, there are of no relevance to investigate large quantities of existing trade 

marks as in relation to registration. 

The EU registration authority, Office of Harmonization for the Internal Market (the 

OHIM), administers applications for CTM’s.
48

 National first level applications will not 

end up before the OHIM, but case law from OHIM is nevertheless of central guidance 

for national proceedings in their interpretation and application of the TMD.
49

 The 

CTMR contains the same concept of confusion as stipulated by the TMD and the OHIM 

                                                 
44

 Ie by virtue of one’s office. 
45

 Levin, Wessman, Varumärkesrättens Grunder (1996) p 69. 
46

 Persson, ’Aktuella frågor; Patentbesvärsrätten 25 år’ (2004) Sv JT p 540. 
47

 47 § VmL and Levin, Wessman, Varumärkesrättens Grunder (1996) p 63. 
48

 The Official Website of the EU, http://europa.eu/agencies/community_agencies/ohim/index_sv.htm, 

accessed 22 September 2010. 
49

 See the cases of RÅ 1999 ref 20 (L10, L11 & L12) and RÅ 2003 ref 74 (R1). 
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is therefore applying the same confusion doctrine as national proceedings are supposed 

to conduct. The national proceedings can however end up before the EU’s appeal court, 

the General Court (the GC) or the European Court of Justice (the ECJ) according to the 

preliminary ruling procedure.
50

 As in relation to all EU legislation, the GC and the ECJ 

have as a responsibility to execute preliminary rulings by interpreting indecisive EU 

legislation. This procedure becomes relevant when a national court needs guidance, or 

even becomes required when there is no national remedy to a decision. Therefore, in re-

lation to trade marks the GC and the ECJ gives guidance to the national courts on the 

implementation of the TMD, simultaneously as they are superior courts in the CTM sys-

tem. The CTMR and the TMD are basically presenting the same arrangement, although 

representing separate appliances of the EU trade mark law. As contrary to the PRV, the 

OHIM merely assess the absolute grounds for refusal, hence the remaining grounds are 

left for potential opponents to bring to light.
51

 The fact that an ex officio assessment of 

relative grounds for refusal is conducted on a national level has many times been up for 

discussion. The Commission Study has also recognized the issue. Comments and propo-

sitions were collected during this study from various business associations, and an 

overwhelming majority proposed an elimination of the national ex officio assessment.
52

 

It has also been extensive national discussions of whether the national assessment is 

conflicting with EU directions and needs to be abolished. The Swedish legislator has 

been approached with a proposition from the National Trade Mark Committee (Va-

rumärkeskommittén), suggesting a restriction of the official review. The proposition in-

dicates that a national development in line with the EU needs to be conducted in aspect 

of registration reviews, but there is nevertheless no obligation at the moment to change 

the existing system. 

2.3.4  Acquired Distinctiveness 

When a trade mark is introduced on the market it rarely holds the status of being recog-

nized. It is often the product that attracts consumers, not the trade mark. If the consum-

ers are satisfied with the product and gains trust for the product and the trade mark, the 

association to the trade mark might become stronger than the association to the product. 

When this happens, the trade mark has become recognized. At this stage, the trade mark 

                                                 
50

 Art 267 of the Treaty on the Functioning of the European Union (Treaty of Lisbon). 
51

 See art 7-8 of the CTMR compared to 14 § VmL. 
52

 Marques, BusinessEurope, AIM, INTA and ECTA’s response to the Max Planck Institute Study. 
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might have reached a distinctiveness that it did not originally have. Hence, trade marks 

that did not perform the required distinctiveness at the stage of introduction, and there-

fore did not achieve registration, can nevertheless enjoy trade mark protection through 

acquisition. The scope of protection through acquisition lies within a geographical limi-

tation as to the area where it is established.
53

 

The TMD merely regulates registered trade marks, but enables the existence of trade 

marks through acquisition on a national level.
54

 It seems however unavoidable that reg-

istered trade marks hold a greater evidential effect, as acquired trade marks must pro-

duce evidences of establishment etc. 

2.4 Analyzing Thoughts 

2.4.1 The Trade Mark Protection 

Within the purpose of this thesis, the second part of the trade mark protection is rele-

vant, which covers the use of confusingly identical or similar signs for identical or simi-

lar goods in commercial context. This protection is obviously relative, and not absolute. 

Whenever the law contains elements of assessment, the risk of subjective elements and 

the lack of an ability to predict the outcome must be more imminent. The second part of 

the trade mark protection therefore seems to have a rather unforeseeable nature. The EU 

has in its trade mark harmonization process highlighted the protection as one of those 

aspects where there is a need for a consistent meaning. The following chapters will try 

to establish some objective framework for this protection, but nevertheless, due to the 

condition of confusion in order to apply this trade mark protection, the law seems to 

impose uncertainties. These potential uncertainties are what underlie this thesis. The 

importance is furthermore the potential effect of this occurrence on the legal certainty, 

which will be discussed during the process as well. 

2.4.2 Structural Considerations 

The national division between administrative and general courts, dealing respectively 

with registration and infringement proceedings might not work for a uniform applica-

tion of the law. The PRV and the PBR is furthermore the only national bodies possess-

ing special competence within the IP area. Structural changes are however considered 

                                                 
53

 2 § VmL, see also Nordell, Varumärkesrättens Skyddsobjekt (2004) p 181. 
54

 The Preamble of the TMD rec 5. 
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on a national level, either resulting in a transfer of the PBR’s activities to the general 

courts or the institution of a special court dealing with all IP cases. Both solutions are 

likely to result in a more uniform application. The later solution is also more likely to 

create a further qualitative application of IP law. 

2.4.3 The Ex Officio Assessment 

The PRV conduct an ex officio assessment of the relative grounds for refusal, meaning 

an assessment of whether the applying trade mark is confusingly similar to prior IPR. 

Contrary to this, the OHIM only assess whether there are absolute grounds for refusal. 

This must indisputably lead to different results in their respective proceedings at a first 

stage. A national application for registration would most likely not be given the same 

outcome as an application to the EU authority in those situations where there exist rela-

tive grounds for refusal. Only when the outcome of a case is opposed or appealed, the 

same application will be conducted on an EU and national level. Despite extensive har-

monization efforts within the trade mark area, and even though the national application 

of law is to be conducted in the light of EU case law, this occurrence has not been sub-

ject to changes so far. Nor does it seem like the impending legislative change of the 

VmL will lead to a change in that aspect. The Swedish ex officio assessment of relative 

grounds of refusal will likely remain until further notice. This diversity however, with 

national authorities applying a contradictory system, must be considered as an unpre-

dictable circumstance, which might consequently lead to legal uncertainty of de lege la-

ta since the EU law per se should be the supreme source of law.  

What does this mean in practice? First of all, there is of course a remedy against relative 

grounds for refusal even on EU level. It lies in the possibility of a subsequent opposi-

tion. Nevertheless, such a remedy must be conducted by a concerned party, which can 

lead to the fact that some refrain from opposing due to cost and time aspects. It must al-

so come to the knowledge of the concerned that a confusingly similar trade mark has 

been registered or has applied for registration. It is therefore likely that many cases will 

slip by unnoticed and disregarded. The ex officio assessment as well has its flaws as the 

authority does not have knowledge of every prior IP right, which leads to the fact that 

many cases slip by unnoticed in such a situation as well. Nevertheless, when the regis-

tration authority conducts an assessment of relative grounds for refusal of registration, 

and the concerned parties also have the possibility to oppose; there are double safety 



 

 
17 

measures to ensure that a proper registration is conducted. The conclusion must per se 

be that a registration office that conducts an ex officio assessment is offering a safer sys-

tem in the view of right owners, both in the aspect of prior IP right owners as their 

scope of protection is safeguarded, but also for a bona fide applicant. The statement that 

a national ex officio assessment might lead to other practical consequences than an EU 

assessment must thereby be considered indisputable. Nevertheless, the TMD explicitly 

states that this area is reserved for national supremacy, whereby it should not be an in-

fringement of EU law. Yet, there might be a question of whether the underlying purpose 

and objective of the TMD is being ignored by giving countries the sovereignty to regu-

late this area on a national level. Must the national regulation, despite the explicit sove-

reignty comply with the objectives of the TMD? If that would the case, the Swedish ex 

officio assessment could be considered to be an illegitimate incompliance with EU law 

because it certainly does not contribute to harmonizing the trade mark area. This is 

however a far too uncertain conclusion, whereby such an analysis is lacking legal foun-

dation. These aspects are however of great importance when discussing whether the 

trade mark area needs to be further harmonized within the EU, which is, as we speak, 

being the case due to the Commission’s ongoing investigation. 
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3 RELEVANT REGULATION 

3.1 Introduction 

The relevant regulation for this thesis was mentioned in chapter 1.1, but will be pre-

sented more thoroughly in this chapter with quotations from the legislation. According 

to the chosen research method, the legislation is the starting point to detect discrepan-

cies between the two legal systems subject to investigation. These discrepancies are re-

ferred to as the formal discrepancies, meaning that they can be deduced from the legis-

lation. The TMD will already at this stage be presented together with its Preamble and 

some basic case law necessary to give substance to the relevant articles. 

3.2 The TMD 

EU case law declares that EU directives only have the capacity of having vertical direct 

effect, ie they can only be enforceable against the state.
55

 Furthermore, a provision of a 

directive must be unconditional and sufficiently precise in order to attain direct effect. 

Horizontal effect of EU directives have many times been subject to interpretation of the 

ECJ and the broadest interpretation done in this aspect was to ‘read in’ the directive in 

the national legislation, ie to interpret the national legislation in the light of EU law.
56

 

These circumstances generate the potential of assigning article 4.1(b) direct effect, since 

addressing relationships between individuals and authorities, with a reservation towards 

the confusion doctrine not being sufficiently precise. Whereas article 5.1(b) would 

probably not be directly enforceable since regulating the relationship between individu-

als, but should nevertheless serve as guidance to national law.  

When the ECJ is faced with a preliminary ruling, it shall, according to established EU 

case law, only supply for the necessary amount of interpretation in order for the national 

referring court to deliver a verdict in the present case. Ergo, it is up to the national court 

to apply the ECJ interpretation and rule on whether confusion is in hand within the 

meaning of the TMD.
57

 

                                                 
55

 See Case C-41/78 Van Duyn v Home office (UK) [1975] Ch 358. 
56

 See Case C-14/83 Von Colson v Land [1984] ECR 1891 and Case C-152/84 Marshall v Southampton 

(No 1) [1986] ECR 723. 
57

 Case C-342/97 Lloyd v Klijsen [1999] ECR I-3819 para 11. 
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The TMD does not focus on harmonizing the member states’ complete trade mark legis-

lations, moreover on those aspects having a direct effect on the internal market.
58

 None-

theless, in relation to some of those aspects the TMD basically requires full compliance. 

In the case of Arsenal v Matthew Reed
59

 the ECJ emphasized that article 5.1 of the 

TMD is an example of absolute harmonization, and national discrepancies may not exist 

when it comes to the plain meaning of the section. Consequently, the Court felt the need 

to settle a homogeneous interpretation of Article 5(1).
60

 Many aspects of that section 

however needed interpretation, whereas a complete interpretation of the article must be 

collected from various cases. The case of O2 v Hutchinson
61

 also emphasized the impor-

tance of a cross-border complying trade mark protection in the light of article 5 of the 

TMD. It is the duty of the Court to give a uniform interpretation of the article.
62

 

Article 4 of the TMD relates to the registration of a trade mark and article 5 of the TMD 

manage the trade mark right, ie the use of a trade mark. Moreover, the 1(b) sections of 

those articles are relevant for this thesis as they specifically provide for the confusion 

doctrine. The relevant provisions are substantively corresponding when it comes to the 

formal conditions for application, meaning that the wordings and the objectives are 

equivalent,
63

 although the articles treat different aspects of the trade mark system.
64

 

EU case law
65

 has thereto declared that an interpretation done in the light of one of ar-

ticle 4 or 5 of the TMD shall apply to the other as well, although mutatis mutandis
66

. 

This is partially supported by the case of O2 v Hutchinson
67

, where the Court said that 

the meaning of likelihood of confusion is the same in articles 4.1(b) and 5.1(b),
68

 but 

nonetheless made a distinction. The registration assessment must be done: ‘to ascertain 

whether there is a likelihood of confusion with the opponent’s earlier mark in all the 

circumstances in which the mark applied for might be used if it were to be registered’
69

. 

                                                 
58

 The Preamble of the TMD and Report 1992/93LU17. 
59

 Case C-206/01 Arsenal v Matthew Reed [2002] ECR I-10273. 
60

 Case C-206/01 Arsenal v Matthew Reed [2002] ECR I-10273 paras 43, 45. 
61

 Case C-533/06 O2 v Hutchinson [2008] ECR I-0000. 
62

 Case C-533/06 O2 v Hutchinson [2008] ECR I-0000 para 56. 
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66
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67
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This clearly implies that a hypothetic assessment is to be done from unlimited scenarios. 

The infringement assessment, implying an actual use, must however be restricted to ‘the 

circumstances characterizing that use, without there being any need to investigate 

whether another use of the same sign in different circumstances would also be likely to 

give rise to a likelihood of confusion’
70

. The later proceeding would thereby be of more 

concrete nature, with restrictions to actual circumstances instead of potential. 

3.2.1 Article 4.1(b) 

‘A trade mark shall not be registered or, if registered, shall be liable to be 

declared invalid… if because of its identity with, or similarity to, the earlier 

trade mark and the identity or similarity of the goods or services covered by 

the trade marks, there exists a likelihood of confusion on the part of the pub-

lic, which includes the likelihood of association with the earlier trade 

mark.’
71

 

3.2.2 Article 5.1(b) 

‘The registered trade mark shall confer on the proprietor exclusive rights 

therein. The proprietor shall be entitled to prevent all third parties not hav-

ing his consent from using in the course of trade… any sign where, because 

of its identity with, or similarity to, the trade mark and the identity or simi-

larity of the goods or services covered by the trade mark and the sign, there 

exists a likelihood of confusion on the part of the public, which includes the 

likelihood of association between the sign and the trade mark.’
72

 

3.3 The VmL 

The VmL regulates the area of trade mark rights on a national level. For the purpose of 

this thesis, the relevant sections are 4, 6 and 14 §§ as explicitly mentioning the concept 

of confusion. The exclusive right conferred on the proprietor, referred to as the trade 

mark protection, is stipulated in 4 § VmL, whereas 6 § VmL makes an effort to define 

the concept of confusion. 14 § VmL manage the registration. More precisely, 14 § 1 st 6 

p VmL mentions the confusion as a relative ground for refusal of registration. 
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3.3.1 4 § VmL 

‘The right to a trade mark… means that no other than the proprietor may in 

course of trade thus use confusingly similar sign for their goods…’
73

  

3.3.2 6 § VmL 

‘Signs are considered confusingly similar under this act only if they relate 

to goods of identical or similar kind…’
74

 

3.3.3 14 § VmL 

‘A trade mark shall not be registered… if the sign is confusingly similar to… 

someone else’s trade mark registered after prior application or… acquired 

when applying for registration…’
75

 

3.4 Analyzing Thoughts 

3.4.1 The Effect of the TMD 

The direct effect of article 4 or 5 of the TMD has not been subject to ECJ interpretation. 

The ECJ has however declared that case law in relation to one of article 4 or 5 of the 

TMD also applies to the other. Since the ECJ also declared that no national discrepan-

cies in relation to the wording of article 5 are accepted, one must assume that no nation-

al discrepancies are accepted in relation to article 4 either. These rulings, in combination 

with the equivalent wording of the articles, result in the conclusion that the EU equate 

the articles, and hence the proceedings, as to the application of the confusion doctrine. 

The general national view is thereto to equate these proceedings. Both legal systems 

however indicate that the actual assessments are to be conducted with a slight variety, 

which will be investigated further. 

3.4.2 Formal Discrepancies 

It is apparent that the national legislator has chosen not to implement many of the terms 

in the TMD, with the result that the two legal systems have a different wording. Both 

relevant articles in the TMD stipulates that there shall be a likelihood of confusion, in-

cluding the likelihood of association. The TMD also mentions the relevant perspective 
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 4 § VmL (author’s translation of the Swedish VmL). 
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when assessing confusion, ie on the part of the public. None of these terms are men-

tioned in the national legislation. Furthermore, the TMD does not provide for a defini-

tion of the term confusion or a clarification of the level of likelihood. The term associa-

tion does not enjoy a substantive meaning either, which makes the term rather abstract. 

A determination of the term public is also lacking. Consequently, in order to establish 

an objective framework and substance to the relevant EU legislation, an investigation of 

these abstract concepts needs to be conducted. 

In the national legislation the confusion doctrine comes to term as a prohibition against 

confusingly similar signs. The statutes do not provide for much guidance as to the 

meaning of the rather subjective and relative term. The only statutory objective restric-

tion on the application of the national confusion doctrine is the limitation to goods of 

identical or similar kind. This raises questions about the meaning of confusingly similar 

and similar goods. 

Another formal observation is that confusion seems to have the same significance in re-

lation to registration and infringement proceedings on both EU and national
76

 level. 

There is however, due to indications from case law and the chosen philosophy method, 

a need to view the application of the doctrine while keeping in mind a potential diversi-

ty of meanings depending on the moment of application, meaning that the confusion 

doctrine might nevertheless have a varying meaning in relation to registration and in-

fringement. 

In the forthcoming chapters, an establishment of the EU’s and Sweden’s general ap-

proach towards the confusion doctrine will be settled by a comparative study, with a 

given emphasis to the detected regulatory differences. The next chapter will have an EU 

perspective with focus on three of the most elementary EU cases in relation to the con-

fusion doctrine: the Sabel v Puma case, the Canon v Metro case and the Lloyd v Klijsen 

case
77

. 
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4 THE EU STATUTORY TERMS 

4.1 Likelihood of Confusion 

4.1.1 The Concept of Confusion 

The original confusion doctrine denoted the risk of consumers confusing the goods, ie 

actual confusion. The current view of confusion do not require a risk of confusion as to 

the goods, it is merely sufficient with confusion as to a commercial link between the 

undertakings, ergo a license agreement, provision, consent or other cooperation between 

the undertakings. The contemporary meaning of confusion is referred to as indirect con-

fusion,
78

 and shall be applied in the light of the principle of origin.
79

 

4.1.2 The EU View 

The above development concerning the confusion doctrine can be discerned from an EU 

perspective, supporting the obvious change of focus towards a stronger protection for 

the trade mark proprietor. In the ECJ cases of Adidas v Marca Mode
80

  and O2 v Hut-

chison
81

 the Court stated that the perception of the relevant public that the goods come 

from the same undertaking or from economically linked undertakings is enough for a 

potential likelihood of confusion.
82

 Furthermore, ECJ has explicitly declared that the 

confusion doctrine shall be applied in the light of the principle of origin.
83

 

The TMD explicitly mentions the likelihood of confusion, but do not provide for further 

details as to the application of the doctrine. The ECJ has therefore, since the introduc-

tion of the TMD, distributed case law interpreting the articles. Through several cases the 

ECJ has established four conditions in order to enforce the confusion doctrine as to un-

lawful trade mark use, namely: it must be in the course of trade; it must be without the 

consent of the trade mark proprietor; it must be in relation to identical or similar goods 
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and it must affect or be liable to affect the functions of the trade mark, in particular its 

function of guaranteeing to consumers the origin of the goods or services.
84

  

The ECJ thereto declared that it is for the national courts to determine whether a likelih-

ood of confusion exists,
85

 but has nevertheless provided for some compulsory guide-

lines when making that assessment. With reference to the Preamble of the TMD, the 

ECJ declared that the likelihood of confusion depends on elements such as: 

 the recognition of the trade mark on the market 

 the association which can be made with the used or registered sign 

 the degree of similarity between the trade mark and the sign 

 similarities between the goods identified 
86

 

The Canon v Metro
87

 case emphasized the fundamentals of a global assessment, ie tak-

ing into account all the relevant factors in the case. Nevertheless, the sign and goods si-

milarity were held to be of particular importance. Further on, there is an interdepen-

dence between sign and goods similarity, hence a lesser degree of sign similarity re-

quires a higher degree of goods similarity, and the other way around.
88

 The ECJ also 

stressed, in accordance with the TMD and its Preamble
89

 that: ‘the existence of a confu-

sion risk does not solely come down to the similarity between the trade mark and the 

sign. The risk of association between the trade mark and the sign must also be consi-

dered’
90

. The case of Lloyd v Klijsen
91

 developed this further by stating that account 

should be taken to the intrinsic characteristics of the trade mark, (ie distinctiveness), the 

products, the recognition on the market (ie market share, geographical area, actual use), 

investments as to marketing the trade mark, the capability of the consumers to state the 

origin of the trade mark and statements from business organizations. 

Despite the effort to provide for an objective framework, the EU confusion doctrine has 

been described as: ‘flipping a coin is about as good as thoughtful analysis’ or ‘confu-
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sion often is in the eyes of the beholder’
92

. This can be illustrated with examples. The 

registration of the trade mark ‘Mariflex’ was opposed by the trade mark ‘Marlex’, based 

on a likelihood of confusion. The registration concerned the same product class. The 

OHIM found no likelihood of confusion because the word ‘flex’ was a describing com-

ponent of the product, and the dominant component of  the applicant’s trade mark, ‘ma-

ri’, was due to the name of the applicant. ‘Affilene’ was held by OHIM to be confusing-

ly similar to ‘Affilin’, while ‘Nars Des’ was not confusingly similar to ‘Mars Des’. 

‘Galvalloy’ was too similar to ‘Galvallia’, while ‘Picasso’ was not similar to ‘Picaro’.
93

 

It seems as these examples could just as easily be argued to be confusing situations as 

the opposite. Not only the OHIM has been accused of conducting an unpredictable as-

sessment, also the ECJ has been claimed to apply a case by case approach.
94

 

4.1.3 The National View 

The national confusion doctrine, accused of formerly being static and technical, demon-

strates a development towards the more abstract EU approach as well. Thus increasing 

the protection of the proprietor. The national development has however merely been 

stated as being in the direction of the EU development, suggesting that the EU has come 

a lot further.
95

 National case law thereto confirms this development, stipulating that the 

risk of whether the consumers de facto confuse the goods is no longer a determining 

factor when applying the confusion doctrine. Further on, trade mark law does not pri-

marily serve as guidance for consumers in their choice of product; moreover to protect 

the proprietor’s interests in the form of preserving their goodwill. The risk of a percep-

tion of a commercial link between the goods is thereby determining.
96

   

There is a general national view that the confusion assessment is the same in relation to 

registration and infringement proceedings.
97

 This is supported by case law from the HD, 

indicating that a single application and assessment of the confusion doctrine in relation 

to registration and infringement proceedings is desirable.
98

 The national preparatory 
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work to the current VmL however makes a distinction between the two proceedings.
99

 

Legal literature has in its turn declared that judicial case law should provide guidance to 

administrative case law, and not the other way around, implying that they should at least 

comply. On the other hand, there are unavoidable circumstances that justify diversity in 

the application of the confusion doctrine due to the temporal occurrence of the proceed-

ings. The General Courts might have access to material and evidences not existing at the 

stage of registration.
100

 These circumstances are however contradicted by the view of 

applying the confusion doctrine in a theoretical manner.  

National preparatory work, case law and legal literature strongly advocate a global as-

sessment in relation to confusion,
101

 suggesting taking into account all the relevant fac-

tors relating to the trade marks. With some distinction to EU law the main factors are: 

 Similarities of signs 

 Similarities of goods 

 Distinctiveness 

 Incorporation 

 Actual use 

 The Public
102

 

An interaction exists between the two most fundamental assessment factors of the na-

tional confusion doctrine as well. An overwhelming existence of one factor requires a 

lower prevalence of the other factor. Ergo, an identical sign similarity imposes a lower 

requirement on goods similarity, according to the product rule.
103

 Nonetheless, all high-

ly renowned legal practitioners encourage a global assessment with no dividing and se-

parating into more or less note-worthy and protection-worthy elements.
104

 Furthermore, 

national case law has, in line with EU case law, indicated that the interaction between 

the different factors of the global assessment of confusion is subject to national discre-
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tion. In the case of Bregott v Så Gott
105

 the national court declared that the impact of the 

common dominant components is not a question for the ECJ, moreover the national 

courts: ‘The mutual relevance of the circumstances and the significance in relation to 

other relevant facts is a question for the national court to assess’.
106

 

The effect of the product rule was illustrated in the of case O2 Communications v O2 

Energi
107

 where the sign similarity concerning the dominant component was held by the 

PBR to be significant, but confusion was despite not imminent due to diversity of 

goods. The former trade mark was designating transport and travel, whereas the later 

trade mark was designating distribution of electricity. The case Easy-Vent v EleVent
108

 

shows that the opposite outcome can be reached when there are substantial similarities 

of signs and identical goods. The latter case was held to be an infringement. 

4.2 Likelihood of Association 

4.2.1 The Concept of Association 

Association is connected to a trade mark’s reference and meaning.
109

 The reference 

suggests the objective expression of a trade mark, like the common linguistic meaning, 

whereas the meaning implies the subjective impression. Therefore, the meaning of a 

trade mark corresponds to the associations it creates. Thus, it can be difficult to make 

associations regarding a trade mark with only a reference,
110

 unless the trade mark has 

an intrinsic distinctiveness and therefore carries an original meaning due to a strong ref-

erence.
111

 Conceptual associations are essential elements of a trade mark. Without asso-

ciations, hence without a meaning, a trade mark is risking to reflect no own value but 

only an objective reference. More concretely, confusion might be at hand when two 

trade marks have the potential of creating association with one another. Examples of 

when confusion by association can be at hand will be presented below as an illustration.  
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4.2.2 The EU View 

The likelihood of association is explicitly mentioned in both relevant articles in the con-

text of a likelihood of confusion. The Preamble of the TMD does not give any further 

guidance as to how the concept of association is to be applied. According to the legal li-

terature, the TMD has been influenced by the common law system of the Benelux coun-

tries. It has therefore been held that, even though the TMD does not explicitly give an 

independent protection against association,
112

 the concept shall be interpreted in the 

light of the meaning that the concept holds in Benelux, which would imply that the pro-

tection is extended to cover association even without a confusion risk.
113

 

This reasoning is contradicted by EU case law. In the case of Sabel v Puma
114

 the ECJ 

held that the wording of art 5.1(b) aims to define the scope of the confusion doctrine. 

The risk of association is therefore not an option to confusion, moreover a precision of 

the protection.
115

 In the case of Lloyd v Klijsen
116

 the Court thereto ruled that confusion 

includes association and association is not an alternative or option to the confusion risk, 

it is thus moreover a clarification of the scope. The Advocate General declared in the 

former case that an independent association criterion would give a too broad protection. 

A more restricted requirement on confusion was considered as a more appropriate and 

manageable demarcation of the protection.
117

 The Court also emphasized in another 

case that article 5.1(b) applies only if there exists a likelihood of confusion on the part 

of the public, due to the identity or similarity between the signs and the goods.
118

 A cla-

rification has thereto been made about the national courts obligation to establish a like-

lihood of confusion, and not just a likelihood of association.
119

 The present rulings un-

dermine the influence of the Benelux countries’ view of association. The appearance of 

association in a second stage has also been treated in EU case law, ie post sale confu-

sion. The Arsenal v Matthew Reed
120

 case presents a possibility that consumers might 

confuse the origin of the goods if they come across the goods after they have been sold. 
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4.2.3 The National View 

National trade mark legislation does not mention association. This lexical discrepancy 

between national and EU legislation was early up for discussion in national case law, 

but was not held to constitute any practical, or even theoretical, relevance to the applica-

tion of the confusion doctrine. The national legislator held that the confusion doctrine 

nonetheless included a consideration to an association risk, and according to statements 

from national case law, the confusion doctrine ought to provide for an even stronger 

protection against association after the implementation of the TMD.
121

 The only legal 

ground for including conceptual association in the traditional national confusion doc-

trine is represented in the preparatory work of the VmL, as one of the sensory impres-

sions to consider when assessing the sign similarity. Despite the view of applying the 

confusion doctrine equally in relation to registration and infringement proceedings,
122

 

the preparatory work of the VmL states that conceptual association shall only in excep-

tional cases be given weight in registration proceedings, and only when assessing the 

sign similarity.
123

 This standpoint corresponds to the theory above, as to the reference 

and meaning of a trade mark. A trade mark might not have a meaning, ie association, at 

the registration stage, but probably by the time of infringement. It is therefore logical 

that associations are not given the same weight in relation to registration proceedings as 

there might not be any associations, ie meanings, to consider. 

The traditional national concept of association can be discerned from case law before 

the TMD came into force. In the case of God Morgon v God Natt
124

 the Court stated 

that confusion was imminent due to linguistic and conceptual similarities and despite 

visual and aural differences in relation to the same type of goods. Both the PBR and the 

RegR had the same view. The case of Principe v Princesse
125

 constituted confusion due 

to conceptual association as the first trade mark means prince in Italian and the later 

trade mark means princess in French. The Weisses Rössl v White Horse
126

 case did not 

amount to confusion as the public was not considered to understand the conceptual 

compliance between the two trade marks, both having the meaning of white horse but in 
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different languages. Thereto, the Cougar v Puma
127

 case presents a conceptual associa-

tion compliance between the disputed trade marks. Nonetheless, the Court did find con-

fusion to not be at hand, as the meaning of the word Cougar was not widely known. 

Galliano v Gaetano
128

 in 1995 was the first case after the implementation of the TMD 

that had the opportunity to create judicial precedent by extending the national associa-

tion protection in line with EU law.
129

 The Court did emphasize a consideration to the 

association risk with reference to EU law, but did not give any further guidance as to the 

application since association was found to have no significance in this case. Unfortu-

nately, this case merely presented a theoretical consideration to the association risk and 

the judgment therefore gives limited guidance as to the practical compliance with the 

TMD’s concept of association. Present case was thereto infringement proceedings, and 

gives no guidance whatsoever in the more uncertain area of registration proceedings. 

In a later infringement case from 1999 the Court interpreted article 5 of the TMD and its 

conformity with 6 § VmL. The interpretation concerned a potential need of a prelimi-

nary ruling from the ECJ. The proprietor of the registered trade mark ‘Bregott’ filed a 

complaint against the trade mark ‘Så Gott’, based on confusion through association. The 

Court expressed a suspicion that the later trade mark was chosen in order to be asso-

ciated with the prior trade mark. The question then aroused to what impact associations 

have on a confusion assessment. The Court concluded that the question already had 

been answered by the ECJ in the case of Sabel v Puma.
130

 Thus, association was to be 

regarded in the assessment of confusion, namely as a certain form of confusion.
131

 

Later national administrative case law presents a more imminent consideration to asso-

ciations. In the case of Essen v Essens
132

 from 2008 confusion was held by the Court to 

not be in hand. The sign and goods similarity was more or less identical but associations 

counteracted those similarities. The Court correctly took account of the association risk, 

but the outcome can be questioned as to giving a fair representation of a potential con-

fusion risk assessed globally in the view of the public. This matter is however a ques-
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tion of how to balance the different components of the confusion doctrine, and not so 

much a question of compliance between national and EU law. 

In another completely fresh registration case from the PBR the trade mark ‘Port Out’ 

was claimed to be confused with ‘Port’. Identity of goods and identity of dominant 

component of signs were claimed to be present. The Court held that the dominant and 

common component did not automatically associate to the goods (bags), moreover to 

the general meaning of the word port, but however ruled for termination of the younger 

trade mark ‘Port Out’. The Court justified its decision by pointing out that ‘Port’ had 

distinctiveness as to the registered goods.
133

 The conceptual association seemed to be a 

decisive factor in this case, and thereby suggests that the association stipulated in article 

4 of the TMD is represented in national law despite not being statutory. The underlying 

decision from the PRV is not accessible to the public, but it has been held in a recent ar-

ticle that the PRV took even greater account to the association than the PBR. The histor-

ical meaning of the term port out was given weight and thus no confusion was forth-

coming.
134

 Ultimately, both the PRV and the PBR did not only consider associations, 

but also let them serve as determining factors, despite with different outcomes. 

4.3 The Public 

4.3.1 The Concept of Public 

The TMD stipulates confusion on the part of the public and the national legislation 

mentions no such thing. Therefore, an investigation of the substance of the term is 

needed on an EU level. A review of the national legislation is however justified as well, 

to see if it contains such a perspective despite not being statutory warranted. 

4.3.2 The EU View 

The ECJ has declared that the impression of the average consumer of the present cate-

gory of goods is determining when assessing confusion. Furthermore, the average con-

sumer is believed to be generally or reasonably well informed and reasonably aware, 

observant, circumspect and enlightened.
135

 Such an average consumer is deemed to get 
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an overall impression of a sign.
136

 That must hence be the definition of the relevant pub-

lic from an EU perspective. The case of Alcon v OHIM
137

 discussed whether or not sub-

sequent buyers should be included as the relevant public, or if only the direct buyers 

should be considered. The Advocate General was a proponent for only including the po-

tential direct buyers, even though these specific goods normally ended up at subsequent 

users. The CFI however ruled in favor of including end-users and the ECJ agreed upon 

this broadening of the relevant public. The ECJ expressed that an end-user might have 

an influence on the direct buyer as to its choice of product, and thereby justifying the 

inclusion of end-users as the relevant public when assessing confusion.
138

 In the case of 

LTJ Diffusion v Sadas
139

 the ECJ stated that it is settled case law that the essential func-

tion of a trade mark is to guarantee the origin of the goods to the consumer or end-user 

by enabling him, without any possibility of confusion, to distinguish the goods.
140

 The 

case of Canon v Metro
141

 thereto enhanced that end-users should be considered when 

assessing the similarities of goods as well.
142

 This statement should hence clarify any 

uncertainties as to whether end-users should be taken into account when considering the 

term on the part of the public. 

The case of Arsenal v Matthew Reed
143

 treated a related question; confusion arising post 

sale in a subsequent downstream of buyers, or observers. The Court declared a possibili-

ty that consumers, when coming across goods post sale, might confuse the commercial 

origin of the goods.
144

 The ECJ however stated that the outcome of the case was not 

clear enough to establish a general rule, saying that confusion post-sale is somehow a 

separate question from establishing the relevant public. The case of Picaro v Picasso
145

 

declared that in some cases, when assessing the overall confusion, it is justified to con-

sider that, depending on the trade marks and the goods, the average consumer might pay 

greater attention at the time of purchase rather than afterwards.
146

 This implies that post 

sale confusion is not precluded. It also suggests the more principal outcome that the 
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perspective of the public may vary from case to case. The legal situation must thereby 

be considered uncertain in relation to post sale confusion. 

4.3.3 The National View 

National case law refers to the public, meaning thereto the average consumer of the 

present category of goods. The relevance of the public becomes significant at the stage 

of assessing the overall confusion risk,
147

 This might at a glance seem contrary to the 

EU application, more specifically assessing the relevant public in relation to the specific 

category of goods. This fact should however not cause any practical relevance since the 

substance of the term corresponds. National case law thereto refers to the average con-

sumer with reasonable awareness, whereas legal literature includes purchasers and end-

users, as well as other intermediaries in the term public.
148

  

The case of La Copie
149

, which was prior to the TMD, concerned open sale of copies, 

whereby the risk of confusing a purchaser was unlikely. The lower courts however 

stated that despite no confusion at the moment of purchase there might be a need for 

protection. Such a need arises after the moment of purchase when people connected to 

the purchaser sees the product and then might confuse the commercial origins. Hence, 

there is a need for protection since the prior trade mark might suffer harm to its good-

will if the similar product does not keep the same standard.
150

 This extended post sale 

protection is obviously in the interest of the trade mark proprietor. As the Court also 

stated in this case, the consumers do not need protection in situations where a confusion 

risk is not present due to an unmistakable commercial origin. 

4.4 Analyzing Thoughts 

4.4.1 Likelihood of Confusion 

The expansion of the confusion doctrine seems indisputable, meaning that the contem-

porary concept covers confusion as to a commercial link between the undertakings. This 

circumstance increases the trade mark protection in the perspective of the proprietor. 

There are indications that the confusion doctrine still moves in the direction of stronger 

protection for the proprietor and the EU seems to be ahead in this development. 
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Due to the lack of details in the relevant legislation in both legal systems, the confusion 

doctrine must be established by interpretation. The ECJ has established assessment fac-

tors when applying the doctrine. These criteria’s are essentially complying on a national 

level. Nonetheless, the ultimate assessment of confusion is to be conducted on a nation-

al level, leaving some discretion to the national courts. Both legal systems thereto 

comply as to advocating a global assessment when aggregating the assessment factors, 

meaning a consideration to all relevant circumstances in the case. Despite this consen-

sus, a practical compliance might be difficult to achieve; partly because of the division 

into different components and partly because of the interaction between the compo-

nents. As exemplification, both the EU interdependence and the national product rule 

suggest that a lack of sign similarity can be compensated by a greater similarity of 

goods. Factors such as a strong distinctiveness may also affect the overall impression by 

compensating a lacking component. These rules seem by nature to counter the global 

assessment. It is moreover the characteristics of the individual situation determining the 

likelihood of confusion, and consequently some features are more determining than oth-

ers. There are however a complying view between the two legal systems presenting the 

sign similarity and the goods similarity as the most important factors, whereby they 

shall be given special attention in the global assessment. 

4.4.2 Likelihood of Association 

The TMD’s concept of association has been well settled by the ECJ and there should 

not be any uncertainties in relation to the application. The application scope of associa-

tion must be considered to lie within the frame of confusion, meaning that it cannot be 

applied independently from the confusion doctrine. This is however the only restriction 

that can be distinguished from EU case law as to conceptual associations. The EU 

courts consider the association risk liberally and on a regular basis. In basically all in-

vestigated cases from the ECJ emphasis is given to the association risk, suggesting that 

the association risk is an intrinsic part of the confusion doctrine that shall be given the 

weight of a compulsory and independent assessment factor. The influence from the Be-

nelux countries on the EU’s concept of association would cut the concept of confusion 

out of its function, which makes such a broad interpretation of the TMD not likely, 

since the wording still includes a confusion risk. The law of the Benelux countries is not 
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something that Sweden has to comply with, whereby their concept of association is less 

important. Of importance is moreover the EU case law. 

The effect of association is an argument that speaks in favor of a different practical ap-

plication of the confusion doctrine in relation to registration and infringement proceed-

ings. Conceptual associations are depending on a trade mark’s distinctiveness (refer-

ence) or incorporation (creation of a meaning). Hence, there must generally be a varia-

tion as to conceptual associations at the temporal varying stages of registration and in-

fringement proceedings. It generally requires a distinctive trade mark in order to create 

association in the early stage of registration, since one cannot rely on incorporation of a 

trade mark as an association triggering factor in those cases.  This means that a non dis-

tinctive trade mark most likely have no association to consider in the early stage of reg-

istration. Quite the reverse, both distinctiveness and incorporation can be relied upon as 

association triggering factors when assessing confusion in relation to infringement pro-

ceedings, since the time of use of the trade mark is more likely to trigger association. 

This reasoning would justify, and make diversity between registration and infringement 

proceedings logical in the aspect of the association risk. 

This is also supported by the traditional national view of association, presented in the 

preparatory work of the VmL, to mainly consider associations in relation to infringe-

ment proceedings when assessing the sign similarity. In the review of national case law 

before the TMD came into force, one can thus detect a more limited and inconsistent 

application of the association risk, with consideration to more concrete aspects. Focus 

was on the perception of the public, with regards to language skills and ability to under-

stand conceptual similarities between trade marks. The national association risk seemed 

to narrowly focus on actual association, not targeting association in general. The associ-

ation risk was not given the weight of an independent assessment factor of the overall 

confusion doctrine, ie as it appears in the TMD. 

The national case of Quinny v Quinns Corner
151

 is another indication pointing towards 

the national confusion doctrine being applied differently in registration and infringe-

ment proceedings. Theoretically, it seems unavoidable that the two proceedings are as-

sessed with some distinction, due to circumstances like those in the present case. As a 
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consequence of the temporal occurrence the general courts will have access to informa-

tion that the administrative courts do not have, which more or less can serve as evi-

dences, and it seems unreasonable to not take this into account. In registrations proceed-

ings the authorities and courts are restricted to hypothetical assessments as there are no 

actual evidences to support the assessment. This is however not complying with the 

view that the confusion doctrine is of a theoretical nature, meaning that many of the as-

sessment elements have a theoretical character, not considering actual circumstances. I 

nonetheless believe that it is unavoidable, in practice, to not consider the additional ma-

terial that the General Courts might have access to in relation to infringement proceed-

ings, meaning that my conclusion is that some diversity is justified and most likely to 

occur. A slight reservation is however held in relation to these circumstances as the case 

of Quinny v Quinns Corner derives from time before the TMD came to force in Swe-

den. 

This approach is furthermore not in line with the TMD or EU case law, more or less 

equating the two proceedings. Consequently after the adoption of the TMD, national 

case law although not completely consistent among the legislative bodies, has presented 

a transition towards the EU’s concept of association. National case law from the early 

years of the TMD presents uncertainties as to the national application of association, but 

recent administrative case law presents a clear compliance with the EU’s concept of as-

sociation. Associations are now considered on a more regular basis and also in a more 

wide sense than just in relation to the sign similarity. Many of the investigated cases 

emphasize the association risk by referring to the EU’s concept of association, ie as an 

assessment factor of the overall confusion doctrine. Since associations even has been 

considered in relation to registration proceedings, conclusion can thereto be made that 

the preparatory work of the VmL might have lost its authority, unless the cases were of 

that exceptional character that, according to the preparatory work, justifies a considera-

tion to association in relation to registration proceedings. Although the later decisions 

were from lower courts and therefore not constituting the same authority as judgments 

from the RegR, the fact that their jurisdiction is accurate is nonetheless vital from a 

perspective of legal certainty, as not all cases are given leave to appeal in front of the 

Supreme Court. If these proceedings are examples of general nature, the national appli-

cation seems to have adjusted well to the TMD in the aspect of association. The investi-

gated national case law is however not completely consistent, as some courts still shows 
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a tendency to refer to national preparatory work instead of EU related sources of law, 

thus implying that the EU harmonization needs further review in this aspect. It is in my 

view, necessary to once and for all establish both on national and EU level, the interac-

tion between association and the two different proceedings, in order to avoid any ambi-

guities. 

4.4.3 The Public 

The public is mentioned in the EU legislation, however not in the national legislation. 

The EU perspective when assessing the likelihood of confusion and hence the likelih-

ood of association is to be done in the view of the public. This perspective seems to in-

clude an average consumer with reasonable awareness, meaning both buyers and end-

users. It is however unclear if the EU concept of the public also includes an observant of 

the goods after purchase, ie post sale confusion. Despite not being mentioned in the na-

tional legislation, the public has nonetheless a fundamental role in the national confu-

sion doctrine as well. National case law has thereto determined that the public includes 

reasonably aware buyers and end-users, but also an observant of the goods after pur-

chase. Ergo, there are variations of the EU and national substance of the public, but they 

are insignificant. A distinction can however be made in relation to what stage of the 

confusion doctrine that the term public becomes relevant. According to national case 

law, the public is relevant when assessing the overall confusion doctrine, as an assess-

ment factor to consider. Whereas the ECJ, despite the statutory wording of an overall 

perspective in the view of the public, has interpreted the public as the one of the present 

category of goods. Despite the fact that the term public theoretically appears at different 

stages of the EU and national confusion doctrine, the term ultimately should have the 

same effect and perspective due to a corresponding substance. 

After establishing substance to the EU statutory terms on the confusion doctrine, the 

next chapter will review the doctrine from a national perspective. To reconnect with the 

purpose and method of this thesis, the investigation will be carried out by a comparison 

with the EU’s approach to the confusion doctrine. The review will focus on detecting 

similarities and discrepancies with emphasis on the application of the doctrine, ie case 

law. 
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5 THE NATIONAL STATUTORY TERMS 

5.1 Confusingly Similar Signs 

5.1.1 Introduction 

The national confusion doctrine comes to term in the VmL by the expression confusing-

ly similar signs. Theoretical meaning to that phrase can be retrieved from the preparato-

ry work of the VmL and legal literature, whereas the practical substance moreover can 

be collected from case law. Many aspects of the national confusion doctrine have al-

ready been treated in the previous chapter when investigating the confusion doctrine 

from an EU perspective. Additional aspects will however be presented in the present 

chapter, with some further investigation of already mentioned ones. 

5.1.2 The National View 

5.1.2.1 Sign Similarity 

The occurrence of confusion is easy to establish in cases of essentially identical signs.
152

 

When there are only certain similarities between the signs an assessment becomes ne-

cessary. Such an assessment varies depending on the form of the relevant sign, ie 

whether there is a word, sound, logo, fragrance or other form of sign. Hence, different 

characteristics must logically be taken into account and affect the outcome. There are 

however some general guidelines, mentioned already in early national preparatory work. 

It is the human sensory impressions, in terms of visual, aural and association impact, 

that shall be given due weight when assessing the sign similarity. 

Trade marks in terms of logos that are visually identical are considered to be unrestric-

tedly confusable. When there are solely similarities between visual parts of two logos 

their significant features might affect the whole assessment. When there are no signifi-

cant features that can determine a similarity, one have to fall back on a global assess-

ment of the logos.
153

 Similar trade marks consisting of words can be confusable when 

the spelling is similar, even though the conceptual meanings of the two words are totally 

unrelated. In the case of Esoterica v Exotica
154

 the visual similarity was enough to cause 
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confusion, and the conceptual incompliance was to be neglected as the consumers were 

presumed to not understand the conceptual meaning of ‘Esoterica’.
155

 Furthermore, the 

addition of a component or a word to a prior word trade mark does not automatically 

remove the confusion risk. In the judicial case of Quinny v Quinns Corner
156

, the word 

corner did not neutralize the confusion risk, due to the dominant character of the com-

mon part. Descriptive word trade marks are however treated with a distinction in rela-

tion to both visual and aural impact. Such trade marks do not benefit from the same pro-

tection.
157

 Hence, rather descriptive trade marks can be registered or gain protection 

through acquisition despite an earlier and confusingly similar trade mark. 

Administrative case law from 2003 shows how the visual and aural similarity led to re-

fusal of registration. A company applied for registration of the trade mark ’Forever 

Sport’ in relation to umbrellas, suitcases inter alia, but it was held to be confusingly 

similar to the prior trade mark ‘Forever’ in relation to clothing. The applicant claimed 

that their mark gave completely different associations because of the component Sport, 

but both the PRV and the PBR declared confusion risk due to visual and aural similari-

ty, ie not giving association a determining affect. The present case might indicate that at 

least the first and second national instance did not give the appropriate weight to con-

ceptual association, but it might also be the case that the conceptual diversity was com-

pensated by an overwhelming sign similarity. 

Sound marks can be held confusable when the pronunciation is too similar. It might be 

sufficient that a part of (like a syllable), or a word of a trade mark (when the trade mark 

consists of more than one word), is identical or similar to a prior trade mark to establish 

confusion. Ergo, two marks with an identical or similar component can be held confus-

able, even though the rest of the marks and the conceptual meanings are differing. Na-

tional legal literature however claims that the confusing part of two signs must then be 

what the consumers associate the trade mark with and also where the emphasis of the 

sign is.
158

 In the case of O2 Communications v O2 Energi
159

 the sign identity concern-

ing the dominant component was held by the PBR to be significant, both in visual and 

aural meanings. This is probably deriving from the fact that the words that separate the 
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trade marks from each other, ie communications and energi, are of a descriptive nature, 

whereas the common word O2 has more distinctiveness. 

Case law from national judicial proceedings suggests the possibility to take into account 

an extended range of factors due to the existence of other elements to consider, which 

wouldn’t be the possible at the early stage of registration. In the case of Quinny v 

Quinns Corner
160

, the Court considered the price range, the image, the placement of the 

trade mark on the products and their exterior when determining the sign similarity.
161

  

5.1.2.2 Application Principles 

The assessment of sign similarity shall according to the traditional national confusion 

doctrine be done in the view of certain principles. The underlying objectives of those 

principles can be distinguished from the preparatory work of the VmL,
162

 and the na-

tional legal literature has subsequently defined these as to being three.
163

 

All relevant circumstances shall be taken into account, ie the global assessment prin-

ciple.
164

 National case law has declared that this principle shall be applied in judicial as 

well as administrative proceedings.
165

 The principle is at least to be derived back to the 

preparatory work of the early VmL from 1884, where stating that confusion is due to 

the total impression that the disputed signs are delivering.
166

 National legal literature has 

pointed out that this principle can amount to an expansion of the proprietor’s protection 

as well as a reduction. Certain significant components of the sign might, despite differ-

ences between the sign in its entirety, take over the overall impression and cause confu-

sion, which ultimately would expand the protection of the prior trade mark. On the other 

hand, a global assessment might just as well propone no confusion by not giving the 

significant components their due weight, as the signs in their entirety are not similar. 

Hence reducing the scope of trade mark protection.
167

 In practice it would not rarely 

lead to confusion when the most significant components of a sign are common, since 
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the significant features of a sign probably make the strongest impression on consumers. 

This aspect should be given due weight since the assessment shall be done in the view 

of how consumers perceive the trade mark on the market. This reasoning is also sup-

ported by national judicial case law where the HD stated that dominant or significant 

components shall have a decisive effect on the overall impression.
168

 This is however 

contrary to case law emphasizing the global assessment by declaring that breakdowns 

into protection-worthy components should not affect the sign similarity assessment. 

Such an assessment shall, if feasible, be based on the signs in their entirety.
169

 

The second application principle is the one of the fading memory image, stipulating that 

consumers do not have the possibility of seeing both signs simultaneously, and must 

therefore rely on their memory image of the sign. In the application of this principle, the 

Court will assess a hypothetical confusion risk, meaning that a sign similarity assess-

ment will not be conducted by placing the two signs side by side.
170 

 

The third principle means that not all cases can be assessed in the same manner as there 

are individual circumstances in each case, and in particular with regards to the goods. 

The assessment factors might therefore be given varying weight due to the specific case. 

5.1.3 The EU View  

5.1.3.1 Sign Similarity 

The EU view of sign similarity is less complex at a glance. The Preamble of the TMD 

clearly states that sign similarity is as determining factor, but leaves for the national 

courts to do the actual assessment. Nonetheless, due to the national courts’ need for in-

terpretation, the ECJ has provided some rulings in relation to the sign similarity as well. 

In the case of Albert René v OHIM
171

, the Court stated three factors to consider when 

assessing the sign similarity; visual, aural and conceptual association.
172

 The Court 

made a statement stipulating that a conceptual diversity may counteract both visual and 

aural similarities, which consequently was the outcome in this case. Ergo, ‘conceptual 
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differences between the signs ‘Mobilix’ and ‘Obelix’ prevented any risk of confusion in 

the public mind’
173

, meaning that association was more or less a determining factor in 

this sign similarity assessment. The Court also noted that the wording of the disputed 

signs have no meaning in any of the official languages of the EU, indicating that lan-

guage variations could influence the assessment. Conclusions from this case in relation 

to associations must however be done with a reservation. The dispute concerned at least 

one by the relevant public widely known sign, meaning that the sign might trigger asso-

ciations at an instance.
174

 This would mean that a famous trade mark is more immune to 

visual and aural similarities, as it has a strong conceptual meaning and thereby a strong 

association triggering effect. This argument would support a view that well known trade 

marks are less likely to be confused with another trade mark, since the relevant public of 

such a trade mark often has a deeper awareness of the composition of the sign. 

Although the association is statutory warranted in the TMD in relation to the overall 

confusion assessment, the above case shows an EU approach towards assessing the con-

ceptual association in relation to the sign similarity as well. There is however no indica-

tion in the EU legal system implying that this sensory impact is to be treated differently 

in relation to registration and infringement proceedings. The ECJ has furthermore stated 

that the risk of confusion ‘not solely relates to aural similarity’,
175

 somewhat implying 

that such a factor is more decisive than visual impact, although not solely determining. 

The ECJ’s approach to common dominant and initial components can be derived from 

eg the Thomson Life v Life
176

case. Confusion was not precluded in this case despite the 

more dominant character of the separating word Thomson than the common word Life. 

This situation would logically call for less confusion and the judgment is also inconsis-

tent with an earlier EU decision where the beginning of a word sign was claimed to 

have a particular importance in the assessment of the visual as well as the aural compar-

ison: ‘the attention of the average and normally attentive consumer would firstly and 

essentially be caught by the initial element.’
177

 The national approach that the common 

syllable or word must be what consumers associate the trade mark with do not seem to 

be reflected in EU law, as such a restriction has not been emphasized by EU case law. 
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5.1.3.2 Application Principles 

When studying EU case law, the three application principles in relation to the sign simi-

larity assessment can be discerned as well, although not as clearly expressed as in na-

tional legislation. ECJ has however strongly pointed out that a deconstruction of the 

brand shall not be pursued in order to assess confusion, moreover proponing a global 

assessment in its actual meaning. ECJ has further declared that the average consumer 

does not study details of the sign, moreover perceiving it as one entity.
178

 

‘the consumers perception of the sign and the trade mark must be assessed 

globally with respect to…a consumer only rarely has the chance to make a 

direct comparison between signs and trade marks and must place his trust 

in the imperfect picture of them that he has kept in his mind. Moreover, his 

level of attention is likely to vary according to the category of goods…’
179

 

Present case quotation covers all three application principles even though not explicitly 

categorizing them as principles. The third principle is supported by further case law as 

ECJ held that the global assessment requires a consideration to the fact that some cir-

cumstances might be more relevant in certain cases and therefore an interaction between 

certain assessment factors might be necessary.
180

 

5.2 Similar Goods 

5.2.1 Introduction 

6 § of the VmL restricts the national confusion doctrine to apply only in relation to 

‘similar goods’. Substance of that term has been subject to never-ending discussions. 

5.2.2 The National View  

The national confusion doctrine, and consequently the trade mark protection, is built 

upon a so called speciality rule, which implies that trade marks are only protected 

against confusing trade marks designating products of identical or similar species.
181

 

Similarity of goods therefore has a fundamental position in the confusion doctrine. As 

                                                 
178

 Case C-342/97 Lloyd v Klijsen [1999] ECR I-3819. 
179

 Case C-291/00 LTJ Diffusion v Sadas [2003] All Er (D) 297 (Mar) para 52. 
180

 Case C-39/97 Canon v Metro [1998] ECR I-5507 para 17 and Case C-342/97 Lloyd v Klijsen [1999] 

ECR I-3819 para 19. 
181

 Report 1992/93LU17, compare to 6 § VmL. 



 

 
44 

held in chapter 4.1.3, the similarity of goods also affects the required sign similarity, ac-

cording to the product rule.
182

 Consistent with the trade mark area in general, the legal 

literature propones an interpretation of the term similar goods in the view of the prin-

ciple of origin.
183

 That ought to mean an extensive interpretation of the term, and focus 

is hence not on whether the goods actually can be confused, but moreover whether the 

consumer might assume that the goods come from the same commercial origin. This re-

sults in a broadening of the confusion doctrine and thus the proprietor’s protection.  

On a national level, the intended use of the goods was earlier a determining factor when 

assessing goods similarity.
184

 Nowadays the focal point lies within a global assessment 

taken into account several factors. It has also been clearly held in case law and legal li-

terature that the similarity of goods is not an independent part of the confusion doctrine, 

moreover a component of the global assessment that shall be conducted of the overall 

confusion assessment. Ergo, the similarity of goods shall not be given a decisive effect 

in the confusion assessment.
185

 The preparatory work of the present VmL stipulates that 

the assessment factors in relation to similar goods are: 

 Distribution channels  

 Material composition 

Technical similarity and composition is however of less weight in relation to an assess-

ment of similarity of goods, which is justified by the view that consumers are not ex-

pected to be aware of such characteristics only by observing a product.
186

 This view is 

consistent with the assessment of similarity in the perspective of how the consumers 

perceive the product on the market, which leads us to the next factors: 

 Included in the same range 

 Same purpose 

 Same area of activity
 187
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The national legal literature has also discussed factors as price range and trade mark 

preferences as affecting the assessment. Case law has delivered support to the role of 

trade mark preferences, and even declared such a factor as being decisive for the out-

come of the case.
188

 Marketing is another factor that might affect the assessment. Goods 

might also be similar to services if having a link, eg reconstruction of a product.
189

 

Further guidance might be collected from the PRV’s classification of goods, when as-

sessing the goods similarity. In the case of Ballentine v Valentine
190

 the Court estab-

lished that the PRV’s classification not shall be given weight when assessing similarity 

of goods, which is also partly supported by legal literature.
191

 There are however two 

cases
192

 speaking in favor of giving impact to the classification. The cases concerned 

whether a registered trade mark is protected outside the registered class. In the earlier 

case the Court stated that ‘the trade mark right protects within the registered class and 

also for similar goods’.
193

 The later judgment consented with the prior case by changing 

the lower courts denying of protection outside the classification. Some precedent value 

of these judgments must be considered, however with a reservation to registered but non 

used trade marks and infringement proceedings.
194

 

5.2.3 The EU View  

ECJ has also established the importance of the origin in relation to a goods similarity 

assessment. The Court was fronted with the question of whether certain trade marks can 

enjoy a broader scope of protection despite no perception of the public that the goods 

come from the same origin or from a commercially linked origin. The Court merely 

stated that confusion requires the public to be mistaken as to the origin of the goods.
195

 

This would imply that the principle of origin is fundamental within the EU law as well. 

Consequently, the interpretation of similar goods and hence the scope of protection 

would be essentially complying on a national and EU level. 
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The case of Canon v Metro
196

 emphasized the importance of the distinctive character 

and hence the reputation of the trade mark when determining whether the similarity of 

goods is likely to cause confusion.
197

 This case concerned trade marks designating the 

sales of video cassettes and video recorders. The ECJ furthermore declared that all fac-

tors relating to the goods should be taken into account, ie their nature, method of use, a 

competitive aspect inter alia.
198

 

5.3 Analyzing Thoughts 

5.3.1 Confusingly Similar Signs 

The national confusion doctrine does particularly consist of a similarity assessment of 

signs and goods. EU law stipulate likewise. The sign similarity assessment attaches 

weight to sensory aspects like visual and aural stimuli and conceptual association. ECJ 

has suggested that the aural impact has particular relevance. It is however logical that 

the visual impact is given due weight in relation to certain types of signs, such as logos 

or word marks, whereas the aural impact is given due weight in relation to sound marks. 

The slight variance in the emphasis put on visual and aural impact should not cause any 

considerable inconsistencies between the national and EU application. Most important-

ly, such variances should thereto be accepted due to the discretion of the national body 

to conduct the actual assessment. Both EU and national courts have declared that the 

character of the common component of the signs may affect the similarity assessment. 

5.3.2 Conceptual Association 

The EU concept of association was treated in chapter 4 where the positive national de-

velopment towards an EU approach was presented. Since associations also have relev-

ance from a national perspective in relation to the sign similarity some aspects were also 

treated in this chapter. At this stage, when all aspects have been presented, an analysis 

of consequences will be conducted with a consideration to legal certainty. 

The fact that the TMD mentions a likelihood of association makes an EU application of 

such a risk more in line with a general legal certainty, in the view of trade mark owners 

and applicants. A national application of such a risk as a factor in the overall confusion 
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assessment would not offer the same legal certainty, due to a lack of national statutory 

presentation and partially inconsistent case law. With consideration to the legal status of 

the TMD merely being a directive, the average person can not be expected to know the 

potential direct effect of the provisions and therefore not being familiar with the conse-

quences. On the other hand, a non consideration to the association risk would be incon-

sistent with EU law. Conclusion must then be that a national application or non applica-

tion of a general association risk in the overall confusion assessment is either way un-

lawful, until the national legislation is changed and includes an explicit association risk.  

So what level of impact should the EU concept of association have on national legisla-

tion until my view of de lege ferenda is achieved? This question ought to be answered 

in EU case law. An early case from the ECJ settled that national legislation shall be in-

terpreted in the light of EU law, including directives. Since the TMD explicitly states 

that the association risk shall be regarded in the overall confusion assessment, conclu-

sion must then be made that association, despite not being stated in the national legisla-

tion, shall be taken into consideration even in relation to registration proceedings. The 

national law shall furthermore not give guidance to the interpretation of EU law, and to 

exclude the registration proceedings from the application of an association risk would 

actually be to interpret the EU law in the light of the national law. 

The fact that the association risk is only one factor among other when applying the con-

fusion doctrine does not diminish its importance. The existence of association between 

trade marks in a negative sense, meaning that the trade mark gets associated with some-

thing negative, could be even more harmful to the trade mark proprietor than actual con-

fusion. A negative association could lead to the fact that consumers make a definite stop 

to their use of the trade mark. The unavoidable consequence of such a behavior is ob-

viously a decrease in the trade mark turnover. An actual confusion is more likely to re-

sult in occasional and wrongful purchases, which of course affects the turnover as well 

if the mistake is not corrected in time. The damage of this later scenario would never-

theless not be as comprehensive as final terminations of using a trade mark, since the 

harm would not be as widespread, nor on a long term basis, due to the fact that the 

strength of the trade mark has not suffered any harm. 
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5.3.3 Application Principles 

The three application principles in relation to the sign similarity assessment are essen-

tially the same on national and EU level. The national law enforcement seems however 

to have developed this more into a framework of precise principles, whereas EU case 

law moreover mentions the substance of the principles in the rulings. The content and 

impact of these considerations on the confusion doctrine nevertheless seems to remain 

the same on EU and national level. 

5.3.4 Similar Goods 

The question of similarity of goods emerges as a complex and unpredictable issue, not 

being able to assess in the view of concrete and standard rules. An interpretation of sim-

ilar goods in the view of the principle of origin seems to have no objective limitation; it 

must moreover be passed on in full as a global assessment of all relevant factors in the 

specific case. This development might seem to undermine the statutory requirement of 

similarity of goods and also question the practical relevance of actually imposing such a 

requirement in the legal text when given such an extensive interpretation that there are 

principally no objective limitation as to what might be included. This development 

might very well be justified by community developments, and thereto the importance of 

the law covering those grey-area situations. The decreased requirement of similarity as 

to goods is also compensated by an increased requirement on sign similarity according 

to the national product rule and the complying EU approach towards interdependence, 

whereby the ability of the law to capture legitimate infringers is not questioned. The 

lack of statutory foundation can however be questioned in the view of legal certainty. 

The statutory texts, both on national and EU level, ought to be adjusted to the present 

development, for example by abolishing the requirement on similar goods alternatively 

reformulating it to a wording that goes more in line with the interpretation of the term. 

 In the view of a lexical interpretation method or common parlance, it is difficult to see 

any semantic link between the term identical or similar goods and such an interpretation 

according to the principle of origin that the courts have established both on national and 

EU level. It thus becomes a legal uncertainty for those not versed in the history that has 

led us to the present interpretation. Unfortunately the new VmL has not taken this as-

pect into consideration either. One identifiable conclusion is however that a trade mark 
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is protected within the registered product class. Uncertainty moreover appears when as-

sessing whether a similar product enjoys trade mark protection. In such cases there is no 

concrete guidance to fall back on; moreover one has to rely on the global assessment. 

Such a global assessment in relation to the similarity of goods presents, according to 

both national and EU case law, a view of taking into account all the relevant factors in 

the case. The exemplifications are thereto quite similar on national and EU level, ie the 

nature of the goods, the use of the goods and competitive aspects inter alia. The ECJ 

has furthermore emphasized the function of trade mark’s distinctiveness and reputation 

in relation to the similarity of goods assessment. Such an impact must therefore be in-

vestigated from a national perspective as well. Since the national and EU approach to-

wards the similarity of goods assessment are fundamentally complying, they should 

lead to principally conforming outcomes. Ambiguity however remains in relation to the 

legal certainty due to not establishing a statutory and objective limitation of similar 

goods. 
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6 DISTINCTIVENESS 

6.1 Introduction 

The substantial meaning of distinctiveness has already been presented, but in pedagogi-

cal purposes a repetition will be offered: The distinctiveness targets the ability of a trade 

mark to distinguish the designated goods from the goods of another undertaking. 

Present chapter will again have an EU perspective, whereby the EU view will be estab-

lished first. The national law will then be presented in the light of the EU law. 

6.2 The EU View 

Distinctiveness is not stipulated in article 4 nor 5 of the TMD, but the Preamble of the 

TMD states distinctiveness as a factor when determining the likelihood of confusion.
199

 

This has also been established by the ECJ. Distinctiveness is either due to the intrinsic 

nature of the trade mark or by recognition on the market, ie acquisition.
200

 Account shall 

in particular be taken to if the trade mark contains a descriptive element of the goods. 

Other relevant factors are the size and geographical location of the imputed market, time 

of use, promotion investments and the recognition of the relevant public.
201

 

It is now considered to be an established principle, that a strong distinctiveness of a 

trade mark might affect the protection and hence the application of the confusion doc-

trine.
202

 In the case of Sabel v Puma
203

 the ECJ declared that the distinctiveness is rele-

vant when assessing the likelihood of confusion, both in relation to infringement and 

registration proceedings: ‘the more distinctive the earlier mark, the greater the risk of 

confusion.’
 204 

In the case of Canon v Metro
205

 the ECJ gave a ruling on the question 

whether the distinctiveness was a determining factor when assessing the goods similari-

ty as well. The ECJ declared that so was the case.
206

 Conclusion is thereby that the 
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scope of trade mark protection is highly dependent on the distinctiveness of the trade 

mark, in the direction that a high distinctiveness creates a broader protection.  

There is EU case law suggesting that distinctiveness might have the opposite effect as 

well, ie that less distinctiveness might narrow the protection. This specific question has 

not yet been raised before the ECJ, but the Court has even so made statements in that di-

rection, more or less in the form of obiter dictum. In Lloyd v Klijsen
207

 the ECJ said: 

‘In determining the distinctive character of a mark and, accordingly, in assessing 

whether it is highly distinctive, it is necessary to make a global assessment of the 

greater or lesser capacity of the mark to identify the goods… and thus to distinguish 

those goods…’
208

 

Since the ECJ actually refers to ‘the greater or lesser capacity of the mark to identify’, it 

seems like a not too far-reaching conclusion that less distinctiveness might narrow the 

trade mark protection. This effect can be justified by arguing that a less distinct trade 

mark is probably also less likely to cause confusion, and therefore not in the need of a 

greater protection. Furthermore, less distinctiveness due to descriptiveness would justify 

that a trade mark owner must accept a more narrow protection and thus the existence of 

rather similar trade marks, due to the inherent need for others to use trade marks that are 

in close proximity to the first trade mark. To remark is however that distinctiveness is 

merely one factor among others in the global assessment of likelihood of confusion. 

ECJ earlier had a principal opposition towards shorter number and letter combinations 

as trade marks due to lack of distinctiveness. The approach changed in 1998 when the 

OHIM approved the trade mark ‘IX’ in relation to photographic films.
209

 The principle 

outcome from that approval was that such trade marks were to be assessed according to 

the same grounds as in general when it comes to distinctiveness, meaning that a short 

combination does not automatically lack of distinctiveness. This ruling led the way for 

many subsequent registrations of the same character.
210

 Despite this released principal 

restriction, the EU upheld the approach in relation to descriptive trade marks. As a re-

sult, the trade mark ‘HD’ in relation to printing plates was refused registration due to 
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the too common acronym for ‘high definition’ within the present area of goods, ie a lack 

of distinctiveness.
211

 This later case illustrates the balancing of the reduced requirements 

on distinctiveness but yet the non acceptance towards descriptive terms. 

6.3 The National View 

As held in chapter 2.3.2, trade marks must contain distinctiveness in order to be regis-

tered. Practically this means that a trade mark may not consist of a product that other 

undertakings are reliant on using in their business. Ergo, descriptive words of the goods, 

like the quality, geographical origin or other characteristics
212

 may not be registered. A 

trade mark may neither consist of a word that according to everyday language or custom 

is a conventional term for the goods and thus not specifically for the trade mark.
213

 

It has been held in legal discussions that trade mark disputes often concern the descrip-

tive elements, since the descriptive element of a trade mark often is the common part. A 

descriptive character might however be cured by language variations. The national 

meaning of the trade mark is generally considered, but the English translation might al-

so be assessed (if English is not the national language). The meaning of a trade mark in 

other languages beyond national and English may only be considered if that translation 

is generally known. The later occurrence only takes place on a case by case basis.
214

 

The effect of distinctiveness as to the confusion doctrine and hence the trade mark pro-

tection has been subject to national interpretation as well. Legal literature has held that 

distinctiveness is of special importance in the global assessment of the confusion risk. 

Trade marks with a distinct character are held by the preparatory work of the VmL to 

enjoy a broader protection than less distinct trade marks of more descriptive nature.
215

 

Legal literature has however noticed that case law does not strictly confide in the appli-

cation stipulated by the preparatory work, ie that a less distinct trade mark might be giv-

en a more narrow protection.
216

 In line with EU law, the effect of distinctiveness in the 

way of narrowing the protection is therefore uncertain on a national level as well. 
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The case RÅ 1999 ref 20 confirmed that, as in compliance with the overall confusion 

doctrine, the distinctiveness shall be determined by a global assessment. The assessment 

shall also be conducted objectively and always towards the background of the goods. 

An illustration of the later requirement: The trade mark ‘Apple’ got accepted for regis-

tration for technical goods, but would likely be refused registration for goods within the 

fruit area due to descriptiveness and hence others need to use the term.
217

  

National courts have also shown a restriction towards accepting shorter number and let-

ter combinations. In the already mentioned case from 1999
218

, the PRV and the PBR did 

not approve registration for ‘L10’, ‘L11’ and ‘L12’ due to lack of distinctiveness. An as-

sessment according to the general grounds of distinctiveness was not conducted by ei-

ther instance. It was moreover only a referring to the lack if distinctiveness due to in-

trinsic characteristics of the trade marks. These decisions were reached in 1999, al-

though the ECJ in 1998 changed their approach towards this matter. The RegR however 

acknowledged the error by referring to the EU development and implementation of the 

TMD, and thus the importance of national adjustment. Further on, the Court emphasized 

giving national notice to the OHIM’s administrative case law in the future.
219

 This later 

statement was conducted by acceding to the position of the PBR in an earlier case.
220

 

Another case from 1999 furthermore illustrates that the lower national instances failed 

to draw a parallel to the TMD or EU case law and based their decisions on an arbitrary 

and non substantiated opinion, with merely some reference to obsolete national prepara-

tory work. The RegR however declared that the national legislation is a reflection of the 

TMD and referred to statements from the ECJ in the matter.
221

 

Nevertheless, in 2003
222

, the history repeats itself. The lower courts came to the same 

conclusion on the same grounds as in the cases from 1999, and refused registration for 

the trade mark ‘R1’. The RegR again referred to the EU development and the impor-

tance of national adjustments and case law from the OHIM as a basis for decision. The 

RegR specifically referred to one case
223

 where a trade mark was refused registration by 
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the OHIM, but was later referred back to the OHIM by its appellate on the basis that the 

registration reviewer was to produce evidence of lacking distinctiveness. The RegR the-

reto appointed its position in the case RÅ 1999 ref 20. The unlawful application could in 

these cases be corrected as the cases were given leave to appeal. It is however an immi-

nent legal uncertainty if not an accurate application of law is conducted at a lower level 

as well, since not all cases are given leave to appeal. After 2003 the national courts 

however seem to follow the EU view in this matter. The PBR consequently approved 

registration of the trade mark ‘LC’ in relation to medical equipment later in 2003.
224

 

Further case law from the PBR presents the interaction between distinctiveness and si-

milarity of signs and goods. The case of Gula Sidorna v Gula Spalten
225

 concerned a 

registration in relation to telephone directories and journals/commercial activities. The 

Court declared that despite certain similarities between signs and goods, the diversity 

was sufficient to not cause confusion due to lack of distinctiveness. The protection was 

consequently more or less restricted to identical goods. Criticism can be appointed to 

this judgment, since it is questionable if not confusion might be in hand from a consum-

er and market perspective. The similarity of signs and goods seems imminent, risking 

the perception of a commercial link between the undertakings. Furthermore, the identic-

al dominant and initial components of the trade marks, ie the word Gula, can not have 

been considered. According to the theory about public’s awareness, mainly focusing on 

the initial and dominant component, the remaining composition of the trade marks 

should have been given less weight. Emphasis was however given to an overall impres-

sion of the signs, undermining the impact of the initial and dominant component. It fur-

thermore seems as the overall confusion assessment was not done towards the underly-

ing purposes of trade marks and in the light of the imposed principle of origin.  

Present case might also indicate that the focusing on different components of the overall 

confusion doctrine might take focus from the prescribed global assessment. The out-

come of the case confirms that the lack of one component, ie the distinctiveness, might 

result in non confusion despite other components imminently speaking in favor of con-

fusion. It might therefore be questioned if that one component has been given an overly 

heavy weight and independence in the confusion doctrine. Noticeable is also that 
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present case does not treat associations, which indeed is in accordance with the national 

preparatory work since the proceeding was administrative, but nonetheless not in com-

pliance with article 4 of the TMD. Furthermore, the present case can be seen as an anti-

thesis to the VISA II
226

 case, where a strong distinctiveness was sufficient to compensate 

existing differences between signs and goods. Both later cases imply that the distinc-

tiveness has a more decisive role in the global assessment than sign and goods similari-

ty, which would be contrary to stipulations in both EU and national law. 

Additionally, the Check Point v Check*Point
227

case in 2003 treated the national adop-

tion of the TMD by drawing a parallel to the Silva Sweden v Silva Miljö
228

 case in 1990. 

The Court stated that traditional national confusion took emphasis on the similarity be-

tween signs and goods, albeit considering other factors as well. Further, the current na-

tional application of the doctrine must now consider the TMD and the EU view of con-

fusion, thereby highlighting other factors in the assessment as well, ergo association, 

recognition on the market and actual use as long as it affects the distinctiveness. Al-

though a likelihood of confusion was not found in this case, the Court nevertheless did 

an assessment in line with the TMD. Notice that this judgment was delivered in 2003, 

thus years after the TMD came into force in Sweden, implying a slow adaptation. 

6.4 Analyzing Thoughts 

The EU’s concept of distinctiveness and its function is essentially the same as the cur-

rent national approach. The discussion of giving weight to certain components of a trade 

mark seems also to conform, although the internal composition of the confusion doc-

trine might jeopardize a consistent application at both EU and national level. Hence, one 

component might be determining in one case, whereas a global assessment is decisive in 

another case. The catch-22 with balancing the components of the confusion doctrine 

seems significant in both legal systems, but moreover derives from the structure of the 

doctrine, not from the application by the courts. 

The national adjustment to the EU development however presented a significant delay, 

which became utterly clear in relation to assessing shorter number and letter combina-

tions according to the general grounds of distinctiveness. Despite explicit obligations to 
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follow EU case law when possible, it took five years before a complete national adjust-

ment to the EU’s new registration policy towards distinctiveness took place. A general 

delay in emphasizing the distinctiveness as a fundamental assessment factor can also be 

discerned from some national judgments, as the national Supreme Court obviously felt 

the need to refer to the EU’s view of distinctiveness and the TMD’s legal status in Swe-

den. These statements from the national Supreme Court seem to imply that the lower in-

stances do not make the prescribed consideration to EU law. Such delays in adjustment 

to EU law by the national courts, at least by some courts, do indisputably cause incon-

sistencies between the two legal systems, and are hence a threat to the legal certainty. 

During some years it seemed to be both internal inconsistencies in the national applica-

tion, and discrepancies between the national and EU application. The lower courts did 

not undertake the same amount of investigation and did not give the same amount of 

consideration to the EU position as the Supreme Courts. Moreover, it seemed as the 

lower courts had a more conservative and rigid application of the law, with more con-

siderations to traditional meanings and obsolete preparatory works.  

6.4.1 Language Variations 

Language variations of a trade mark have now been mentioned both in relation to con-

ceptual associations and distinctiveness, which justifies an analysis of the potential im-

pact. National authorities are mainly focusing on the national meaning of trade marks 

when assessing confusion. This is a logical behavior from a national authority and 

would not be questioned if it was not for the international character of trade marks and 

the harmonization work within the EU. In the view of those aspects, the national author-

ities might have to take a more international approach in this matter in order to reach a 

more harmonized view of trade marks in those aspects where language variations are af-

fecting the confusion assessment. At least there ought to be a greater consideration to 

the English version of a trade mark. The Swedish preparatory work implies that only in 

certain situations should other languages be taken into consideration, and that would 

probably only cover the English version. We have seen cases where conceptual mean-

ings in other languages not have been given any weight as the foreign word was consi-

dered unfamiliar to the public. In today’s international society, it is important to realize 

that many of us have a more international approach to the daily life, whereby only a 

language variation would not automatically result in a non confusing situation. 
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7 FINAL THOUGHTS 

The confusion doctrine has been describes as: ‘flipping a coin is about as good as 

thoughtful analysis’ or ‘confusion often is in the eyes of the beholder’
229

. The courts 

have thereto been accused of providing a case by case approach. There are circums-

tances that, also in my view, call into question the general reliability of the confusion 

doctrine to provide for a consistent, objective and legally certain application.  

The complex composition of the confusion doctrine in combination with the underlying 

objectives, many considerations and principal positions seem to lead to the fact that the 

components are given varying weight on a case by case basis. This is especially relevant 

on a national level where the actual assessment is supposed to be carried out, whereas 

the EU moreover provides for a framework for the confusion doctrine. It is therefore not 

easy to detect discrepancies between the two legal systems as somewhat being different 

instruments of law. It is moreover easy to indentify inconsistencies in the doctrine in 

general as such variations become visible when reviewing both EU and national level. 

Inconsistencies in the application of law are an enormous legal uncertainty for a trade 

mark stakeholder. It is, from a business strategy perspective, vital for undertakings to 

have solid guidelines, both in relation to registration and the use of trade marks. The 

proprietor needs to have an established scope of protection, and other users are likewise 

in need of knowing the limitation of the scope in order to not risk illegal use. Inconsis-

tency leads to difficulties in foreseeing the effect of the stakeholders’ actions. 

The purpose with my thesis was not to appoint criticism to the confusion doctrine itself, 

moreover to review Sweden’s compliance with EU law on the present doctrine. Since 

my findings though consist of a somewhat arbitrary application by both legal systems, it 

is inevitable to not mention that circumstance. The fact that the application of the doc-

trine seems arbitrary in general does however not automatically result in national in-

compliance with EU law. Actually in that sense, the national application complies with 

the EU approach as they both present arbitrariness. Noticeable is also that some aspects 

are left to national discretion, such as making the actual confusion assessment, and may 

thus not be accused of being inconsistent with EU law. The TMD is so far only a direc-

tive, not prescribing full harmonization of trade mark law within the EU. 
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8 CONCLUSIONS 

8.1 Formal Discrepancies 

There are obvious formal discrepancies between the EU’s TMD and the national VmL. 

The likelihood of confusion is stipulated in the TMD, whereas the VmL mentions confu-

singly similar. Furthermore, the TMD connects confusion to the likelihood of associa-

tion. The national legislator has chosen not to implement such a consideration, whereby 

association does not come to term in the VmL what so ever. The TMD has explicitly 

made the relevant assessment perspective on the part of the public statutory, which does 

not get expressed in the VmL. Finally, the VmL prescribes an ex officio assessment of 

the relative grounds for refusal of registration, which is not conducted on EU level. 

8.2 Practical Relevance 

The national ex officio assessment indisputably calls for a practically inconsistent appli-

cation between the two legal systems. It can however be avoided by an opposition on 

EU level. Furthermore, the EU’s likelihood of association and the traditional national 

association did not contain the same substantial meaning, nor was it applied in the same 

aspect of the confusion doctrine. The national courts did hence not apply the prescribed 

association risk for various years after the TMD’s adoption. Later case law however 

presents a very positive transition to the EU view of association, suggesting a partial ab-

andonment of the national legal sources of law for the benefit of EU law. A general de-

lay can also be discerned in other aspects of the confusion doctrine when it comes to the 

national adjustment to EU developments, eg in relation to the distinctiveness. 

The general meaning of applying the same confusion doctrine in relation to both regis-

tration and infringement proceedings is somewhat contradicted by national sources of 

law. The practical effect of this theoretical occurrence has nevertheless been too hard to 

detect in case law, whereby only an assumption can be made on the basis of logical and 

justified reasons. Due to the concept of association and the temporal occurrence of the 

two proceedings, a non complying application is likely to occasionally occur. 
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8.3 Legal Certainty & De Lege Ferenda 

Formal discrepancies in the appearance of unclear legislation or lack of statutory rules 

must be considered as constituting a legal uncertainty for those involved in the legal 

field due to unpredictability. The fact that formal discrepancies also raise practical in-

consistencies, such as delay in adjustment, thereto presents a legally uncertain applica-

tion of law by the legal practitioners. It is hard to appoint criticism to the national appli-

cation of the confusion doctrine as it now takes the form. It is moreover justified to cri-

ticize the way it currently takes form nationally. First, a more formal compliance be-

tween EU and national law is justified to minimize the scope for practical discrepancies. 

This would call for statutory changes in terms of implementing the EU’s concept of li-

kelihood of confusion, more specifically the likelihood of association. 

Furthermore, it ought to be a final determination of whether the doctrine should be ap-

plied equally in relation to the two proceedings, ie registration and infringement, as the 

national confusion doctrine indicates a diverse application whereas the EU advocates an 

equal application. The national constitution might have to follow up on their structural 

considerations to the court system in relation to intellectual property law in order to 

eliminate a potential diversity between the two proceedings.  

The term ‘similar goods’ thereto calls for unpredictability, hence an objective frame-

work for interpretation of the term ought to be statutory established. Finally, an ab-

olishment of the ex officio investigation on national level is extremely justified; other-

wise a uniform administration will never be reach on a first level.



 List of References 

 
60 

List of References 

Statutory Acts 

EU 

Treaty on the Functioning of the European Union (Treaty of Lisbon) 1 December 2009. 

Council Regulation No 207/2009/EC of 26 February 2009 on the Community Trade 

Marks. 

Directive No 2008/95/EC of the European Parliament and of the Council of 22 October 

2008 to approximate the laws of the Member States relating to trade marks.  

Sweden 

Varumärkeslag (1960:644). 

Preparatory Works 

Report from the Parliamentary Committee 1992/93:LU17 - EES-avtalet och Immate-

rialrätten (The EEA Agreement and the IP, author’s translation). 

Report from the Parliamentary Committee 2010/11:NU6 - Ny Varumärkeslag och 

Ändringar i Firmalagen (New VmL and Changes in the Company Act, author’s 

translation). 

Ds JU 1992:13 - Ändringar i de Immaterialrättsliga Lagarna med Anledning av EES-

Avtalet (Changes in the IP Legislation due to the EEA Agreement, author’s transla-

tion). 

Prop 1960:167. 

Prop 1992/93:48 - Om ändring i de Immaterialrättsliga Lagarna med Anledning av 

EES-Avtalet (About Changes in the IP Legislation due to the EEA Agreement, 

author’s translation). 

Prop 1994/95:59 - Översyn av Varumärkeslagen mm Madridsystemet (Review of the 

VmL etc The Madrid System, author’s translation). 

Prop 1999/2000:93 - Ändringar i VmL (Changes in the VmL, author’s translation). 

Prop 2009/10:225 - Ny Varumärkeslag och ändringar i Firmalagen (New VmL and 

Changes in the Company Act, author’s translation). 

SOU 1958:10 - Varumärkeskommitténs betänkande (The Report of the Trade Mark 

Committee, author’s translation). 

SOU 1999:19 - Artikel 7 i EG:s Varumärkesdirektiv: Ändringar i VmL (Art 7 in the 

TMD: Changes in the VmL, author’s translation). 

SOU 2001:26 - Varumärkeskommittén kom till Slutsatsen att den Svenska Lagstiftnin-

gen bör Följa Direktivet Närmare än Idag (The Trade Mark Committee came to the 

Conclusion that the Swedish Legislation should Follow the TMD more than Today, 

author’s translation). 



 List of References 

 
61 

Table of Cases 

EU Cases 

OHIM case no R 4/1998-2, 1998-03-11 (IX). 

OHIM case no R 294/2000-3, 2000-10-31 (DS). 

OHIM case no R 345/2000-3, 2001-02-21 (HD). 

Case T-183/02 El Corte Inglès SA v OHIM [2004] ECR II-965. 

Case T-185/02 P Claude Ruiz-Picasso v OHIM [2004] ECR 11-1739. 

Case T-336/03 Les Éditions Albert René v OHIM (Nº 94/2005) (27/10/2005). 

Case C-41/78 Van Duyn v Home office (UK) [1975] Ch 358. 

Case C-14/83 Von Colson and Kamann v Land Nordrhein-Westfalen [1984] ECR 1891. 

Case C-152/84 Marshall v Southampton & South West Hampshire Area Health Authori-

ty (No 1) [1986] ECR 723. 

Case C-251/95 Sabel BV v Puma AG, Rudolf Dassler Sport [1997] ECR I-6191. 

  

Case C-39/97 Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc [1998] ECR I-

5507. 

Case C-342/97 Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel BV [1999] ECR 

I-3819. 

Case C-425/98 Marca Mode CV v Adidas AG & Adidas Benelux BV [2000] ECR I-

4861. 

Case C-291/00 LTJ Diffusion SA v Sadas Vertbaudet SA [2003] All Er (D) 297 (Mar). 

Case C-292/00 Davidoff & Cie SA and Zino Davidoff SA v Gofkid Ltd [2003] All Er (D) 

01 (Jan). 

Case C-206/01 Arsenal Football Club plc v Matthew Reed [2002] ECR I-10273. 

Case C-120/04 Medion AG v Thomson multimedia Sales Germany & Austria GmbH 

[2005] ECR I-8551. 

Case C-361/04 P Claude Ruiz-Picasso et al v OHIM [2006] ECR 1-643 (Picasso v Pica-

ro). 

Case C-48/05 Adam Opel AG v Autec AG  [2007] ECR I-1017. 

Case C-412/05 P Alcon Inc v OHIM, other party to the proceedings: Biofarma SA 

[2007] ECR I-3569. 

Case C-17/06 Céline SARL v Céline SA [2007] ECR I-7041. 



 List of References 

 
62 

Case C-533/06 O2 Holdings and O2 (UK) v Hutchinson 3G Ltd [2008] ECR I-0000. 

Case C-102/07 Adidas AG & Adidas Benelux BV v Marca Mode, C&A, H&M & Vendex 

[2008] ECR I-0000. 

Case C-62/08 UDV North America Inc v Brandtraders NV [2009] ECR I-1279.  

Swedish Judicial Cases 

TR case no T7-1316-94, 1997-04-25 (IdeLine v Philips Electronics). 

RH 1990 ref 68 (La Copie). 

RH 1998 ref 42 (EleVent v Easy-Vent). 

RH 1999 ref 63 (Bregott v Så Gott). 

NJA 1977 p 415 (Quinny v Quinns Corner). 

NJA 1979 p 121 (BI v BiC). 

NJA 1990 p 469 (Silva Sweden v Silva Miljö). 

NJA 1995 p 635 (Galliano v Gaetano). 

NJA 2003 p 555 (Check Point v Check*Point). 

Swedish Administrative Cases 

Besv Avd 67/5 (Esoterica v Exotica). 

PBR case no 08-183 (CB v CB). 

PBR case no 74-72 (Weisses Rössl v White Horse). 

PBR case no 96-837, 2000-01-26 (Gula Sidorna v Gula Spalten). 

PBR case no 09-044, 2010-09-07 (Port v Port Out) 

PBR case no 05-467, 2008-12-18 (Essen v Essens). 

PBR case no 97- 098, 1998-01-15 (RSL).   

PBR case no 00-244, 2003-07-02 (LC). 

PBR case no 98-130, 1999-05-03 (Visa II). 

PBR case no 08-217, 2010-10-27 (O2 Communications v O2 Energi). 

RÅ 1967 ref 14 (Ballentine v Valentine). 

RÅ 1973 A 177 (Bellady v Mylady). 

RÅ 1973 A 360 (Principe v Princesse). 

RÅ 1984 Ab 141 (Cougar v Puma). 

RÅ 1987 not 49 (Qualigraph v Qualivalent/Qualimetric). 



 List of References 

 
63 

RÅ 1991 ref 10 (MTV v Music Television). 

RÅ 1993 not 492 (God Morgon v God Natt). 

RÅ 1999 ref. 20 (L10, L11 & L12). 

RÅ 2001 ref 14 (SAF v SAF). 

RÅ 2003 ref 74 (R1). 

Literature 

Malin Bonthron et al, Sveriges Rikes Lag Kommentar Immaterialrätt (Norstedts Juridik, 

Stockholm 1999). 

Alice Calaprice and Albert Einstein (edt), The New Quotable Einstein (Princeton Uni-

versity Press 2005). 

Per Carlson, General Commentary on the VmL (Karnov - Svensk lagsamling med 

Kommentarer, Thomson Reuters). 

Marianne Levin, Lärobok i Immaterialrätt (Norstedts Juridik, edn 9, Stockholm 2007). 

Marianne Levin, Richard Wessman, Varumärkesrättens Grunder (Norstedts Juridik, 

edn 1:1, Stockholm 1996) 

Per Jonas Nordell, Varumärkesrättens skyddsobjekt: om ordkännetecknets mening och 

referens (MercurIUS, Stockholm 2004). 

Elsie Nygren, Ulf Willquist (edt by Marianne Levin, Susanne Bonnier), Relativa Regi-

streringshinder: Förväxlingsbara Varumärken i Praktisk Varumärkesrätt (Norstedst 

Juridik AB, edn 1, Stockholm 1998). 

Richard Wessman, Varumärkeskonflikter: Förväxlingsrisk och anseendeskydd I varu-

märkesrätten (Norstedts Juridik AB, Stockholm 2002). 

Articles/Journals 

Dan Bereskin, ‘Afterthoughts’ (2009) IPM (Monday 23 March).  

Stuart Casey, Ellen Woodward, ‘Fortress Europe’ (2004) IPM (Monday 1 March). 

Annette Fröstberg, ‘Port Out är Förväxlingsbart med Port’ (published 29 October 2010) 

https://www5-infotorg-

se.bibl.proxy.hj.se/rb/premium/civilratt/immaterialratt/article154838.ece accessed 8 

November 2010. 

Marianne Levin, ’Ny VML och Förändringar i Firmalagen’ (2010) NJ [1:10] 7. 

Marianne Levin, ’Ingen Koppling till Rättshavarintressen’ Svenska Dagbladet (Stock-

holm July 1 2009) http://www.svd.se/opinion/brannpunkt/ingen-koppling-till-

rattshavarintressen_3145827.svd, accessed 10 September 2010. 

Eskil Persson, ’Aktuella Frågor: Patentbesvärsrätten 25 år’ (2004) SvJT p 540-544. 

https://www5-infotorg-se.bibl.proxy.hj.se/rb/premium/civilratt/immaterialratt/article154838.ece
https://www5-infotorg-se.bibl.proxy.hj.se/rb/premium/civilratt/immaterialratt/article154838.ece
http://www.svd.se/opinion/brannpunkt/ingen-koppling-till-rattshavarintressen_3145827.svd
http://www.svd.se/opinion/brannpunkt/ingen-koppling-till-rattshavarintressen_3145827.svd


 List of References 

 
64 

Marc Pütz-Poulalion, ‘ECJ Decision in the CÉLINE Case: Another Frustrating non-

Judgment’ (11 of September 2007) http://servicemarks.blogspot.com/2007/09/ecj-

another-frustrating-non-judgment-in.html, accessed 5 November 2010. 

Vivien Terrien, David Reingewirtz, ‘Mobilix smashes Obelix’ (2006) IPM  (Wednesday 

1 February). 

David Wilkinson, Tom Lingard, ‘Descriptive v Distinctive’ (2009) IPM (Thursday 21 

May). 

Electronic Resources 

Business Publishing AB, Bonniers Ledarskapshandböcker, 2008, Christer Löfgren, 

‘Vad kan Registreras som Varumärke’, ch 4.3, 

http://www.bonnierbusinesspublishing.se, accessed 7 September 2010. 

Legal Database, http://www.infotorgjuridik.se, accessed various dates. 

Legal Database, http//:www.thomsonreuters.se/karnov, accessed various dates. 

Svensk Varumärkestidning no 31/2010 (27 August 2010), 

http://www.prv.se/Varumarke/Svensk-varumarkestidning, accessed 2 September 

2010. 

The Official Website of the EU, 

http://europa.eu/agencies/community_agencies/ohim/index_sv.htm, accessed various 

dates. 

The Official Website of the OHIM, 

http://oami.europa.eu/ows/rw/pages/CTM/caseLaw/caseLaw.en.do, accessed various 

dates. 

The Official Website of the PBR, http://www.pbr.se, accessed various dates. 

The Official Website of the PRV, http://www.prv.se, accessed various dates. 

Miscellaneous 

‘Study on the Functioning of the European Trade Mark System’, undertaken by the Max 

Planck Institute on a commission by the EU Commission, Directorate General for In-

ternal Market and Services. 

‘Study on the Overall Functioning of the Trade Mark System in Europe, Invitation to 

Tender’ MARKT/2009/12/D. 

Personal Communication with Jesper Sallin, former IP Lawyer at Mind the Mark. (A 

part of the IP Law Firm Bergenstråhle & Lindwall, Ringvägen 100, Box 17704, 118 

60 Stockholm, phone: 08-505 657 00, fax: 08-505 657 00, Jesper Sellin has now left 

his position at Mind the Mark).  

‘Promemoria om Varuslagslikhet’ (PM on Similarity of Goods, author’s translation), 

constituted in 1949 by the Patent Office (The current PRV). 

 

http://servicemarks.blogspot.com/2007/09/ecj-another-frustrating-non-judgment-in.html
http://servicemarks.blogspot.com/2007/09/ecj-another-frustrating-non-judgment-in.html
http://www.prv.se/Varumarke/Svensk-varumarkestidning/


 Appendix 

 
65 

The Trade Mark Directive 

Article 4 - Further grounds for refusal or invalidity concerning conflicts with ear-

lier rights 

1. A trade mark shall not be registered or, if registered, shall be liable to be declared 

invalid:  

(a) if it is identical with an earlier trade mark, and the goods or services for which 

the trade mark is applied for or is registered are identical with the goods or servic-

es for which the earlier trade mark is protected;  

(b) if because of its identity with, or similarity to, the earlier trade mark and the 

identity or similarity of the goods or services covered by the trade marks, there 

exists a likelihood of confusion on the part of the public, which includes the like-

lihood of association with the earlier trade mark. 

Article 5 - Rights conferred by a trade mark 

1. The registered trade mark shall confer on the proprietor exclusive rights therein. The 

proprietor shall be entitled to prevent all third parties not having his consent from using 

in the course of trade:  

(a) any sign which is identical with the trade mark in relation to goods or services 

which are identical with those for which the trade mark is registered;  

(b) any sign where, because of its identity with, or similarity to, the trade mark 

and the identity or similarity of the goods or services covered by the trade mark 

and the sign, there exists a likelihood of confusion on the part of the public, which 

includes the likelihood of association between the sign and the trade mark. 
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Varumärkeslag (1960:644) 

4 § Rätten till ett varukännetecken enligt 1-3 §§ innebär, att annan än innehavaren inte 

får i näringsverksamhet använda ett därmed förväxlingsbart kännetecken för sina varor, 

vare sig på varan eller dess förpackning, i reklam eller affärshandling eller på annat sätt, 

däri inbegripet också muntlig användning. Vad som nu sagts skall gälla oavsett om va-

ran tillhandahålls eller är avsedd att tillhandahållas här i landet eller utomlands eller 

också hit införs. Är i fall som avses i 2 § kännetecknet inte inarbetat i hela landet, gäller 

rätten endast inom det område där kännetecknet är inarbetat. 

   Som otillåten användning enligt första stycket anses, att någon vid tillhandahållande 

av reservdel, tillbehör eller liknande, som lämpar sig för annans vara, åberopar dennes 

kännetecken på sådant sätt, att det kan ge sken av att vad som tillhandahålls kommer 

från kännetecknets innehavare eller av att denne medgett kännetecknets användning. 

Lag (2000:352). 

6 § Kännetecken anses förväxlingsbara enligt denna lag endast om de avser varor av 

samma eller liknande slag. 

   Förväxlingsbarhet kan även åberopas till förmån för ett kännetecken som är väl ansett 

här i landet, om användningen av ett annat liknande kännetecken skulle dra otillbörlig 

fördel av eller skulle vara till förfång för det väl ansedda kännetecknets särskiljnings-

förmåga eller anseende. Lag (1992:1686). 

14 § Ett varumärke får inte registreras:  

1) om i märket utan tillstånd tagits in sådan statlig eller internationell beteckning eller 

sådant kommunalt vapen, som enligt lag eller författning inte får obehörigen brukas som 

varumärke, eller också något som lätt kan förväxlas därmed; 

2) om märket är ägnat att vilseleda allmänheten; 

3) om märket på annat sätt strider mot lag eller författning eller allmän ordning eller är 

ägnat att väcka förargelse; 

4) om märket innehåller eller består av något, som är ägnat att uppfattas som annans 

firma eller som annans släktnamn, konstnärsnamn eller likartat namn eller annans por-

trätt, där namnet eller porträttet uppenbarligen inte åsyftar någon sedan länge avliden; 

5) om märket innehåller något, som är ägnat att uppfattas som titel på annans skyddade 

litterära eller konstnärliga verk, där titeln är egenartad, eller kränker annans upphovsrätt 

till litterärt eller konstnärligt verk eller annans rätt till fotografisk bild eller mönster; 

6) om märket är förväxlingsbart med ett namn eller en firma som någon annan använder 

i en näringsverksamhet, med någon annans varumärke som är registrerat efter tidigare 

ansökan eller med någon annans varukännetecken som är inarbetat då ansökan om regi-

strering görs; 

7) om märket är förväxlingsbart med ett varukännetecken som vid tiden för ansökan an-

vänds av någon annan samt ansökan gjorts med vetskap om detta och sökanden inte an-

vänt sitt märke innan det andra kännetecknet togs i bruk; 

8) om märket är förväxlingsbart med ett varumärke som omfattas av en internationell 

varumärkesregistrering som gäller i Sverige och i fråga om vilket den dag som avses i 

55 § andra stycket ligger före tiden för ansökningen; eller 

9) om märket är förväxlingsbart med ett gemenskapsvarumärke som innehas av någon 

annan och är registrerat efter en tidigare ansökan. 

http://www.notisum.se/rnp/sls/lag/19600644.htm#P1
http://www.notisum.se/rnp/sls/lag/19600644.htm#P3
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